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Complaint 


Is tHe Ustrep States Distaicr Court 
For the District of Columbia 


ELI LILLY AND COMPANY, 
Plaintiff, 
v. Civil Action 
EDWARD J. BRENNER, No. 2817-64 
Commissioner of Patents, 
Defendant. 


COMPLAINT 
(Filed Nov. 13, 1964) 


Now comes plaintiff Eli Lilly and Company and for 
its complaint against defendant avers that: 


1. Plaintiff is a corporation duly organized and ex- 
‘isting under the laws of Indiana, having its principal 
place of business at 740 South Alabama Street, Indian- 
apolis 6, Indiana. Defendant is United States Commis- 
‘sioner of Patents and is being sued in his official capacity, 
pursuant to authority granted by United States Code, 
Title 35, $145. 

2. This Court has jurisdiction of this action, and the 
venue is properly laid in this District, by virtue of the 
provisions of United States Code, Title 35, §145. 

3. Plaintiff is the owner by assignment of a certain 
United States patent application filed by Richard T. 
Rapala on July 27, 1961, Serial No. 127,115, entitled 
“Novel Pregnenolone Acetonides”. Such application was 
finally rejected on December 19, 1962, by the Patent 
Office Examiner in charge thereof, and such final rejec- 
tion was affirmed on September 18, 1964, by the Board of 
Appeals of the Patent Office. Plaintiff, being dissatisfied 
with such decision of the Board of Appeals, brings this 
action pursuant to United States Code, Title 35, §145, to 
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secure a judgment (a) holding plaintiff entitled to receive 
a patent on said application Serial No. 127,115 and (b) 
authorizing defendant to issue such patent on compliance 
with the requirements of law. 

4. Plaintiff has not appealed to the United States 
Court of Customs and Patent Appeals from the aforesaid 
decision of the Board of Appeals dated September 18, 
1964. 

5. The tribunals of the Patent Office erred in reject- 
ing plaintiff’s aforementioned patent application Serial 
No. 127,115 in that they erroneously treated U.S. patent 
No. 3,021,345, filed in the United States on September 19, 
1960, and issued February 13, 1962, as prior art effective 
against plaintiff’s said application. 

6. The invention claimed in plaintiff's said application 
was in fact conceived and reduced to practice prior to 
September 19, 1960, by plaintiff's assignor Richard T. 
Rapala. The application for said U.S. patent No. 3,021,345 
having been filed in the United States on September 19, 
1960, it was therefore not prior art effective against 
plaintiff’s said application. The Patent Office’s erroneous 
rejection of plaintiff’s application resulted from its hav- 
ing wrongly treated said U.S. patent No. 3,021,345 as 
having issued on an application filed in the United States 
on September 24, 1959, which was the priority date claimed 
for said U.S. patent No. 3,021,345 under the International 
Convention for the Protection of Industrial Property, 
rather than its filing date in the United States. 

7, Measured against the actual prior art by the stan- 
dards legally applicable, the invention described and 
claimed in plaintiff's said application Serial No. 127,115 
is patentable, and plaintiff should be granted a patent 
thereon. 

Wherefore, plaintiff prays this Honorable Court to 
enter a judgment (a) determining that plaintiff is en- 
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_ titled to receive a patent for the invention described and 
claimed in said patent application Serial No. 127,115, 
(b) authorizing the defendant to issue such patent on 
compliance with the requirements of law, and (c) grant- 
' ing unto plaintiff such other and further relief as justice 
may require. 

Eli Lilly and Company 


James H. Littlepage 
2121 Bancroft Place, N.W. 
Washington 8, D.C. 

Its Attorney 
Of Counsel: 

Dugald S. McDougall 
135 South LaSalle Street 
Chicago 3, Illinois 


Arthur M. Van Arendonk 
Everet F. Smith 
740 South Alabama Street 
Indianapolis 6, Indiana 


Usitep States Districr Covurr 
* * (Caption—Civil Action No. 2817-64) *° ° 


ANSWER TO COMPLAINT 
(Filed December 24, 1964) 


1—Defendant is without knowledge or information suf- 
ficient to form a brief as to the truth of the allegation of 
this paragraph of the complaint relating to plaintiff’s 
corporate organization and place of business. Defendant 
: admits other allegations of this paragraph of the com- 
plaint. 


2—Defendant admits the allegations of this paragraph 
of the complaint. 
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3—Defendant is without knowledge or information suf- 
ficient to form a brief as to the truth of the allegation 
of the first sentence of this paragraph of the complaint. 
Defendant admits the allegations of the second sentence, 
and defendant agrees that this action is brought by plain- 
tiff, because he is dissatisfied with the decision of the 
Board of Appeals in the identified patent application, 
and because he seeks to secure a judgment from this 
court authorizing defendant to issue a patent based on 
said application. 


4—Defendant admits the allegation of this paragraph 
of the complaint. 


5—Defendant denies, for reasons herein after given, 
the allegations of this paragraph of the complaint. 


6—Defendant admits that documents in the file of plain- 
tiff’s assignor’s patent application identified in paragraph 
3 of the Complaint, support the allegation of the first 
sentence of this paragraph of the complaint. Defendant 
denies, for the reasons herein after given, the allegations 
of the second sentence, namely that patent No. 3.021.345 
is not prior art effective against plaintiff's assignor’s 
application. Defendant denies for reasons herein after 
given the allegations of the third sentence. namely that 
the rejection of plaintiff’s application was erroneous and 
resulted from wrongly treating patent No. 3,021,345. 


7—Defendant for reasons herein after given denies the 
allegations of this paragraph of the complaint. However, 
defendant admits that, if patent No. 3,021,345 is not ac- 
tual prior art by standards legally applicable, the inven- 
tion described and claimed in plaintiff's application Ser- 
ial No. 127,115 is patentable, and a patent should be 
granted thereon. 


Defendant’s Motion For Summary Judgment 


Further Answering, defendant denies that plaintiff is 
lawfully entitled to receive letters patent for the alleged 
invention specified in claims 2, 3 and 4 of the aforemen- 
tioned Rapala patent application Serial No. 127,115 as 
requested in the prayers of the complaint, because the 
claims sought do not define an invention patentable under 
the law, for the reasons given and in view of the prior 
art references cited and relied upon in the Examiner’s 
Answer, and in the decision of the Board of Appeals, 
profert of said reference, said Answer and said decision 
being made. 

Respectfully Submitted 

/s/ C. W. Moore 
Solicitor, U. S. Patent Office 
Attorney for Defendant 


Usrrep States Distrricr Cover 
* * (Caption—Civil Action No. 2817-64) ° ° 


MOTION FOR SUMMARY JUDGMENT 
(Filed December 31, 1964) 


Defendant, Edward J. Brenner, Commissioner of Pat- 
ents, moves for a summary judgment dismissing the 
complaint in the above-entitled cause, pursuant to Rule 
56(b) of the Federal Rules of Civil Procedure. 

This motion for summary judgment is brought after 
the filing of the necessary pleadings, there being no gen- 
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uine issue as to any material fact. The question at issue 
is entirely legal involving an interpretation of 35 U.S.C. 
119 and 35 U.S.C. 102(e), and defendant believes that he 
is entitled to judgment as a matter of law. Early resolu- 
tion of this legal question will aid defendant materially 
in the duty cast upon him by law (35 U.S.C. 6) of super- 
intending all duties required by law respecting the grant- 
ing and issuing of letters patent of the United States. 
An oral hearing is requested. 
Respectfully submitted, 
/s/ C. W. Moore 
Solicitor, U. S. Patent Office 


POINTS AND AUTHORITIES 


Re Defendant’s Motion for Summary Judgment 


1. This is a civil action to obtain letters patent, brought 
under the provisions of 35 U.S.C. 145, against the de- 


fendant in his official capacity as Commissioner of 
Patents. 
(Complaint, paragraphs 1 and 2). 


9, This civil action is based upon a patent application 
of Richard T. Rapala, entitled “Novel Pregnenolone 
Acetonides”, filed on July 27, 1961, in which all the claims 
were finally rejected by the examiner and the Board of 
Appeals as unpatentable over U.S. patent to Feather 
et al, No. 3,021,345, which was granted on February 13, 
1962, on an application filed in the U. S. on September 
19, 1960 and in Great Britain on September 24, 1959. A 
certified copy of the decision of the Board of Appeals 
and a copy of patent No. 3,021,345 are attached hereto 
and marked as Exhibits A and B, respectively. 

(Complaint, paragraph 3). 


3. The decision of the Board of Appeals states that 
the claims on appeal “are rejected as obvious over the 
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‘Feather et al patent” and appellant does not question this. 

(Exhibit A—page 2). 

+. The complaint does not allege error in this state- 
ment or finding of fact in the decision of the Board of 
Appeals. 

5. The decision of the Board of Appeals also states that 
appellant (plaintiff here) “has overcome the date of the ac- 
tual filing in the U.S. of the Feather et al application, namely 

i September 19, 1960 by an affidavit under Rule 131;” and de- 
fendant does not deny this finding of fact. 

(Exhibit A—page 2). 

(Defendant’s Answer—paragraph 6). 


6. Section 102(e) of Title 35 U.S.C. states that a per- 
son shall be entitled to a patent unless 
“the invention was described in a patent granted 
on an application for patent by another filed in the 
United States before the invention thereof by the 
applicant for patent”... 
Section 119 of Title 35 U.S.C. states that 
“An application for patent for an invention filed 
in this country by any person who has .. . previously 
regularly filed an application for a patent for the 
same invention in a foreign country which affords 
similar privileges in the case of applications filed in 
the United States or to citizens of the United States, 
shall have the same effect as the same application 
would have if filed in this country on the date on 
which the application for patent for the same inven- 
tion was first filed in such foreign country, if the 
application in this country is filed within twelve 
months from the earliest date on which such foreign 
application was filed; ... 
8. Feather et al patent No. 3,021,345 states on its face 
that it was patented February 13, 1962, on an application 
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filed September 19, 1960, and claims priority of an appli- 
cation filed in Great Britain on September 24, 1959, pur- 
suant to the provisions of the second paragraph of 35 
U.S.C. 119. 

(Exhibit B). 


9. Plaintiff’s date of invention is admittedly prior to 
September 19, 1960, the actual filing date of the Feather 
et al application in the United States, and, hence, plain- 
tiff has overcome that date; but plaintiff has not over- 
come the earlier priority date of September 24, 1959 
claimed by Feather et al. under 35 U.S.C. 119. 

(Exhibit A—page 2). 


10. The decision of the Board of Appeals states that 
“no question is raised as to the supporting disclosure in 
the certified copy of the British specification.” 

(Exhibit A—page 3). 


11. The complaint does not allege error in this state- 
ment or finding of fact in the Board's decision. 

12. A Section 119 of Title 35 U.S.C. refers to two 
applications for the same invention originating from the 
same inventor, one, a first application, filed in a foreign 
country, and the other, a later application filed in this 
country within twelve (12) months of the filing date in 
the foreign country. Under these circumstances, the sec- 
tion provides that the application filed in this country 
“shall have the same effect” as it would have if it had 
been filed in this country on the date the first application 
(the foreign application) was filed. B The language of 
the section is clear, plain and unambiguous. To have the 
“same effect” means that the U. S. application obtains 
the benefit of the filing date of the foreign application, as 
indicated in the title of the section, and that the foreign 
filing date becomes the application date referred to in 
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' 35 U.S.C. 102(e). The tribunals of the Patent Office have 
interpreted the statutes in this manner. 
| 13. This interpretation of the language of 35 U.S.C. 

119 and 35 U.S.C. 102(e) requires a holding that the 
present action should be dismissed, since plaintiff’s in- 
vention date is subsequent to the effective application 
date of the U. S. Feather et al patent No. 3,021,345. 

14. Whereupon defendant requests that an order be 
entered granting defendant’s Motion For Summary Judg- 
ment, and dismissing the complaint. 

Respectfully submitted, 
C. W. Moore 
Solicitor, U. S. Patent Office 


(Exhibit A to Motion for Summary Judgment) 
Is Tue Usrrep States Patext OFFice 
BEFORE THE BOARD OF APPEALS 
Ex parte Richard T. Rapala 


Application for Patent filed July 27, 1961, Serial No. 
127,115. Novel Pregnenolone Acetonides. 


Arthur M. Van Arendonk, George A. Ordway, Everet 
F. Smith, and James L. Rowe for appellant. 


Before Federico and Rosa, Examiners-in-Chief, and 
Stone, Acting Examiner-in-Chief. 


Federico, Examiner-in-Chief. 


This is an appeal from the final rejection of claims 2, 
3, and 4, all the claims in the case. Claim 2 reads as fol- 
lows: 
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2. A pregnenolone of the general formula: 
CH 


| 
=0 


oh Gy 


CH3 


wherein R is selected from the group consisting of hydro- 
gen and a methyl group. 


Claim 3 is the compound of claim 2 with R limited to H 
and claim 4 is the compound of claim 2 with R. taken as 
methyl. 


The reference relied on is: 
Feather et al. 3,021,345 Feb. 13, 1962 


(Application filed in U. S. Sept. 19, 1960 and in Great 
Britain Sept. 24, 1959) 


The claims are directed to the 16a, 17a acetonides of 
the corresponding 16a, 17a dihydroxy steroids, which are 
made by treating the dihydroxy steroids with acetone. 
The cited patent is concerned with these same dihydroxy 
steroids. Column 1 states, of the dihydroxy compound with 
R as methyl, that it is of value for various properties 
“and as an intermediate in the preparation of cyclic ace- 
tals and ketals with useful biological properties, e.g. pro- 
gestational, anti-inflammatory and diuretic activity.” The 
claims on appeal, for the simplest cyclic ketal, are re- 
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jected as obvious over the Feather et al. patent and ap- 
pellant does not question this. The sole question raised 
is the effective date of the Feather et al. patent as a 
reference. 

Appellant has overcome the date of the actual filing in 
the U.S. of the Feather et al. application, namely Sept. 
19, 1960, by an affidavit under Rule 131. The Examiner’s 
position, however, is that the effective date of the Feather 
et al. patent is Sept. 24, 1959, the date of an application 
filed in Great Britain which is claimed by the patentees 
under 35 USC 119. Appellant has not overcome this ear- 
lier date. The issue is presented as the sole issue in the 
ease, of whether the foreign priority date of a United 
States patent can be used as the effective filing date 
of the patent when it is used as a reference. Appel- 
lant urges that only the actual filing date in the U. S. can 
be used. 

No question is raised as to the supporting disclosure 
in the certified copy of the British specification. (It should 
be’ noted that lines 33 to 35 of column 1 of the Feather 
et al. patent provide a full anticipation, but that this 
sentence is not used since it does not appear in the British 
specification, except possibly by reference to another Brit- 
ish application which is not relied on by the U. S. patent 
and is not before us.) 

Appellant is aware of the fact that several recent de- 
cisions of the Board of Appeals have dealt with the ques- 
tion presented, but inasmuch as these decisions are not 
public they cannot be used as precedents and the question 
must be considered anew. Appellant has also made some 
arguments not previously considered, which is a further 
reason for going into the matter again. 

Appellant argues the question generally and our gen- 
eral conclusion again is that the priority date governs. 

This conclusion is arrived at simply by considering 
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section 102(e) and the first paragraph of section 119 of 
the statute together. These portions of the statute read: 
“102, A person shall be entitled to a patent unless— 
(e) the invention was described in a patent granted 
on an application for patent by another filed in the 
United States before the invention thereof by the 
applicant for patent,” 
“119. An application for patent for an invention 
filed in this country by any person who has, or whose 
legal representatives or assigns have, previously 
regularly filed an application for a patent for the 
same invention in a foreign country which affords 
similar privileges in the case of applications filed in 
the United States or to citizens of the United States, 
shall have the same effect as the same application 
would have if filed in this country on the date on 
which the application for patent for the same inven- 
tion was first filed in such foreign country, if the 
application in this country is filed within twelve 
months from the earliest date on which such foreign 
application was filed; but no patent shall be granted 
on any application for patent for an invention which 
had been patented or described in a printed publica- 
tion in any country more than one year before the 
date of the actual filing of the application in this 
country, or which had been in public use or on sale 
in this country more than one year prior to such 
filing.” 


Section 119 refers to two applications for the same 
invention stemming from the same inventor, one a first 
application filed in a foreign country and the other a 
later application filed in the United States. To avoid com- 
plicated qualifying statements, it will be assumed that 
the two applications are the same, if they are not, the 
statements made apply only to the extent they are the 
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same. Section 119 provides that under the specified cir- 
cumstances. and subject to the requirements of the second 
paragraph which are not in question here, the second 
application. filed in the United States, “shall have the 
same effect” as it would have if filed in the United States 
on the date on which the application was filed in the 
foreign country. This language is plain; it gives to the 
U. S. application the status of an application filed in the 
Tnited States on a particular earlier date. Section 102(e) 
provides that a patent may not be obtained if the inven- 
tion was described in a patent granted on an application 
for patent by another filed in the Tnited States before 
the invention thereof by the applicant. This paragraph 
makes the filing date of a U. S. patent the effective 
date as a reference. It refers to an application filed 
in the United States, and since section 119 provides 
that the application shall have the same effect as if filed 
in this country on a particular date, these two provisions 
must be read together and the filing date of the foreign 
application becomes the effective filing date in the U. S. 
of the United States reference patent. 

The section of the statute corresponding to the first 
paragraph of 35 USC 119 was first enacted March 3, 
1903 (32 Stat. 1225) when a second paragraph was added 
to B.S. 4887. This paragraph read as follows: 

“Sn application for a patent for an invention or 
discovery or for a design filed in this country by any 
person who has previously regularly filed an applica- 
tion for a patent for the same invention, discovery 
or design in a foreign country which, by treaty, con- 
vention, or law, affords similar privileges to citizens 
of the United States shall have the same force and 
effect ag the same application would have if filed in 
this country on the date on which the application for 
patent for the same invention, discovery, or design 
was first filed in such foreign country, provided the 
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application in this country is filed within twelve 
months in eases within the provisions of section 4886 
of the Revised Statutes, and within four [six] months 
in cases of designs, from the earliest date on which 
any such foreign application was filed. But no patent 
shall be granted on an application for patent for an 
invention or discovery or a design which had been 
patented or described in a printed publication in this 
or any foreign country more than two years [one 
year] before the date of the actual filing of the ap- 
plication in this country, or which had been in public 
use or on sale in this country for more than two 
years [one vear] prior to such filing.” 


Subsequent changes made before the Patent Act of 1952 
have been indicated by underlining and brackets; four 
months for designs was changed to six months on June 19, 
1936 (49 Stat. 1529) to conform to a change in the Con- 
vention, and two years was changed to one year on August 
5, 1939 (53 Stat. 1212) when this period was changed gen- 
erally. The paragraph was revised by the Patent Act 
of 1952 (66 Stat. 792, 800), becoming the first paragraph 
of 35 USC 119; references to designs were removed for 
inclusion in another section and some changes in language 
and a slight modification were made, and a paragraph 
was added, but the parts of the statute of concern here 
are the same as originally enacted. 

While the statute was enacted to carry out an obligation 
under the Convention of the Union of Paris for the Pro- 
tection of Industrial Property, as revised at Brussels 
December 14, 1900 (which came into effect Sept. 14, 1902), 
it is not restricted in its effect. In fact, the question in 
this case involves the consequences of the manner in which 
the obligation was carried out. Article + of the Convention 
then read: 
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“A person who has duly filed an application for a 
patent. or for an industrial design, or for a trade- 
mark. in one of the contracting States, shall enjoy, 
for the purpose of filing in the other States, and 
subject to the rights of third parties, a right of priority 
during the periods hereinafter stated. 

“Consequently, the subsequent filing in any of the 
other States of the Union before the expiration of 
those periods shall not be invalidated through any 
acts accomplished in the interval, as, for instance, 
by another filing. by publication or exploitation of 
the invention. by the putting on sale of copies of the 
design, or by use of the mark. 

The above-mentioned periods of priority shall be 
twelve months for patents, and four months for in- 
dustrial designs and for trademarks.” 


One thing to be noted on comparing the statute of 1903 
(as well as the present statute) with the Convention is 
that the statute is not limited to the particular convention, 
but includes any treaty or reciprocal law. But, more im- 
portant, the statute did not and does not refer to a right 
given to a person, as does the Convention, nor did the 
statute refer to a “right of priority.”* The statute 
was written entirely in terms of regulating the filing 
date of an application in this country, giving it the status 
of having been filed in this country on the day it was 
filed in the foreign country. Except for a specifically re- 
cited exception which will be referred to later, the lan- 
guage of the statute requires that the U. S. application 
be treated in all respects as having been filed in the U. S. 
on the date the application was filed in the foreign 


2 The term “right of priority” was not used in U. S. law 
until in 1952 it was made part of the catch-line heading of 
section 119, which reads “Benefit of earlier filing date in 
foreign country; right of priority” and was used elsewhere. 
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country, or, conversely stated, that the application filed 
in the foreign country be treated as though filed in the 
U.S. on the same day it was filed there. 

The statute of 1903 also contained a deviation from 
Article 4 of the Convention. The Convention then re- 
quired (or permitted) the protection of third parties who 
acted between the foreign filing and the domestic filing. 
Rights of third parties who may have acted before the 
filing date of an application (but not at such time or in 
such manner as to invalidate the patent) do not exist or 
are not protected in the U. S., as in some foreign coun- 
tries, and, consistent with the approach of treating the 
application as though filed in the U. S. when it was filed 
in the foreign country, the same principle was left ap- 
plicable, even though Congress was free to protect Ameri- 
cans (or others) who had commenced activities between 
the two dates. 

The legislative history of the statute supports the po- 
sition that it was intended to mean what it says. An Act 
of Congress of June 4, 1898 (30 Stat. 431) provided for 
the appointment of three Commissioners to revise and 
amend the patent and trademark laws with respect to 
matters relating to The Convention and other treaties. 
The Commissioners made their report to Congress on 
November 27, 1900, which report was printed in 1902? 
The report includes drafts of proposed legislation. With 
respect to the present matter, the section proposed? was 
identical with the Act subsequently passed, except for 
the clause referring to the periods of time, which was 
in terms of the periods then in effect. After a short dis- 
cussion, the Commissioners stated: 


*“Report of the Commissioners Appointed to Revise the 
Statutes Relating to Patents, Trade and other Marks, and 
Trade and Commercial Names,” Washington, Government 
Printing Office, 1902. 

* Report, page 36. 
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“We are, therefore, of the opinion that an amendment 
to the law should be made, providing that the foreign 
application shall have. in case an application is filed 
in this country by the applicant abroad within the 
specified period. the same effect as if filed here on 
the day it was filed abroad.” * 


This sentence shows the intention of the Commissioners, 
which has embodied in the proposed legislation. The scope 
of the provision, that it created a status of having been 
filed in the U. S. for all purposes, was appreciated, since 
the last sentence, still in the statute as the last clause 
‘of the first paragraph of section 119, was added to exclude 
the effect of the foreign filing as a U. S. filing for pur- 
‘poses of the two year (now one year) statutory period 
of publication. public use, etc.* 

Appellant cites a number of decisions and makes several 
other arguments which will be reviewed. 

It is argued that the phrase “shall have the same effect” 
was intended to have a restricted meaning because of the 
last clause of the first paragraph of section 119, which 
‘has just been referred to. The purpose of this clause is 
to provide that the one year period of section 102(b) 
dates from the actual filing date in the U. S. and not from 
the filing date in the foreign country; in other words, 
the U. S. application does not have the same effect as 
though filed on the earlier foreign date for the purpose 
‘of section 102(b). This specifically recited exception, how- 
ever, only confirms the broad meaning of the phrase. 

The use of the singular in the phrase “the same effect” 
‘is also referred to as indicating a narrow meaning. How- 


* Report, page 24. 

* TheReports of the Congressional Committees on the bill 
‘which resulted in the Act of 1903 specifically refer to this; 
' 57th Cong., 2d Sess., House Report No. 3426, Jan 31, 1903; 

Senate Report No. 3273, Feb. 24, 1903. 
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ever, the singular is appropriate since the statute is 
speaking of the filing date of the application; the appli- 
cation filed in the U. S. “shall have the same effect” as 
the application would have if filed in this country on the 
date the application was filed in the foreign country. 

Appellant also notes that section 119 states “An appli- 
cation for patent . . . shall have the same effect . . .” and 
contends that the failure to speak of patents indicates 
a narrow meaning. The benefit of the earlier filing date 
conferred upon the application by section 119 obviously 
is still in effect after the patent has been granted. Note 
the parallelism in language in section 120 which also deals 
with conferring the benefit of an earlier filing date upon 
an application. It is entirely appropriate to simply refer 
to the application in connection with a patent when 
characteristics of the application, such as its filing date 
or effective filing date, are the subject being treated. 

Appellant suggests that an amendment made by the 
Patent Act of 1952 may have restricted the scope of the 
provision. The preceding statute used the words “shall 
have the same force and effect” whereas the new statute 
states “shall have the same effect.” This change was 
merely the elimination of redundant words and nothing 
else.* 

Another argument is predicated on the assertion that 
if the foreign date were used as the effective date, there 
would be no reciprocity with foreign countries, and reci- 
procal treatment required; Great Britain is mentioned in 
particular. The exact tenor of this argument is not clear, 
and no basis in foreign laws has been established for it. 
Practices vary in different countries as to what the filing 
date of a reference domestic patent is used for; the ques- 


*“Legislative Drafting’? by Reed Dickersen (Boston, 
1954) includes “full force and effect’ in a list of “cireum- 
locutions and redundancies” to be avoided, page 75. 
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tion comes up only in connection with a copending do- 
mestic patent, and several different rules are followed. 
Whether some countries treat the filing date of a domestic 
reference in the same manner as in the United States, or 
jn some more restricted manner, is irrelevant. We under- 
stand the general practice to be that whatever effect is 
given to the domestic filing date, the same effect is given 
to the foreign filing date in the case of “conv ention” ap- 
plications. The British patent law, in particular, actually 
uses the same term “priority date” for the filing date of 
an application in England when there is no antecedent 
‘foreign application, and any rules relating to filing dates 
apply to the foreign filing date, also called the “priority 
date,” in the case of a Convention application. 
It is further urged that section 119 cannot be considered 
together with any other section of the statute except sec- 
tion 104 which refers to it. The nature of section 104 
in limiting proofs requires a reference to section 119. 
‘The actual question is, is section 102(e) to be consid- 
ered together with other sections of the statute in 
determining what is to be taken as the filing date of 
an application in the United States? It is unques- 
tionably considered together with section 120. This sec- 
tion is headed “Benefit of earlier filing date in the United 
‘ States,” corresponding to “Benefit of earlier filing date 
‘jn foreign country” in the heading of section 119. It 
states that, under the conditions specified, an application 
“shall have the same effect” as though filed on the date 
of a prior application, using the same phrase as in section 
| 119. Section 102(¢) only refers to the application on which 
the patent was granted, and when read alone without 
reference to section 120 the date of the earlier applica- 
tion in a section 120 situation would not be included by 
the language, 

The Examiner cites three decisions which will be re- 
viewed. 
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Federal Yeast Corp. v. Fleischmann Co., 1926 C.D. 261, 
13 F(2d) 570 (CCA 4), was a suit for infringement of 
two patents. One was a patent granted March 20, 1923 
on an application filed by Hayduck on October 20, 1920; 
by means of R. S. 4887 and the extension of the normal 
one year period of priority by the Nolan Act of March 3, 
1921 (41 Stat 1313), the application was entitled to the 
benefit of a prior application filed in Germany on March 
15, 1915; the court uses the language “his American ap- 
plication by virtue of section 4887 of the Revised Statutes 
and of the act of March 3, 1921 ... is to be treated as if 
it had been then [March 15, 1915] made.” The second 
patent was granted March 20, 1923 on an application 
filed by Nilsson and Harrison on Jan. 7, 1919. The ques- 
tion involved was the validity of the second patent over 
the first. The Nilsson and Harrison patent already over- 
came the actual U. S. filing date of the Hayduck patent 
since it was earlier filed, but the court as a matter of 
course treated the Hayduck patent as required by R. S. 
4887, namely as though filed here on March 15, 1915, 
and held the Nilsson and Harrison patent invalid there- 
over. The court said, “It is now clear that ... Nilsson 
and Harrison were anticipated by the disclosures in the 
application of Hayduck, whether they were included in 
his claims or not.” The “now” refers to the fact that 
Alexander Milburn Co. v. Davis-Bournonville Co., 270 
U. S. 390, 1926 CD 303, which the Court cites as authority, 
had just been decided by the Supreme Court and settled 
the question that the filing date of a United States patent 
was the effective date as a reference for unclaimed dis- 
closure. The Court of Appeals affirmed the decision of 
the District Court which had held the Nilsson and Harri- 
son patent invalid as lacking patentable invention over 
the Hayduck patent, (S F92d) 186 (D.C., Md., 1925). 
The District Court had said: 
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“The application for [the Nilsson and Harrison 
patent] was filed in January 7, 1919. The application 
for (the Hayduck patent] was filed on October 30, 
1920, but it is nevertheless the prior application for 
the reason that Hayduck, the patentee, applied for a 
corresponding German patent on March 15, 1915, 
which becomes the effective date in this country under 
the provisions of the Act of Congress of March 3, 
1921.” 


In Sperry Rand Corporation v. Knapp-Monarch Com- 
pany, 127 USPQ 193, 193 F. Supp. 756 (E.D. Pa., 1960), 
the patentee (Knapp) had filed an affidavit in the Patent 
| Office (under Rule 75, now Rule 131) for the purpose of 
eliminating certain references. The date of invention 
shown by the affidavit would also eliminate all the ref- 
‘ erences cited in the suit except three. One of these 
three was a U. S. patent to Wimberger which had 
a prior corresponding foreign application. The dates in 
the affidavit overcame the U. S. filing date of the Wim- 
berger patent but did not overcome the foreign filing date. 
The court held that the Wimberger patent had to be con- 
sidered, stating, in a footnote: 

“Patent No. 2,141,582 to Wimberger issued Decem- 
ber 27, 1938, upon an application filed in this country 
October 29, 1936. However, the same invention was 
the subject of an application in Austria for a patent 
filed February 15, 1936 Knapp-Monarch argued that, 
in spite of the earlier filing date of the American 
application, the consideration of the patent must be 
confined to its filing date in this country. However, 
Section 119 of Title 35 U.S.C. provides that an appli- 
cation for a patent in this country, filed by one who 
has previously filed an application for the same in- 
vention in a foreign country, “shall have the same 
effect as the same application would have if filed in 


Board Of Appeals Opinion 23 


this country on the date on which” the foreign appli- 
cation was filed. I fully agree with Remington that 
this section gives a status to an application, as dis- 
tinguished from a mere benefit to an applicant, based 
on the foreign filing. This status is not limited in its 
effects to the particular applicant involved. Conse- 
quently, the Wimberger patent must be considered.” 


On the merits, the Court found three claims invalid over 
the other two references; the patentability of a fourth 
claim was considered in the light of the three references 
and sustained. In this decision the Court accepted the 
Patent Office’s acceptance of the Rule 75 affidavit. There 
was a rehearing in which the Court held that it was in- 
cumbent on the patentee to produce strong and convinc- 
ing evidence of any prior date asserted, regardless of 
the Patent Office acceptance of an affidavit antedating 
references, 129 USPQ 305, 193 F. Supp. 756 (1961). There 
was no evidence in court, and hence the patentee had not 
overcome the filing dates of the other references involved. 
not even the actual U. S. filing date of the Wimberger 
patent. The issue involved here hence became moot 
and the statements of the Court regarding it became 
dicta, although this does not mean that they are incorrect. 

The third decision cited by the Examiner is Young v. 
General Electric Co., 96 F. Supp. 109; S88 USPQ 174 (N. 
D., Ill. 1951). This was an infringement suit on two 
patents to Young. One of these (2,179,569) issued on an 
application filed March 15, 1933; the other (2,086,594) 
issued on a later filed application and is not involved in 
connection with the present question. One of the refer- 
ences cited by the defendant was a U. S, patent to 
Bethenod; the application for this patent was filed in the 
U. S. on November 21, 1933, subsequent to Young's filing 
date, with a corresponding application having been filed 
in France on December 29, 1932, prior to Young's filing 
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. date. The court held that Young had not proven any date 
of invention prior to his own filing date and was of the 
opinion that the Bethenod patent was entitled to the 
French filing date, stating in a footnote: 

“Bethenod Patent No. 1,967,857 is unquestionably 
prior art as to Young Patent No. 2,086,594. But 
whether it is prior art as to Young No. 2,179,569 de- 
pends on the date to which the Bethenod Patent is 
entitled in the case at bar, that is, as to whether it 
is entitled to the date of November 21, 1933, the date 
of the filing of the application in the United States 
Patent Office. or December 29, 1932, the date of the 
filing of the application in France. The court is of 
the opinion that it is entitled to the earlier date, 
namely. December 29, 1932, but there is a difference 
of opinion on this question among the authorities. 
See Fleischmann Yeast Co. v. Federal Yeast Corp., 
(D.C., Md.. May 9, 1925) 8 F. 2d. 186; Federal Yeast 
Corp. v. Fleischmann Yeast Co., (CCA 4, June 8, 
1926) 13 F.2d. 570: Celanese Corp. v. Ribbon Narrow 
Fabrics, (CCA 2: Feb. 19, 1941) 117 F. 2d. 481 [48 
TSPQ H7]. Whether Bethenod be regarded as prior 
art in this case makes little or no difference. There 
is a wealth of prior art without it.” 


Appellant notes that these remarks are dicta; since 
the particular patent was not needed to invalidate the 
claims, the question of its effective date was moot.’ 


*Merely for completeness in the citation of decisions 
which have said anything relating to the question involved, 
reference is made to Ellis-Foster Co. v. Reichhold Chemi- 
cals, Inc., 94 USPQ 16, 198 F. (2d) 42 (CA 3, 1952) and Oel- 
| baum v. Lovable Co., 136 USPQ 58, 211 F. Supp. 594 (S.D. 
N.Y., 1962). In both of these cases the patentees failed to 
antedate the actual U. S. filing dates of reference U. S. 
patents which had foreign filing dates, so that the issue 
| with which we are concerned was not present. 
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Appellant cites Celanese Corp. v. Ribbon Narrow Fab- 
ries Co., 48 USPQ 447, 117 F (2d) 481 (CCA 2, 1941), 
affirming 45 USPQ 492, 33 F. Supp. 137 (S.D.N.Y., 1940). 
This is the only decision in a patent infringement suit 
which can in any way be said to support appellant’s po- 
sition. In this case the defendant cited four patents against 
the Dreyfus patent in suit and the claim involved were 
held invalid over three of these references. The fourth 
patent, which the court did not find necessary to use, was 
a patent to Sponholz. With respect to this patent, the 
District Court said: 


Patent to Sponholz, No. 1,807,887, offered by the de- 
fendant as part of the prior art, was issued on April 
23, 1929 on an application filed November 23, 1926. 
This filing date is earlier than that of Dreyfus but 
not sufficiently early to be considered prior art, 
since it appears that Dreyfus completed his invention 
some time in September 1926. Defendant contends 
that the effective application date of Sponholz in 
Germany was May 11, 1926; but that is not so in 
view of Sec. 4886 of the Revised Statutes, 35 U.S.C., 
Sees. 31, 72. The time when the German patent be- 
came a printed publication is the effective date, and 
that time does not appear in the record. 


The Court then indicated that this patent was not 
necessary, and nothing further was said concerning it. 
The above quotation suggests some confusion. The hold- 
ing of invalidity on the other three references was sus- 
tained on appeal; with respect to the fourth reference 
the Court of Appeals merely said: 

Sponholz did show that in his Patent No. 1,709,887 
granted April 23, 1929, on his application filed No- 
vember 23, 1926 but the plaintiff proved and the court 
found that Dreyfus “completed his invention some 
time in September 1926,” and there was no proof that 
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Sponholz was entitled to a date of invention earlier 
than his filing date. Sponholz had previously applied 
for a German patent on May 11, 1926 but that is im- 
material as there is no proof of any German patent 
or published printed description of the same subject 
matter prior to Dreyfus, 35 U.S.C.A. Sec. 32; Merrell- 
Soule Co. v. Powdered Milk Co. of America, 222 F. 
911. 


The Merrell-Soule Co. decision cited here deals with the 
effective date of a German patent as a reference. The 
absence of any discussion and the apparent confusion 
render this case of dubious value on the question of the 
effective date of a United States patent. 

Appellant farther cites In re Walker, 102 USPQ 79, 
41 CCPA 913. affirming ex parte Blumlein, 103 USPQ 223 
and Viviani v. Taylor v. Herzog, 72 USPQ 448 (1935). 

The Blumlein-Walker case is cited as “plausible author- 
ity.” The facts and the result in the case are consistent 
with the use of the foreign filing date under section 119 
or its predecessor as the effective filing date of a U. S. 
patent, and in fact so considering the case simplifies the 
situation and is a clearer approach. 

Walker (née Blumlein) had lost an interference with 
a U.S. patent to Whiteley on a claim for a combination 
of elements, and claims for a subcombination in the 
Walker application were thereafter rejected on the White- 
ley patent. Walker overcame the U. S. filing date of the 
patent (by means of her own foreign application) but 
could not overcome the foreign filing date of the Whiteley 
patent. The Court sustained the rejection of the claims. 
While there is some element of confusion as to the grounds 
used, the issue of using the foreign filing date of the U. S. 
reference patent was involved. The Board of Appeals 
had explicitly stated, in the second reconsideration: 
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“In the absence of a showing that appellant is the 
first inventor of the subject matter of the appealed 
claims, the same disclosure in the Whiteley patent 
is considered pertinent in the present situation. Fed- 
eral Yeast Corporation v. Fleischmann Co., 351 0.G. 
3; 13 F.(2d) 570.” 


Appellant argued that she need only overcome the 
domestic filing date of the reference patent with respect 
to subject matter disclosed but not claimed therein. The 
Solicitor for the Patent Office contended that the argu- 
ment did not apply to subject matter recited in the claims 
in combination with other elements, and the Court indi- 
cated that this contention was proper. 

Viviani v. Taylor v. Herzog is of course contrary to 
the holding herein. It does not represent present office 
practice as seen by the Commissioner’s Notice published 
June 29, 1964, 803 O.G. 305. This case was an interference 
in which Taylor moved to dissolve as to Herzog on the 
ground that the count was unpatentable to the latter in 
view of an earlier filed United States patent to Briggs. 
Herzog claimed a date of invention prior to the actual 
filing date in the United States of the Briggs patent (by 
means of a prior foreign application of his own) but 
subsequent to the date of a prior corresponding British 
application of Briggs. If this foreign priority date of the 
Briggs U. S. patent could be used, the claims would be 
unpatentable to Herzog. The Examiner denied the motion 
and Taylor petitioned the Commissioner to review the 
matter. The Commissioner held: 

“Jt must be said, therefore, that in determining 
whether claims in an application should be rejected 
in view of the unclaimed disclosure of a United States 
patent to another on an earlier filed application, the 
question whether this latter application in turn was 
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preceded by a corresponding foreign application is 
irrelevant.” 


The petitioner relied on the second paragraph of R. S. 
4887 (the predecessor of 35 USC 119) and on Alexander 
“Milburn Company v. Davis-Bournonville Company, 270 
U. S. 390, 1926 C.D. 303. The Commissioner maintained 
that this decision did not apply to knowledge in a foreign 
' country and pointed out that under the statute knowledge or 
se in a foreign country was not a bar to a patent in this 
country and that this part of the statute and R.S. 4887 had 
' to be construed together. Construing them together does not 
necessarily lead to the result of the decision. The result 
in the present case has been arrived at by construing 
sections 102 and 119 of the statute together. 


All of appellant’s arguments have been considered but 
they are not convincing of any error in the rejection of 
the claims. 


The decision of the Examiner is affirmed. 


AFFIRMED. 
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3,021,345 
16a,17a-DIHYDROXYPREGNEN-20-ONES AND 
PROCESS FOR PREPARATION OF SAME 
Booker), Beruard 


This invention is for improvements in or relating to the 
preparation of organic compounds and has particular ref- 
erence to tho preparation of 16«,17«-dihydroxypregnca- 
20-one derivatives of the Formula I below, where R is a 


(where R and R’ 
R” is the alkyt group derived 
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lected, washed and 
6-methy!-36, 16a,17e-trihydroxypregn-S-en-20-ons 
needles, M.P. 213 to 215° C, [elo™ —6S° (6, 1.0 in 
chloroform containing a trace of pyridine). 
S&S Weclaim: 
1. A process for the preparation of 38,16a,17e-trihy- 
droxypregn-S-en-20-cnes having the general formula 


a 


fas 
seh 


20 
where R is selected from the class consisting of hydrogen 
and a methyl group, which process comprises reacting 8 
16a,17e-cpoxypregnen-20-one having the general formula 


teal 
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eerie ac 


i 
ui 


tg 
. 
hi 


bee 
rail 
fie 


3 : 
(8) 38 - acetoay-16e,17e-cpoxyprego-5-en-20-008 was 
Teacted with etboxycarbosyl bydrazine in acetic acid and 


5-ca-20-0nc, M_P. 242 to 247° C., identical in every re- 
spect with an authentic specimen. 


EXAMCLE 2 


6-metkyl-3 8.16017 «-trikydroxypregwS-en-20-one 
(1, R=Me) 


. froma squeous methanol gave 
250 to 252° C. (decomp.), [e]no” —128° (c, 0.93 in 
chloroform 


added dropwise until 2 crystalline solid separated. 
June cooling ty rooms temperstere, the prodoct was col- 16 where B is selected from the group consisting of hydro- 
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5 
gen and metbyl, which process comprises saponifying an 
alkoxy carbonyl hydrazone having the formula: 


O=N.NHCOOR” 
Me pd 


.CO.R” 
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2,808,399 Dodson Oct. 1, 
where R has the same meaning as above, R’ is selected 2,894,961 Dodson July 14, 
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PLAINTIFF’S MEMORANDUM OPPOSING 
DEFENDANT’S MOTION FOR SUMMARY 
JUDGMENT 
(Filed February 19, 1965) 


Now comes plaintiff Eli Lilly and Company and opposes 
defendant’s motion for summary judgment, upon the 
ground that the issues defined by the pleadings do in- 
volve a genuine issue as to a material fact, concerning 
which proof must be offered in the record before the 
issues of the cause can be resolved. 

As more fully set forth in the appended affidavit of 
Dugald S. McDougall, filed in support of this memoran- 
dum, resolution of the ultimate issue defined by the plead- 
ings herein will depend on this question of fact: Does 
British law confer on the Patent Office of Great Britain 
the right to accord to a British patent filed under the 
International Convention, as its effective date as prior 
art, the filing date of its foreign Convention counter- 
party? 

Plaintiff stands ready to prove that British law does 
not accord any such privilege to the British Patent Office, 
and will, on that basis, show that Section 119 of Title 35, 
United States Code, may not be applied to the situation 
presented by this record, since Section 119, by its terms, is 
limited to cases wherein the foreign country “affords 
similar privileges in the case of applications filed in the 
United States or to citizens of the United States”. 

It is of course elementary that the law of a foreign 
country is a matter of fact, which must be proved like 
any other fact; ie., a court in the United States will not 
take judicial notice of foreign law. As pointed out in the 
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McDougall affidavit, plaintiff has explored the possibility 
of stipulating with the defendant as to what the British 
law is, but defendant’s counsel has refused so to stipulate, 
on the ground that an official of the United States Govern- 
ment litigating in his official capacity cannot properly 
stipulate to facts which might materially affect the out- 
come of a case. 


Plaintiff fully respects the position of defendant’s coun- 
sel in this regard, but submits that the necessity for proof 
on this important fact issue requires that defendant’s 
motion for summary judgment be denied and the case held 
for trial in due course. 


The Court is respectfully urged to enter such an order. 


Respectfully submitted, 


Eli Lilly and Company 


By 
James H. Littlepage 
2121 Bancroft Place, N.W. 
Washington 8, D.C. 
Its Attorney 
Of Counsel: 
Dugald S. McDougall 
135 South La Salle Street 
Chieago 3, Illinois 


Arthur M. Van Arendonk 
Everet F. Smith 
740 South Alabama Street 
Indianapolis 6, Indiana 
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AFFIDAVIT OF DUGALD S. MeDOUGALL FILED 
IN SUPPORT OF PLAINTIFF’S MEMORANDUM 
OPPOSING DEFENDANT’S MOTION FOR 
STMMARY JUDGMENT 
(Filed February 19, 1965) 


State of Illinois ) 


County of Cook ) 

Dugald S. McDougall, being first duly sworn, deposes 
and says that: 

1. Affant is an attorney at law, duly admitted to prac- 
tice in the State of Illinois, and is of counsel for plaintiff 
in this action. 

2. This action states a claim under Section 145, Title 
35, United States Code, arising from the refusal of the 
Patent Office to grant a patent to plaintiff on United 
States patent application Serial No. 127,115, filed July 
27, 1961. by plaintiff’s assignor Richard T. Rapala. 

3. Plaintiff's said application was rejected solely be- 
cause its disclosure was held unpatentable over U.S. pat- 
ent No. 3,021.345, filed in the United States on September 
' 19, 1960, and issued February 13, 1962. The complaint 
herein alleges (a) that the invention claimed in plaintiff’s 
said application was in fact conceived and reduced to 
practice prior to September 19, 1960, by plaintiff’s as- 
' signor Richard T. Rapala, and (b) that said U.S. patent 
' No. 3,021,345 is not, as a matter of law, sufficiently early 
' in date to be prior art against plaintiff’s application. 

4. The Patent Office’s reliance on said patent No. 3,- 
021,245 as prior art was based on the fact that a cor- 
responding British application was filed (in Great Bri- 
tain) on September 24, 1959, the applicants for said U.S. 
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patent No. 3,021,345 having claimed such date as the 
priority date for their U.S. case under the International 
Convention. The Patent Office, in rejecting plaintiff’s ap- 
plication, took the position that such priority date of 
September 24, 1959, is the date on which said U.S. patent 
No. 3,021,345 was “filed in the United States”, as that 
language is used in Section 102(e), Title 35, United States 
Code. That contention, in turn, was based on the language 
of Scetion 119 of Title 35, which recites that an “applica- 
tion for patent for an invention filed in this country”, by 
a person who has previously filed abroad in a Convention 
country, “shall have the same effect as the same applica- 
tion would have if filed in this country on the date on 
which the application for patent for the same invention 
was first filed in such foreign country”. (Emphasis 
added.) 

5. Plaintiff contends that the Patent Office erred in 
treating said United States patent No. 3,021,345 as ef- 
fective prior art against plaintiff’s said application Serial 
No. 127,115, partly on the purely legal ground that the 
statutes were misinterpreted, and also on a factual ground 
arising from the provision in said Section 119, which 
makes it effective only insofar as the foreign country in- 
volved “affords similar privileges in the case of applica- 
tions filed in the United States”. Plaintiff stands ready to 
prove as a fact that British law does not give its own 
Patent Office the privilege of treating British patents as 
prior art dating from their Convention priority dates 
derived from earlier-filed U.S. applications. In view of 
that fact, plaintiff contends, the aforesaid Section 119 may 
not be applied to the situation presented by this record, 
even if the Patent Office interpretation of the statute 
were otherwise correct. 

6. For the reasons aforementioned, plaintiff's case 
does involve a material question of fact, namely, what 
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the British law is on the point above noted. Affiant, by 
telephone, has broached to the government's attorney 
the possibility of stipulating the facts with respect to 
the British law, but has been advised that defendant, as 
a@ matter of policy, cannot make any stipulation of a 
substantive, as opposed to a procedural, character. Affiant 
therefore verily believes that a trial will be necessary in 
this cause. and that the action is not a proper one for 
summary judgment. 


(s) Dugald S. McDougall 


Subscribed and sworn to before me this 18th day of 
February, 1965. 
Willirva Fellows, 
Notary Public 
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PLAINTIFF’S SUPPLEMENTAL MEMORANDUM 
OPPOSING DEFENDANT'S MOTION FOR 
SUMMARY JUDGMENT 
(Filed March 22, 1965) 


FOREWORD 


The defendant Edward J. Brenner, Commissioner of 
Patents (hereinafter referred to as “‘the Commissioner’’), 
has moved for summary judgment on the grounds that 
this case (a Section 145 action) involves no disputed 
questions of material fact and should, on the law, be 
decided in the Commissioner’s favor. 

Plaintiff has already filed a memorandum in opposition, 
showing that the case does involve a question of material 
fact and that summary judgment is therefore inappropri- 
ate. Now, in this supplemental memorandum, we shall 
demonstrate that both premises underlying the Com- 
missioner’s motion are unfounded. Not only is there an 
issue of fact involved; the Commissioner’s legal position 
is untenable. 
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STATEMENT OF FACTS 
The Background Of The Action 


The complaint in this case states a claim under Section 
145 of the Patent Act, arising from the Commissioner’s 
refusal to grant a patent to plaintiff on its application 
No. 127,115, filed on July 27, 1961, by plaintiff’s assignor 
Richard T. Rapala. 

The Rapala application was rejected solely on the 
ground that its claims were unpatentable over certain 
subject matter disclosed (but not claimed) in the Feather 
U.S. patent No. 3,021,345, which was filed in the United 
States on September 19, 1960, and issued February 13, 
1962. In the Patent Office proceedings, plaintiff proved 
that its invention had been conceived and reduced to 
practice before September 19, 1960, and in this Court 
that fact is conceded. The Commissioner, however, in- 
sists that the effective date of the Feather patent as a 
reference is not September 19, 1960, the date it was 
actually filed, but September 24, 1959, the filing date 
of its counterpart British application. 

Since plaintiff could not establish an invention date 
earlier than September 24, 1959, the Commissioner re- 
fused to withdraw the Feather patent as a reference. 
Plaintiff thereupon came to this Court for relief. 


The Commissioner's Legal Theory 


The Commissioner's view that the Feather patent may 
be cited as prior art against plaintiff's application arises 
from the construction he places on Sections 102(e) and 
119 of the Patent Act. 

Section 102(c¢) reads: 

‘‘A person shall be entitled to a patent unless 
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(e) The invention was described in a patent 
granted on an application for patent by another 
filed in the United States before the invention 
thereof by the applicant for patent, ...”’ 


Section 119. so far as here material, reads: 

‘$119, Benefit of earlier filing date in foreign 
country; right of priority 

‘‘4n application for patent for an invention filed 
in this country by any person who has, or whose 
legal representatives or assigns have, previously 
regularly filed an application for a patent for the 
same invention in a foreign country which affords 
similar privileges in the case of applications filed 
in the United States or to citizens of the United 
States, shall have the same effect as the same appli- 
cation would have if filed in this country on the date 
on which the application for patent for the same 
invention was first filed in such foreign country, 
if the application in this country is filed within 
twelve months from the earliest date on which such 
foreign application was filed; .. .” 


The Commissioner contends that when a U.S. patent 
is based on a foreign counterpart application filed within 
twelve months before the U.S. application on which the 
patent issued, then the patent, as a reference under 
Section 102(¢), has as its effective date the filing date 
of the counterpart foreign application. 

This view of the law, if ultimately upheld, would 
radically change the substantive patent law of this 
country, for it would make unpublished invention in a 
foreign country a bar to procurement of a patent by a 
domestic inventor. Until now, it has always been the 
law that prior invention in a foreign country would not 
bar a U.S. inventor from securing a patent unless such 
foreign invention had been published (by patenting or 


Plaintiff’s Supplemental Memorandum 39 


otherwise) before the U.S. inventor’s date of invention 
or more than twelve months before the date of his 
application. The only exception to this has been in cases 
where the foreign inventor was actually in interference 
with the U.S. applicant, in which case he has been allowed, 
by virtue of Section 119, to rely on his foreign filing 
date in contesting the issue of priority of invention. 


Summary Of Plaintiff’s Position 
Plaintiff’s case in this Court rests on two independent 
grounds, to-wit: 


1. The Commissioner may not treat Section 102 
(e) as modified by the provisions of Section 119, 
because one of the explicit conditions for applying 
Section 119 has not been met—namely, the require- 
ment that the foreign country afford ‘‘similar priv- 
ileges in the cases of applications filed in the United 
States or to citizens of the United States”’. 


2. Entirely apart from that point, the Commis- 
sioner’s construction of Sections 102(e) and 119, is: 


(a) Manifestly contrary to the intent of Congress, 


(b) Without support in the legislative history of 
the statutes involved, 


(c) At odds with the text of Section 119, 
(d) Inconsistent with controlling judicial precedent, 


and 


(e) Contrary to public policy. 
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ARGUMENT 


Part I: Section 119 Cannot Be Applied To Modify The 
Force And Meaning Of Section 102(e), Because 
The Law Of Great Britain Does Not Afford 
“Similar Privileges’? With Respect To British 
Patents Based On Counterpart Applications 
Filed In The United States. 


If the British law afforded ‘‘similar privileges’’ to 
those which the Commissioner says are granted in the 
Tnited States by Section 119. then the disclosures of a 
British patent based on a counterpart U.S. application 
should be citable as prior art against British applications, 
as of the date the counterpart U.S. application was filed. 

Plaintiff stands ready to prove. as a matter of fact, 
that the British law does not permit any such thing. 

(Plaintiff offered to stipulate the British law on that 
point, but the Commissioner, as a matter of policy, 
declined to make a substantive, as opposed to procedural, 
stipulation. Plaintiff has no quarrel with the Commis- 
sioner’s policy in this regard. but submits that the 
Commissioner should not refuse so to stipulate and at 
the same time, by seeking a summary judgment, try to 
foreclose proof on the issue.) 

As the Commissioner construes Section 119, a British 
inventor can secure a patent on such portion of his 
disclosure as he can claim as his own invention, and, 
at the same time, can bar a U.S. inventor from patenting 
any part of the remaining disclosure, even though such 
subject matter may have been wholly unknown in this 
country at the time it was invented by the US. inventor. 
In other words, the Commissioner’s construction of the 
law would give the foreign applicant the privilege of 
his foreign filing date both from the affirmative point 
of view (ie., in securing a patent on the portion of his 
disclosure that he invented himself), and from the de- 
fensive point of view as well (i.¢., in barring US. rivals 
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from the possibility of securing patents on other disclosed 
subject matter). 

Obviously, if the Commissioner is right, Section 119 
accords to foreign applicants valuable privileges indeed. 
But the very words of Section 119 make it applicable 
only if the foreign country ‘‘affords similar privileges”’, 
under like circumstances, to U.S. inventors! 

The Commissioner’s refusal to recognize this is 
puzzling, for the statutory condition demanding ‘‘similar 
privileges’’ is no meaningless gesture. It simply reflects 
the elementary rule that ‘‘Sauce for the goose is sauce 
for the gander’’. 

The International Convention for the Protection of 
Industrial Property provides for exchange of priority 
privileges among its signatory nations, to the extent 
that such privileges are reciprocal. A defensive priority 
benefit (as distinguished from the primary priority 
right) may be had in the United States from a U.S. 


patent based on a British application, only if the same 
defensive priority is available in Great Britain from a 
British patent based upon a U.S. application. The ‘*simi- 
lar privileges’? clause just can't mean anything else. 


Part II: Wholly Apart From The Factual Point Involving 
Absence Of Reciprocal Rights Under British 
Law. The Commissioner's Construction Of Sec- 
tions 119 And 102(e) Is Clearly Erroneous. 


The Commissioner's rejection of plaintiff's patent 
application, relief from which is the goal of this action, 
is based on a rigidly literal interpretation of Section 
119’s words ‘‘the same effect’. The Commissioner states 
the rationale of his position thus, in Paragraph 12 of his 
‘<Points and Authorities’*: 
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“Section 119 of Title 35 U.S.C. refers to two 
applications for the same invention originating from 
the same inventor, one, a first application, filed in a 
foreign country, and the other. a later application 
filed in this country within twelve (12) months of 
the filing date in the foreign country. Under these 
circumstances, the section provides that the applica- 
tion filed in this country ‘shall have the same effect’ 
as it would have if it had been filed in this country 
on the date the first application (the foreign appli- 
cation) was filed.”’ 


As we have already pointed out in Part I, this line of 
reasoning ignores the reciprocal requirement of Section 
119, which makes that section inapplicable except to the 
extent that the foreign country “affords similar privileges 
in the case of applications filed in the United States or 
to citizens of the United States”. Side-stepping that 
hurdle entirely, the Commissioner says: 


~To have the ‘same effect’ means that the U.S. appli- 
cation obtains the benefit of the filing date of the 
foreign application, as indicated in the title of the 
section, and that the foreign filing date becomes the 
application date referred to in 35 U.S.C. 102(e).” 


Entirely apart from the reciprocal rights point, that 
legal position is inconsistent with the legislative intent 
and the statutory language. It is an about-face, more- 
over, from decades of established practice. It is in con- 
flict with controlling judicial precedent. It is at odds with 
public policy. In short, it is wrong. 


A. The Commissioner’s Construction Of Section 119 
Is Contrary To The Legislative Intent. 


The relevant portion of the present Section 119 is a 
re-enactment of the second paragraph of old R. S. §4887. 
It and its predecessor statute were enacted for one rea- 
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son only: To discharge this country’s duty as a signatory 
party to the International Convention, by giving foreign 
applicants a right to claim priority of invention in this 
country as of their foreign filing dates, on condition that 
our own applicants in turn be entitled to priority of in- 
vention in other Convention countries as of their U.S. 
filing dates. 

This legislative purpose is clear (H.R. Report No. 1498, 
Vol. 4, 11022, 79th Congress, 2nd Session, 1946). In the 
cited report, referring to the “same effect” clause, the 
Committee made this significant observation: 

“This statutory provision has no bearing upon the 
right of another party to a patent except in the case 
of an interference where the two parties are claiming 
the same patentable invention.” ° 


The Congressional intent thus expressed is confirmed 
by the text of Section 119. Consider, for example. its 
title, which reads “Benefit of earlier filing date in foreign 
country; right of priority”. What do these terms mean— 
“benefit” and “right”? Plainly, they refer to privileges 
arising under the International Convention, having to do 
with the right of a foreign applicant to secure a TS. 
patent. They have nothing to do with the grounds on 
which a patent may be refused to a U.S. applicant. 

Again, the first paragraph of Section 119 begins “An 
application for patent ... shall have the same effect... .". 
Obviously, an application has no effect as a prior-art 
reference, under Section 102(e) or any other statute. To 
mean what the Commissioner says is meant, Section 119 
would have to say “A patent . .. shall have the same 
effect . . .”. The fact that Section 119 speaks only of 
applications and not of patents is clearest proof that the 


* Emphasis in quotations has been added throughout this 
memorandum unless otherwise indicated. 
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section was intended to operate only with respect to 
priority of invention as between rival applicants. 

To sum up on this point: The purpose for which Sec- 
tion 119 was enacted, its legislative history, and the words 
of its text all join in highlighting the Commissioner’s 
error. 


B. The Commissioner's Present Position Is An About- 
Face From Decades Of Established Practice. 


Whenever administrative agencies and the courts are 
“off base” in their construction of a statute, the ad- 
versely affected members of the public can be counted 
on to “speak out™. As a result, it is generally recognized 
that acquiescence in a given construction of a statute 
over a period of many years is strong evidence of its 
correctness. 

This being so, it is noteworthy that the Commissioner’s 
present position is a new departure from nearly thirty 
years of accepted, unvarying practice. 

The very question now before the Court came before 
the Commissioner of Patents in 1935 (Viviani v. Taylor 
v. Herzog (Com’r. Pat., 1935), 72 USPQ 448). On that 
occasion, the then Commissioner Conway P. Coe held— 
and rightly—that RS. $4887 (the predecessor of the 
present Section 119) “does not concern itself with bars 
against the issuance of patents in this country”, but, on 
the contrary “relates solely to the rights of an applicant 
in the United States who has filed an antecedent and 
corresponding application in a foreign country.” 

Commissioner Coe noted that the statute had been en- 
acted to implement the International Convention for the 
Protection of Industrial Property, and held (72 USPQ 
at 449): 

“This statutory provision has no bearing upon the 
right of another party to a patent except in the case 
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of an interference where the two parties are claiming 
the same invention... It must be held, therefore, that 
in determining whether claims in an application 
should be rejected in view of the unclaimed dis- 
closure of a United States patent to another on an 
earlier filed application, the question whether this 
latter application in turn was preceded by a corre- 
sponding foreign application is irrelevant.” 


The law as thus announced was accepted in the Patent 
Office without question until the middle of last year. It 
was even written into the Manual of Patent Examining 
Procedure, Paragraph 715.01: 

“In overcoming, under Rule 131, a domestic patent 
where the patentee has an earlier foreign filing date 
to which he would be entitled in establishing priority 
to the invention claimed in the patent, it is not neces- 
sary for the applicant to carry his date back of the 


patentee’s foreign filing date. (Viviani v. Taylor v. 
Herzog, 72 U.S.P.Q. H8).” 


When a 30-year accepted practice is suddenly over- 
turned, there is usually a reason, such as an unforeseen 
court decision or a new legislative enactment. But not so 
here. In this case, the Patent Office has acted on its own, 
without any nod whatever from higher authority. 


C. Morcover, The Commissioner's Position Is Contrary 
To Controlling Judicial Precedent. 


When one searches the books to see how the courts 
have viewed the question we deal with here, one finds, 
it must be said, few cases that touch on the point. The 
striking fact is, however, that of those few cases every 
one that directly involved the present question was de- 
cided in accord with Commissioner Coe’s decision in the 
Viviani case. 
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The leading case is Celanese Corporation v. Ribbon 
Narrow Fabries Co. (2 Cir.. 1941), 117 F.2d 481, decided 
by a distinguished court comprising Judges Learned 
Hand, Augustus Hand, and Chase. In that case it was 
held that a U.S. patent used as a reference is entitled 
only to its U.S. filing date. notwithstanding the existence 
of an earlier-filed foreign counterpart. In so holding, the 
Court said (117 F.2d. at 482): 

“We find in the record no use before Dreyfus of the 
application of heat to the cut edges of material made 
wholly or partially of fusible threads to prevent fray- 
ing and by disclaimer filed since the trial all his 
claims have been so limited. Sponholz did show that 
in his patent No. 1,709,887 granted April 23, 1929, 
on his application filed November 23, 1926, but the 
plaintiff proved and the court found that Dreyfus 
‘completed his invention some time in September 
1926’, and there was no proof that Sponholz was en- 
titled to a date of invention earlier than his filing 
date. Sponholz had previously applied for a German 
patent on May 11, 1926, but that is immaterial as 
there is no proof of any German patent or published 
printed description of the same subject matter prior 
to Dreyfus.” 


In accord with the Celanese decision is In re Walker 
(CCPA, 1954), 213 F.2d 332. In that case, the petitioner 
Doreen Walker was the widow of the wellknown British 
television inventor Alan Blumlein. She was seeking al- 
lowance of an application filed by her late husband, with 
claims directed to an integrating circuit. 

The claimed subject matter had been disclosed (but not 
claimed) in a Whiteley U.S. patent having a British 
counterpart filed prior to the earliest invention date 
Blumlein could establish. In addition, the Blumlein ap- 
plication had become involved in an actual head-to-head 
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interference with the Whiteley application, involving how- 
ever, different claims than those before the court in In 
re Walker. 

The Court of Customs and Patent Appeals, affirming 
the Patent Office, ruled against Mrs. Walker. The de- 
cision, however, did not rest on the Whiteley patent’s 
being held entitled to the filing date of its British counter- 
part, but rather on the narrow ground that the inter- 
ference between Blumlein and Whiteley had settled the 
issue of priority as between them. The Court said: 

“The rejection by the tribunals of the Patent Office 
in the case at bar is based not upon the filing date 
of Whiteley’s foreign application but upon the ad- 
verse award of priority of invention against appel- 
lant and in favor of Whiteley, the patentee.” 


The Walker decision is thus squarely in accord with 
the Second Cireuit’s views in Celanese. Had the Whiteley 
patent had the status of a reference as of the filing date 
of its British counterpart, the Walker claims would have 
been barred on it alone and the far more sticky and dif- 
ficult question of priority of invention, as determined by 
the Blumlein-Whiteley interference, need not even have 
been considered. 

The Commissioner can cite nothing save two isolated 
dicta to support the position he asserts. In what seems 
to be his main reliance, Young v. General Electric (N.D. 
Ill, 1951), 96 F.Supp. 109, the point we deal with was 
mentioned only in a footnote, here quoted in its en- 
tirety( 96 F.Supp. at 136): 

Bethenod Patent No. 1,967,857 is unquestionably 
prior art as to Young Patent No. 2.086.594. But 
whether it is prior art as to Young No. 2,179,569 de- 
pends on the date to which the Bethenod Patent is 
entitled in the case at bar, that is, as to whether it 
is entitled to the date of November 21, 1933, the 
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date of the filing of the application in the United 
States Patent Office, or December 29, 1932, the date 
of the fling of the application in France. The court 
is of the opinion that it is entitled to the earlier date, 
namely, December 29, 1932, but there is a difference 
of opinion on this question among the authorities. 
See Fleischmann Yeast Co. v. Federal Yeast Corp., 
(D.C. D.Md.. May 9. 1925) § F.2d 186; Federal Yeast 
Corp. v. Fleischmann Yeast Co., (CCA 4, June 8, 
1926) 13 F.2d 570; Celanese Corp. v. Ribbon Narrow 
Fabrics. (CCA 2: Feb. 19, 1941) 17 F.2d 481. 
Whether Bethenod be regarded as prior art in this 
ease makes little or no difference. There is a wealth 
of prior art withont it.” 


It is interesting to note that while the court in the 
Young case spoke of “a difference of opinion on this 
question among the authorities”, the cases he cited do 
not show any such conflict. The Celanese case, as we have 
already pointed out, is an authority supporting the 
Viviani rule, and the two Fleischmann cases are not 
contra; rather, they are not in point at all. 

The Fleischmann cases (Fleischmann Co. v. Federal 
Yeast Corp. (D.C.Md., 1925), 8 F.2d 186, affirmed (4 Cir., 
1926), 13 F.2d 570) involved a contest of validity as 

otween two closely related U.S. patents. The Hayduck 
patent claimed a process for making yeast, involving the 
use of a broad class of sugar materials and a broad class 
of inorganic ammoniacal compounds. The Nilsson patent, 
granted the same day, claimed a species of the same 
process, involving, however, a particular sugar and a 
patricular ammoniacal compound. 

In resolving this conflict, the court found that there 
was only one invention, no factual basis having been 
shown for patentably distinguishing the Nilsson species 
from the Hayduck genus. Hence there could be only one 
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valid patent. The sole issue in the case, therefore, was 
priority of invention. Patentability over a reference was 
not involved at all. 

The other dictum relied on by the Commissioner ap- 
pears in Sperry-Rand v. Knapp-Monarch (E.D. Pa., 1960), 
193 F. Supp. 756. There (again, in a footnote!) the court 
stated that he thought the effective date of a U.S. patent 
as a reference should be the filing date of its foreign 
Convention counterpart, but he went on to say (193 F. 
Supp., at 759-760) that the reference in question was not 
pertinent, so its effective date did not matter. 

To sum up on the judicial precedents: While only a 
few cases have dealt with this problem, those tribunals 
which have really decided the point have ruled against 
the Commissioner’s present position in every instance 
(Viviani, 72 USPQ 448; Celanese, 117 F.2d 481; Walker, 
213 F.2d 332). In the only cases that even look the other 
way (Young, 96 F.Supp. 109, and Sperry-Rand, 193 F. 
Supp. 756), the point came in only by way of dictum. 


D. Public Policy Cries Out For Rejection Of The Com- 
missioner’s Position. 


In this case, the Court is confronted with an effort on 
the part of the Patent Office to change a well-established rule 
of law, in a way that will seriously shift the relative 
standing of domestic applicants as compared to those 
from other countries. In weighing the propriety of such 
a radical move, we submit the Court should consider 
whether this proposed change accords with publie policy. 

Our own citizens, who routinely file first in this country 
and then abroad, could not conceivably gain anything from 
the new rule the Commissioner proposes. Foreigners, how- 
over, filing first abroad and then here, will be in a posi- 
tion, if the Commissioner has his way, to establish early 
effective dates as to unclaimed subject matter, and thus 
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restrict the areas within which our own inventors may 
patent the fruits of their labor. This, we say, is a pre- 
posterous result, certainly never intended by Congress. 

Sound public policy may well dictate that foreign appli- 
cants receive equal treatment with our own nationals, but 
it cannot countenance a statutory construction that gives 
foreign applicants preferred treatment. 


CONCLUSION 


We have made two basic points: 

(1) A genuine issue of material fact is involved 
here, the issue being whether the law of Great Britain 
accords “similar privileges” to British patents based 
on U.S. applications that the Commissioner seeks to 
accord to a U.S. patent based on a British applica- 
tion. This point alone demands that the Commission- 
er’s motion for summary judgment be denied. Plain- 
tiff, surely, is entitled to its day in Court, to offer 
proof on that fact issue. 

(2) Wholly apart from the point jast noted, the 
legal foundations of the Commissioner’s motion for 
summary judgment are unsound. Ultimate judgment 
in this case must be entered for plaintiff, not the 
Commissioner. 


The Court should deny the Commissioner’s motion for 
summary judgment, hold the case for trial, and then, in 
due course, enter judgment for plaintiff. 


Respectfully submitted, 
Eli Lilly And Company 


By James H. Littlepage 
2121 Bancroft Place, N. W. 
Washington 8, D.C. 
Its Attorney 


Stipulation re British Law 


Of Counsel: 

Dugald S. McDougall 
135 South La Salle Street 
Chicago 3, Illinois 


Arthur M. Van Arendonk 
Everet F. Smith 
740 South Alabama Street 
Indianapolis 6, Indiana 


In tHe Unrrep States District Cocrt 
* * (Caption—Civil Action No. 2817-64) ° ° 


STIPULATION REGARDING BRITISH LAW 
(Filed April 2, 1965) 


It is stipulated, by and between the parties hereto, for 
purposes of the present proceeding only, that: 

1. The law of Great Britain permits unclaimed 
disclosure in a British patent to be used as a prior 
art reference against a pending British application 
or against another British patent only as of the pub- 
lication date of such first-mentioned British patent. 

2. In determining the effective date as prior art 
of unclaimed disclosure in a British patent, under the 
law of Great Britain, ncither its filing date in Great 
Britain nor its priority date, if any, under the Inter- 
national Convention is relevant. 


/s/ Dugald S. McDougall 
Counsel for Plaintiff 


/s/ C. W. Moore 
Solicitor, U.S. Patent Office 


April 2, 1965 


District Court Hearing, April 2, 1965 


Usrrep Srarss Disraicr Court 


* * (Caption—Civil Action No. 2817-64) ° * 


Friday, April 2, 1965. 


The aboveentitied matter came on for hearing on a 
motion by the defendant for summary Judgment at 10:45 
am. before the Honorable Joseph R. Jackson, United 
States District Judge. 


Appearances: 

On behalf of the plaintiff: 
Dugald S. MeDougall., Esq. 
135 South La Salle Street 
Chicago, Mlinois. 


James H. Littlepage. Esq. 
2121 Bancroft Place, N. W. 
Washington, D. C. 

On behalf of the defendant: 
Joseph Schimmel, Esq. 
Deputy Solicitor 
United States Patent Office. 


PROCEEDINGS 


The Deputy Clerk: Eli Lilly and Company versus 
Edward J. Brenner, Commissioner of Patents. 
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Mr. Littlepage: Your Honor, I would like to intro- 
duce to the Court and move his admission for the pur- 
poses of this case Mr. Dugald S. McDougall, of the Bar 
of Chicago and a member of the Bar of the Supreme 
Court, who is going to argue the motion on behalf of Eli 
Lilly and Company. 

The Court: I am going to grant the motion because 
that is a very, very wonderful Scotch name, Dugald Me 
Dougall, Dugald, Son of Dougall. 

Mr. McDougall: That is correct, sir. 

Mr. Schimmel suggests that I should, perhaps, make 
a brief statement about the formal condition of the record 
before he argues his motion. May I ask has Your Honor 
had an opportunity to review the papers in this case at 
all this morning? 

The Court: I have not. 

Mr. McDougall: In that case I will begin from the 
very beginning. 

This is a Section 145 case, Your Honor, which both the 
Government and the plaintiff agree involves essentially 
a pure question of law, A very interesting one, by the 
way. I think Your Honor will find the morning quite 

stimulating, because it is much more subtle and out 
4 of the ordinary than the typical 145 case. 

After we filed our complaint and an answer was 
filed, the Government filed a motion for summary judg- 
ment, taking the position the question was essentially 
legal and there was no need for a trial. We opposed the 
motion for summary judgment because we feel that a 
question of British law is involved and, of course, as I 
am sure Your Honor will recall, you do not take judicial 
notice of foreign law. Foreign law has to be proved 
like any other fact. So we filed a memorandum opposing 
the Government’s motion for summary judgment on the 
ground that we do have this question of British law and 
we wanted an opportunity to prove it. 
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I may say that before we took that step I called Mr. 
Moore's office by long distance telephone one day with the 
idea perhaps we could stipulate it. Mr. Schimmel was out 
of the city on that day, and the gentleman with whom I 
dealt told me, whereas the Commissioner would regularly 
stipulate to procedural things, that where @ matter of 
substance Was involved he did not feel that a stipulation 
would be appropriate. It turns out if I had been able to 
reach Mr. Schimmel we might have gotten @ different 
result. As a matter of fact, J am sure we would have. 
But under the circumstances we had to assume that there 
would be no stipulation on this question, and that is the 

only reason we did not file a counter motion for 
3 summary judgment. You see, as the record now 

stands, if Your Honor denies the Government’s mo- 
tion, without any motion by plaintiff on file, Your Honor 
would not be in the position to grant judgment for the 
plaintiff and would simply have to hold the case for trial. 
- Now I am happy to say in the last day or two Mr. 
Littlepage and Mr. Schimmel have had some conferences 
and I have been kept in touch by telephone, and we have 
now arrived at a stipulation regarding the British law, 
which we think will eliminate the only factual question 
in the case and thereby set the stage for decision in the 
case by the Court as a pure question of law. 
_ And with Your Honor’s permission, in order to place 
the record in such state that the Court can resolve it and 
finally dispose of it, I would like, with Your Honor’s 
leave, to move orally on the record for summary judg- 
ment in behalf of the plaintiff simultaneously with the 
presentation of this stipulation with respect to the point 
of British law we have been discussing. And if Your 
Honor would permit me to make such a motion on the 
record, it will leave you in a position, when you decide 
how the law should be on this or what the law is, to 
render judgment for whichever party your ruling favors. 
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The Court: I will hear you on it, and you might 
6 pass up the stipulation. 
Mr. McDougall: Thank you very much, sir. 

I may say that I understand that Mr. Schimmel is in 
agreement that this sort of procedure would be appro- 
priate. 

Mr. Schimmel: I am in hearty agreement, Your Honor. 
I think it is very appropriate in this kind of a case that 
both parties have motions for summary judgment. As 
long as the only question of fact raised in the answer to 
our motion was this, and we have stipulated that out of 
the case, any disagreement out of the case, it seems to 
me very appropriate to have motions by both parties. 

The Court: Very well. 

It is your motion, isn’t it? 

Mr. Schimmel: It is our motion for summary judg- 
ment, Your Honor. 

The Court: You go ahead and argue it and then you 
can reply to it, Mr. McDougall. 

Mr. McDougall: Very good. 

Mr. Schimmel: While we are on this question of stipu- 
lation, Your Honor, as a preliminary, I might add this, 
that discussions have already been had with the plain- 
tiff’s counsel, in which I would also like to add to the 
stipulation that you now have a further stipulation to 

bring to the Court the complete picture as to what 
7 the British law is on this question of whether co- 

pending patents relate from their patenting date or 
whether the filing date may enter into this picture. Mr. 
McDougall has agreed tentatively at least, subject to 
checking on his part as to the effect of this stipulation 
which we have both signed. And I think Your Honor 
should have that as well. 

Mr. McDougall: I may say, Your Honor, that I have 
executed the stipulation, as the lawyer's expression has 


i ) District Court Hearing, April 2, 1965 


it, subject to correetion if error should appear. I have 
not personally seen the statute which Mr. Schimmel is 
relying on, but I am sure that he has quoted it correctly. 
Just in the interest of protecting my client I reserve the 
right to check it myself. 

The Court: Of course. You have that. 

Mr. MeDougall: Unless I come in within the next few 
days and register disagreement, the Court may consider 
that the stipulation is binding on Eli Lilly and Company. 

The Court: Very well. 


Argument on Motion for Summary Judgment. 


Mr. Schimmel: This is a proceeding under Section 145 
in which the plaintiff being dissatisfied with the decision 
of the Board of Appeals has asked this Court to review 

that decision. This is one of the cases in which I 
8  Delieve the decision of the Board of Appeals is so 

complete and so accurate and exact in answering all 
the questions involved, in addition to the factual questions, 
the historical development of the statutory sections that 
are involved, that there is very little that I can add to 
it in my opening statement except to briefly state what 
‘jg the problem, so that Your Honor will get the picture. 

We have certain subject matter claimed in this appli- 
eation directed to modified steroids, which Your Honor 
knows are used for medicaments, and in this particular 
case the particular steroids are said to be anti-inflamatory 
and have diuretic activity. 

The claims were rejected on a U.S. patent which issued 
after the filing date of the application involved in this 
proceeding. 

The Court: But the filing date was prior, was it? 

Mr. Schimmel: But the filing date was prior. And it 
also referred to and claimed the priority of a British 
application which still has an earlier filing date in ac- 
cordance with Section 119 of the patent statutes. 
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During the course of prosecution of the application, 
the inventor here filed an affidavit under Rule 13] ante- 
dating the filing date of the U. S. patent, but not ante- 

dating the corresponding filing date in Great Britain. 
9 The Examiner and the Board have accepted that 

affidavit and have accorded him his invention date 
prior to the filing date of the patent in the United States. 
But they have said that much more must be done than 
that. He must show priority with respect to the correspond- 
ing British filing date. And in arriving at that conclusion, 
the Board of Appeals had added together Section 102(e) 
of the Statute and Section 119 of the Statute. And the 
whole question in this case depends on whether it is 
proper to read those two sections of the Statute together. 
102(e) being the codification of the Davis-Bournonville 
Case, which says that the U. S. patent speaks from its 
filing date for all disclosed subject matter: and Section 
119 of the Statute saying that an application filed in the 
United States which corresponds to an application filed 
in a foreign country, a convention country, has the same 
effect as though it were filed in the United States on the 
day it was filed in the foreign country. 

Now the Board has added those two together. The 
Board has analyzed the background of the original stat- 
ute on this question, which goes back to 1903— 

The Court: Well, what is the alleged incongruity of 
doing that? 

Mr. Schimmel: Well, the plaintiff's position is that 

the statute is only a personal benefit to the applicant. 
10 It is not a benefit that accrues to that application for 

all purposes. That is the applicant himself can claim 
the benefit of the filing date abroad for his personal pur- 
poses, but that no one else can do it. And that is where 
we are at loggerheads. 
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The Court: Is there any law on that? 

Mr. Schimmel: There is confusion in the law on it. 
We have to coneede that. I might also add that this is a 
ease of frst impression, as far as I know, in this Court. 

I might say that prior to 1926, when the Supreme Court 
" handed down the decision in the Davis-Bournonville Case, 
the problem of how to treat a filing date of a U. S. ap- 
plication had been bandied back and forth in the Patent 
' Office and had been bandied back and forth by the various 
Courts. But in 1926 the Supreme Court in the Davis- 
' Bournonville Case set that whole problem to rest, and 
that the filing date of the U. S. patent is the thing that 
' must be looked to in connection with everything disclosed 
‘in that patent, and if anyone can't antedate that filing 
date then he cannot obtain a patent for matter disclosed 
there. 

The Court: I didn’t get the latter part of what you 
said there. 

Mr. Schimmel: The Davis-Bournonville holding is that 

the filing date of the U. S. patent is the effective date 
11 of the patent, and that date must be overcome if 

disclosed subject matter in the patent is to be granted 
to another applicant. 

Now that holding from 1926 is codified in the 1952 
Statute in Section 102(e). 
: Interestingly enough, in 1926 the Fourth Circuit Court 

of Appeals had a case which the Board of Appeals has 
analyzed and plaintiff's counsel has analyzed. And, gen- 
erally, the only difference I could see between the two 
is whether or not the holding of the Fourth Circuit is 
dictum or whether it is a positive holding by that Court 
that the foreign filing date is the effective date because 
of the Supreme Court decision in Davis-Bournonville. 

That Court, in the Fleischmann Case, added together 
the decision of the Supreme Court and R. S. 4887, which 
corresponds to our present Section 119, and said that it 
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was the effective date of the U. S. patent which was the 
priority date, the filing date in the foreign country, be- 
cause of the language of the statute, the application has 
the same effect as though it were filed in the United 
States on the date filed in the foreign country. 

There are a number of other decisions that the Board 
cites, and there are a number of decisions that plaintiff’s 

counsel cites, but there is a dispute in the adjudica- 
12 tions as to the point. 

The Court of Customs and Patent Appeals had the 
Walker Case and, again, there is a difference of opinion 
as to what the holding was in that case. According to the 
Board’s decision the Court of Customs and Patent Ap- 
peals definitely said in the Walker Case, which was de- 
cided in 1940, I believe, or ’41— 

The Court: I was there. 

Mr. Schimmel: You were on that Court at that time, 
Your Honor. 

The Court: Yes. 

Mr. Schimmel: —That the foreign date was the effective 
date. That is the interpretation that the Board has given 
to that decision. As I say, plaintiff's counsel disagrees. 
In addition to the Fourth Circuit case, which was in 1962, 
there was another decision in the Illinois District Court 
in 1951, which the Board says arrived at the same con- 
clusion that the Fourth Cireuit Court had arrived at, that 
the effective date of such a U. S. patent is the priority 
date that is claimed for the foreign patent. 

However, there is a difference of opinion as far as the 
Second Cireuit is concerned; and this is all detailed in 
the Board’s decision. 

The Court: Who wrote the decision in the Second 
13 Circuit, do you know? It wasn’t Learned Hand, was 

it? 

Mr. Schimmel: I am not sure, Your Honor. 
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Mr. MeDongall: Learned Hand was on the Court, Your 
Honor, but the opinion was written, as I recall, by Judge 
Chase. I have it in my brief and I ean tell you in a mo- 
ment. 

The Court: Judge Learned Hand, you know, is kind 
of a monument. 

Mr. McDougall: Judges Learned Hand, Augustus 
Hand and Chase was the Court, Your Honor, and the 
opinion was by Judge Chase. 

The Court: Was it a unanimous opinion? 

Mr. MeDougall: Yes, sir. 

Mr. Schimmel: It was in 1941 and it was a unanimous 
opinion. Yes, sir. 

So that we have these conflicts, you might say. I think 
We must admit there is a conflict in the Circuits on it. 

In addition, I might also point out, that as far as the 
Patent Office is concerned, there was a decision in 1935 
by the Commissioner in an interference proceeding which 
has been followed by the Office until last year, which did 
not give the foreign filing date all the benefit it should. 

The Court: Why? Did they give a reason for it? 

Mr. Schimmel: Yes, sir. It was the same reason 

14 that plaintiff argues here, that it is a personal bene- 

fit. We don’t deny that there is a personal benefit to 

. the applicant. It is true there is a personal benefit when- 

ever he needs to use it, but our contention now is, in 

addition to the personal benefit to the applicant, it is the 

| effective date for all other purposes as well, And there 
is the dividing point. 

The Court: I was just wondering, despite opinions 
one way or the other, how can a man say he is the origin- 
. ator of something that has been originated elsewhere? It 
doesn’t sound in common sense to me. 

Mr. Schimmel: Well, let me just supplement what you 
say in this way. We cannot use, under our law, knowledge 
abroad unless that knowledge is published knowledge. 
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The Court: Of course. Isn’t that a publication? 

Mr. Schimmel: No, it is not published. 

The Court: Isn’t it a publication if it is a patent? 

Mr. Schimmel: It is a publication as a patent, yes, 
but it is a publication as of the date the patent was 
granted. I must confess and J agree— 

The Court: I understand that. 

Mr. Schimmel: —There is no public knowledge of that 
information until the patent issues. 

The Court: The date of issuance of this foreign 
15 patent in the instant case here was sometime sub- 
sequent to the application being filed here? 

Mr. Schimmel: Under our theory and under the Con- 
vention, it doesn’t make a bit of difference what happens 
to the foreign case. So long as there was a regularly filed 
application in a foreign country and a corresponding ap- 
plication filed in the United States within the twelve 
month period, the right of priority attaches to the U. S. 
application; and what happens to the basic primary case 
that was filed in a foreign country is immaterial to the 
question. And our statute refers only to the effective 
date. It has the same effect as it would have if it had 
been filed in this country on the day that the foreign 
application was filed. 

The Convention itself, I say, has the provision that 
subsequent proceedings filed in the case that was filed 
in the country of origin have no significance and no effect 
on the right of priority. 

Now I must confess that the decision of the Board in 
this case is a departure from the practice in the Office 
that has been followed down since 1935. However, I must 
also call the Court's attention to the fact, that this is not 
the only case in which the Board has arrived at this con- 
clusion of adding 102(e) and 119 together to obtain the 
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effective date of the U. S. patent. There have been 
16 other decisions of the Board of Appeals within the 

last year or year and one-half. This case has come 
to this Court. There is a case on appeal to the Court of 
Customs and Patent Appeals involving that same basic 
problem as to whether the law permits adding these two 
statutory sections together. 

The Court: They would have to reverse the Walker 
Case then to so hold. 

Mr. Schimmel: We would feel they would have to 
reverse the Walker Case in order to arrive at a different 
conclusion. I call Your Honor’s attention to that because 
I think Your Honor should know that there is that same 
question before the Court of Customs and Patent Appeals; 
and my best guess is that it will probably not be set down 
for argument until the Fall. 

But, this is a new approach that the Board of Appeals 
has taken and, as I say, Mr. Federico’s decision in this 
case is so full and complete that there is very little that 
I can possibly add to it. All the arguments that the plain- 
tiff has raised in his answer to the motion for summary 
judgment are touched on in the Board’s decision; every 
one of them. Even including this aspect of what is the 
British law, which is now out of the picture. 

There are two other things that I would like to call 

Your Honor’s attention to at this point. I discussed 
17 them with Mr. McDougall, and I think Your Honor 

should be made aware of them and I am offering 
copies of the articles to you. In March, 1964, in the 
Journal of the Patent Office Society there is an article 
by David S. Fishman, a member of the Connecticut Bar, 
entitled “An Analysis of the Combined Effect of 35 USC 
119 and 35 USC 102(e)” which supports or rather takes 
the same position that the Board took in this case. The 
article was published prior to the date of the Board’s 
decision. 
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The Court: Have you a copy of that, Mr. McDougall? 

Mr. McDougall: I don’t have one here today, Your 
Honor, but we, of course, subscribe to the JPO and we are 
familiar with it. 

Mr. Schimmel: He is familiar with it. 

In February, 1965, at The Lawyers Institute, The John 
Marshall Law School, Chicago, at the Ninth Annual Con- 
ference of The Patent Law, there was an article by Rob- 
ert J. Schwarz of the Velsicol Chemical Company of 
Chicago, Illinois, entitled “Foreign Priority Dates in Ex 
Parte Proceeding” which takes the plaintiff’s side of the 
story. 

I think and, as I say, I have discussed it with Mr. Me 
Dougall, and if Your Honor wishes, I would be happy to 
give you these copies for your information. 

The Court: I am sure Mr. McDougall will have 
18 no objection. 

Mr. McDougall: Oh, no, I have no objection at 
all, Your Honor. 

The Court: Anything in the world that will enlighten 
the Court in this type of litigation is very welcome. 

Mr. Schimmel: I feel that the Court is entitled to 
everything we can possibly give you. 

Mr. MeDougall: I will only say this, Your Honor, that 
while I entirely agree that you should be made aware of 
such literature as has been written on the question we 
deal with today, I, of course, don’t want to be saddled 
with responsibility for what somebody may have said on 
my side of the case. I would rather Your Honor would 
take his guidance from on this point rather than some of 
these article writers. 

The Court: Well, I will get your notion when you 
answer Mr. Schimmel. 

Mr. Schimmel: I am sure the Board of Appeals would 
rather have the Court decide it on the basis of their de- 
cision than anything said by someone else. 
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do also think. for the convenience of the Court, that 

pertinent portions of the Convention for the Protec- 

tion of Industrial Property, the International Con- 

vention would be helpful. And if you have no objec- 

tion. I will add the Articles 1 through 4 which goes 
inte Article 3. 

Mr. MeDougall: That is, of course, agreeable, Your 
Honor. 

Mr. Sehimmel: One question has been raised by plain- 
tit in his answer here that is not covered by the decision 
of the Board of Appeals, and that is that Section 119 

os the expression that—I guess the best thing to do 

to get the actual language of the Section. An applica- 
tion Sled in the United States where there has been a 
corresponding prev ious fling i in a foreign country Sigs 


wasnt has Sea ‘this “similar ie 
in the statute. and his contention is, that since 
the British  law—and we have stipulated what the British 
n this area where there are copending patents in- 
yolved—does not grant the same. or is different from the 
law that we are applying here, therefore, we are not en- 
titled to add 119 to 102(e). 
Now I would like to emphasize that the language in 
statute is “similar privileges” and the effect of plain- 
tis contention is that he is trying to convert the word 
“similar” into “identical” for one thing. And I don’t 
2) think there is any need for identical privileges to be 
afforded in each country such as we have here. Each 
country has its own laws. And if Your Honor will con- 
sider Article 4 of the Convention, you will find in Article 
a recognition by the subscribing countries that the 
country in which the application is filed can apply its 
own laws and its own regulations to that application. 
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And they may be completely inconsistent with the laws 
and regulations of the original foreign country. 

For example, just to give one illustration of it, in the 
United States we require a drawing before we will ac- 
cept an application, put it on the record for examination, 
if the invention involved is an apparatus or a device, 
something that is capable of being illustrated. Many 
foreign countries don’t require drawings, And a foreign 
application, which is filed here which is an exact duplicate 
of what was filed in the original foreign country, under 
our laws and regulations requires a drawing we will not 
accept without that drawing. And the same thing is true 
in the reverse. Many foreign countries will not accept 
applications or grant patents on chemical compounds, 
particularly where they are in the field of drugs or medi- 
cines. We do. So that there is an area of difference be- 

tween the laws of the particular countries and the laws 
21 of the United States. So that in trying to equate sim- 

ilar privileges in Section 119 to identical privileges, I 
think plaintiff has overstepped the statutory language and 
has modified it rather than relating it to the specific lan- 
guage of the statute. 

Our emphasis is that the statute says that it shall have 
the same effect, the application filed in the United States 
shall have the same effect as though filed in the United 
States on the day it was filed in the foreign country. And 
the question is: What effect are you going to give to the 
filing date of the U. S. application, and what is to be its 
effective filing date in such a situation? We say the stat- 
ute says you give it the same effect as though it were 
filed on the same day in the foreign country. So that 
would be its effective filing date. 

There is the issue, and as I say, it is an initial problem 
as far as this Court is concerned. The C.C.P.A. has the 
same broad issue and, so far as we know, the Circuits 
are not in unison on the problem. 
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Thank you. 
The Court: Mr. McDougall. 
Mr. McDougall: Thank you, Your Honor. 
The Court: You stated this was going to be rather 
interesting. I find it so. 
Mr. McDougall: Thank you, sir. I feel that it is. 
22 J seldom tackled a legal problem that I felt was more 
inherently interesting from the scholarly point of 
vjew. And I may say that this is the first time in my 
experience—the first time that I can recall at any rate— 
that I have had a sort of strange feeling in addressing @ 
Court that I was not just trying to win a case for my 
client but really taking part in making law. Because it 
certainly is trae, as Mr. Schimmel says, that this question 
is an important one, and it is in this Court a question 
of first instance. And the previous decisions that have 
come down on it have certainly not, by any means, laid 
the question to rest. We do not agree with the position 
the Commissioner of Patents takes, that there is a conflict 
of authority on this point, because we feel that the de- 
cisions that have squarely come to grips with it have 
decided it our way, the way in this case Eli Lilly and 
Company contends the law should be. There are some 
decisions that tend to squint in the other direction and 
I am going to talk about them in a moment. But two of 
them, we think, are very definitely mere dicta that came 
up in a situation where the Court was not confronted 
with the problem or required to decide it. And the other 
two cases on which the Patent Office relies, and I have 
reference to the Fleischmann Case in the Fourth Circuit 
and the Walker Case in your old Court, Your Honor, we 
say are actually not pertinent. They are distinguish- 
93 able, and I think when I have discussed them I can 
convince Your Honor that they are not authorities 
against us at all. 
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Now before I plunge into the details of plaintiff’s po- 
sition here, I think a short historical review of this thing 
would help place the case in proper perspective. 

The fact is, Your Honor, and for reasons that I won’t 
even attempt to speculate on because, frankly, I don’t 
know, it puzzled me, the Patent Office, entirely of its own 
internal free will, decided sometime in 1964 that they 
didn’t like the law on this question of foreign priority 
insofar as it would relate to the significance or effective 
date of a patent having a Convention priority date. And 
the tribunals of the Patent Office, specifically the Board 
of Appeals, although I can assume that this has been 
the subject of a lot of internal discussion within the 
Office, the tribunals of the Patent Office just turned about 
face and began deciding these cases in diametric opposi- 
tion to what had been the uniform course of procedure. 

To illustrate how well established the old course of 
procedure was, I might advise Your Honor that the 
Manual of Examining Procedure, which, as you know, is 
the Bible of Patent Examiners, until the middle of last 
year contained a paragraph 715.01 which read as follows 
and I am sure Your Honor is familiar with Rule 131. 

That is the rule in which an applicant who has made 
24 an invention prior to a reference which is not a 

statutory bar can come in, and by making an appro- 
priate showing that he actually made the invention in ad- 
vance of this reference, he can have the reference removed 
from consideration. Until last—I believe it was June— 
year, somewhere in the middle of 1964, paragraph 715.01 
of the Manual of Patent Examining Procedure read as 
follows: 

“In overcoming under Rule 131 a domestic patent where 
the patentee has an earlier foreign filing date to which 
he would be entitled in establishing priority to the inven- 
tion claimed in the patent, it is not necessary for the 
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‘applicant to carry his date back of the patentee’s foreign 
filing date.” 

In other words, until last June or July, it was recog- 
nized and had been for thirty years in the Patent Office, 
‘that the actual physical filing date of the United States 
‘application of a non-statutory bar reference now—What 
‘we are talking about is the familiar case where a patent 
is cited as a reference in which the patent issued later 
‘than the application that is being rejected but where it 
was filed earlier. And the Office consistently for thirty 
years had held that the effective date of that, from the 
‘point of view of serving as prior art against an applica- 
tion of the third party, was its actual date of filing in 
the United States. And by this I mean the physical date 

on which the papers were deposited in the Office of 


25. the Commissioner of Patents. 
Now that brings us to a point as to which Your 
Honor put a question to Mr. Schimmel on, and I would 


like now to answer it. It is more in my interest, Your 
| Honor, that it be answered fully than in Mr. Schimmel’s 
‘interest or in the interest of Mr. Schimmel’s client. 

You asked. how could it be that a person can come in 
-and say I am the originator of something when, in fact, 
the record shows it was originated at an earlier date by 
somebody else. 

Now that raises a fundamental question of policy that 
was decided long ago by Congress having to do with the 
subject of foreign inventions. And I think Mr. Schimmel, 
‘im due course, will agree that what I am about to say to 
‘the Court is entirely true. I am sure that throughout the 
‘entire period of anybody now living, and I believe this 
| goes all the way back to the beginning of the patent 
statutes in this country, it has been taken as elementary, 
that an American inventor should not be barred from the 
right to secure a patent merely because of some unpub- 
‘ lished prior invention in another country. 


District Court Hearing, April 2, 1965 69 


Now an unpublished invention in the United States 
will bar a domestic inventor from securing a patent un- 
less it was kept secret. You are familiar with the doc- 
26 trine, I am sure, that if a fellow makes an invention 
and reduces it to practice and then tucks it away in 
his basement somewhere and never lets anybody see it, 
a subsequent bona fide inventor who comes along and in- 
dependently invents it and goes to the Patent Office and 
seeks a patent may receive a valid patent; notwithstanding 
the fact, that technically the invention was made before 
him but by somebody who concealed it rather than making 
it available to the public. 

The whole philosophy of the patent law is to encourage 
inventors to make their ideas public so that they can be 
available for the common benefit of everyone. 

Well traditionally, as I say, or certainly throughout 
the life time of anybody now around—and I think this 
goes back to the earliest patent statutes around 1830—it 
has been recognized that foreign inventions would not 
bar a bona fide American inventor from securing a patent 
unless the foreign invention was somehow published and 
hence made available to the world at large and, speci- 
fically, to American citizens. 

And the only exception to that rule that had ever 
existed up until the novel doctrine that Mr. Schimmel is 
defending before Your Honor this morning arose from 
the International Convention for the Protection of In- 
dustrial Property. That treaty was entered into a good 

many years ago. It was recognized by the parties to 
27 =it that it would be advantageous for a person to be 

able, within reason, to file applications in countries 
other than his own without suffering any penalty by rea- 
son of the fact that they came at a later date than the 
one that he filed in his home country. And that gave rise 
to the familiar rule or treaty and it has been implemented 
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by appropriate statutes in the United States, that if a 
person complies with certain required formalities and 
‘makes his application within a year from the date of his 
first application abroad, he may, in the United States, 
‘have the benefit for purposes of priority of the filing 
date that he had in his home country. 

I might say on this matter of personal privilege—and 
I intend to have something further to say about that 
later—but on this particular point, the language of the 
treaty itself is quite interesting. 

Article + of the treaty—and I believe Mr, Schimmel 
ihanded up to Your Honor a copy—paragraph A, the 
very first sentence in the Article, reads as follows; and 
I think that this is very illuminating because it not only 
demonstrates the underlying philosophy of the treaty, but 
it also very clearly explains why Commissioner Coe and 
the Second Circuit. comprising Learned and Augustus Hand 

and Judge Chase, and others, took the view they did 


28 of the statute we are arguing today. 
It reads: 


“4 person who has duly filed an application for a pat- 
ent, or for the registration of a utility model, or for an 
industrial design, or of a trademark, in one of the coun- 
tries of the Union, or his successors in title, shall enjoy, 
for the purpose of filing in the other countries, a right 
of priority during the periods hereinafter stated.” 

Now leaving out the limiting language as to what kind 
of rights are dealt with, successors in title, etc., that 
sentence says: 

“A person who has duly filed an application shall enjoy 
for the purposes of filing in the other countries a right 
of priority during the periods hereinafter stated.” 

The treaty on its face, I submit, makes it very clear 
this was intended to be a personal privilege. And when 
you look upon it from the point of view of basic philo- 
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sophy of patent law as it has been embodied in the stat- 
utes of the United States, I think it was very clear that 
Congress never intended to change what had traditionally 
been the basic rule in the United States, namely that 
foreign invention would not bar independent invention 
by an American inventor unless such foreign invention 
was somehow made available to the people in the United 
States and, specifically, by publication. 
29 Now further by way of background before I begin 
addressing myself to the specific argument at hand, I 
would like to say a few words about this Davis-Bournon- 
ville Case. 

Now in the first place, Your Honor, the Section 102(e) 
which is part of the Patent Act of 1952 simply was, as 
Mr. Schimmel has stated—and I entirely agree with him 
—an enactment into statutory law, codification if you 
please, of a court made rule that had been developed in 
Alexander Milburn Company against Davis-Bournonville 
Company, 270 United States 390, 1926. 

Section 102(e) reads as follows: 

“A person shall be entitled to a patent unless... . 

And then we have a series of limitations setting forth 
conditions under which he shall not be entitled to a patent. 

And(e) reads: “The invention was described in a pat- 
ent granted on an application for patent by another filed 
in the United States before the invention thereof by the 
applicant for patent... .” 

Now the effect of the Davis-Bournonville Case was 
simply to, and the Court makes it perfectly clear in its 
opinion—Your Honor may want to pull out this old case 

and read it—the Opinion was by Justice Holmes— 
30 and the Court makes it perfectly clear that the rea- 
soning which led to its determination there that a 
United States patent should speak as prior art from the 
date of its application rather than from the date of its 


” 
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grant. The reasoning underlying that conclusion was that 
the filing in the Patent Office on a given day creating 
‘thereby a public record constituted positive proof that 
the subject matter of the invention was known in the 
‘United States as of the date that it was filed. 

Now this, of course, is completely consistent with the 
‘philosophy of the law, that if an invention is known in 
‘the United States prior to a given date, and if the in- 
iventor has not concealed it but has done what he can to 
make it public, as in this case by filing a patent applica- 
tion that matures into a patent, then subsequent inventors, 
even though they may be perfectly bona fide and have 
made the invention on their own without any derivation 
‘from the prior man, subsequent inventors under those 
circumstances should not be allowed to take out a patent. 

And I don’t think anybody has any quarrel with the 
‘ Davis-Bournonville philosophy or the statutory embodi- 
ment of it that now appears in Section 102(e). My point 
is, however, if you extend this by saying, we are not 
only going to take the language of Section 102(e), in 
which it is indicated that the bar shall arise if the in- 

vention is described in a patent granted on an appli- 
31 cation filed in the United States prior to the invention 
date of the later applicant, if you are going to ex- 
tend that and say, that it shall not only apply to the 
actual date on which the papers were lodged in the Office 
' of the Commissioner of Patents, and have it say, we are 
going to tack onto that an additional 364 days, which is 
actually a legal fiction derived from Section 119, then I 
say you are, for the first time in the history of the United 
States, making secret foreign invention a bar to the pro- 
curement of a patent by a bona fide American inventor. 
The Court: Now is the time for the usual morning 
recess. Court will take it until 11:30. 
The Deputy Marshal: This Honorable Court stands 
recessed for 15 minutes, 
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(Whereupon, at 11:15 a.m. the Court recessed as 
noted.) 


32 (After Recess 11:35 am.) 


Mr. McDougall: May I resume, Your Honor? 

The Court: You may proceed, Mr. McDougall. 

Mr. McDougall: Thank you. 

Now at the time of the recess I had just made the point 
that the reasoning, legal philosophy as it were. under- 
lying the Alexander Milburn Company against Davis- 
Bournonville Company Case in the Supreme Court is com- 
pletely consistent with the traditional outlook of the 
American patent system with regard to independent for- 
eign invention being a bar to an American inventor only 
if the foreign invention were somehow published or made 
available to the people of the United States. 

This philosophy is entirely consistent with the decision 
in Alexander Milburn if it be taken, as indeed it was in 
that case, namely as carrying the date of the Tnited 
States patent for purposes of being treated as a prior 
art reference only back to the actual date on which the 
papers were deposited in the United States Patent Office. 

And then I made the point that if. however, you can 
draft Section 119 onto Section 102, which has the effect 
of extending the Alexander Milburn rule to the point 

where it may give the United States patent an effec- 
33 tive date as a prior art reference up to 364 days prior 

to the first introduction into the United States of the 
teaching in the disclosure; if you to that. which is what 
the Patent Office wants to do here, then you have very 
definitely reversed the more than one-hundred year old 
philosophy that has underlined the patent laws of the 
United States. 

Now I say this is a change or basic approach which, if 
it is going to be made, certainly should be made by amend- 
ment to the patent laws and, frankly, not by any judge- 


v4 District Court Hearing, April 2, 1965 


made doctrine. I think Your Honor will agree that granted 
the law grows by judicial decisions. It grows from step 
to step as new problems arise and they are dealt with and 
they are solved. But when you have an actual out and out 
reversal of underlying principle or philosophy, this should 
come from the legislature and not from the courts. And 

| above all. it should certainly not come from an administra- 
tive agency acting on its own, which is what happened 

i Bere. This is not even a situation in which some Court 
bas pondered these matters and said, well, over all these 
years now I think we have been wrong and we have got 
to hold that the law is the other way. 

This is a situation where an agency, for a reason I 
won't attempt to speculate on—I have no doubt they are 

in good faith but I say they shouldn’t do this. I think 
3: this is a matter for the legislature if there is going 
to be any such change. 

Did you have a question, Your Honor? 

The Court: No. Off the record. (The Court conferred 

briefly with his law clerk regarding another case.) 

Mr. McDougall: Now another point that may not 
have been entirely clear to Your Honor in my opening 
remarks, but which is going to have an important bearing 
on what I am about to turn to now, is that the subject 
matter we are talking about in this case is not subject 
matter which was claimed as the invention of the partic- 
ular British applicant who secured the so-called Feather 
patent, which is the reference patent that we are con- 
fronted with here. 

The Court: I thought there was no question about 
that? 

Mr. MeDongall: There is material, Your Honor, which 
is disclosed in his application but he did not claim it as 
his invention. Now that is a very important distinction. 
Every patent application contains all sorts of material 
which is not claimed by the applicant. 
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The Court: But suppose it is disclosed? 
Mr. McDougall: Well, my point is, Your Honor, that 
a person who would have a legitimate right to claim a 
35 priority date for something he invented by virtue of 
the International Treaty and the implementing stat- 
ute doesn’t have the right to secure any corresponding 
priority right to something that came from the first party. 

The Court: As I see it, the disclosure is plenty if it 
is made known. 

Mr. McDougall: That is correct. 

The Court: Now the whole situation, as I view it here, 
is this: Whether or not the foreign patent has no efficacy 
at all as a reference until it is filed here, the date of filing 
here. Is that right? 

Mr. McDougall: Well, our view in the matter is— 

The Court: That is your view, isn’t it? 

Mr. McDougall: —The date of filing here should be 
the critical date; yes. 

The Court: And that of the Patent Office is that it 
should be the filing date in the foreign land? 

Mr. McDougall: That is correct, sir. 

The Court: Now we have authorities on both sides? 

Mr. McDougall: Well, we disagree, and now I would 
like to turn to that subject, about the authorities. I say 
there are no authorities supporting the Government ex- 
cept a couple of dicta— 

The Court: How about that Walker Case? 
36 Mr. McDougall: In view of Your Honor’s interest 
in the Walker Case, I would like to turn attention to 
that one first because you, obviously, do remember it. I 
know you sat on the bench that decided that case; and I 
was interested to sce that you remembered it after all 
this time. 

The Court: Who wrote the opinion in that case, do 

you know, Mr. Schimmel? 


. 
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Mr. Schimmel: I think Judge O’Connel. 

Mr. MeDougall: The Walker Case is a very interesting 
demonstration, as we see it, of a judicial decision— 

The Court: Of course, you have an entirely different 
Court there now though, and they may arrive at a dif- 
ferent conclusion. 

Mr. Schimmel: It is quite possible. 

The Court: I wouldn't be surprised if they did. 

Mr. MeDougall: I don’t think they are going to have 
to change their conclusions, Your Honor. I believe that 
the Walker Case is actually an authority for us. I would 
like to review what happened in the Walker Case to 
refresh Your Honor’s recollection about it. 

The inventor, for whom Mrs. Walker was the spokes- 
man, was the very famous British television inventor 
Alan Blumlein. He is recognized as one of the half-dozen 

men who were the real fathers of television. And his 
37 rival, with respect to the general subject matter that 

was involved there, was another Britisher named 
Whiteley, W-h-i-t-e-l-e-y. 

Now there had been an interference between Whiteley 
and Blumlein having to do with a rather complex tele- 
vision circuit. The claims that were involved in the 
interference were addressed to, as I say, a rather com- 
plicated assembly of parts which together constituted a 
television circuit. 

Whiteley won the interference. And, incidentally, White- 
ley obtained a patent and it had a British priority date 
earlier than the application in the United States. 

Now when the matter came before your Court in the 
decision In re Walker Mr. Blumlein had died and his 
widow had remarried and she was now Mrs. Walker. And 
that is how that accounts for the change in names. And 
Mrs. Walker was now seeking a patent on a so-called 
integrating circuit which was a component of the overall 


District Court Hearing, April 2, 1965 17 


combination that had been involved in the interference 
between Blumlein and Whiteley. 

And the question to be decided by the Patent Office 
Tribunals and by the C.C.P.A. was whether Blumlein was 
barred from getting claims on this integrating circuit by 
virtue of the prior work of Whiteley. 

Now here was the order of dates, Your Honor. In the 
first place, there was a British application filed by White- 

ley. And then some quite short time, but some matter 
38 of several weeks or a couple of months later, there 

was a British application filed by Blumlein. Then 
shortly before the expiration of the year of the Conven- 
tion Whiteley filed in the United States. And about the 
same time—I think a little bit later—Blumlein filed in the 
United States. But, of course, he was entitled for his 
United States application under the Convention to the 
priority date of his British application. 

And the issue now is whether these claims on the inte- 
grating circuit can be secured by Mrs. Walker as the 
representative of Blumlein. 

Now meantime, before this matter got to the higher 
tribunals, Whiteley’s patent had issued. Now if Whiteley’s 
patent was entitled to the priority date of his Convention 
British application, there would never have been any 
oeeasion, Your Honor, for the very hard work that you 
and your colleagues did in deciding In re Walker, because 
there is no question that the integrating circuit in ques- 
tion was disclosed in the Whiteley patent. If the Whiteley 
patent was entitled to its British filing date as a priority 
date for purposes of a reference it was a complete bar to 
Blumlein, because the earliest date that Blumlein under 
the law could even claim was his British filing date, and 
that would have been the end of it. Now both the lower 

tribunals and the Court of Customs and Patent Ap- 
39 peals recognized that Whiteley’s patent as such was 
not an adequate basis for barring Mrs. Walker’s claim. 
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‘And what the lower tribunals and the Court of Customs 
and Patent Appeals did was to dig into the record of the 
Whiteley-Blumlein interference to determine whether, 
among the matters under consideration, the question had 
been decided as to whether the invention of this com- 
ponent as opposed to the entire circuit was attributable 
to Whiteley as opposed to Blumlein. 

The Court held in the interference that Whiteley was 
first and they reiterated the same decision in the In re 
Walker decision, that Whiteley was first. But the inter- 
esting point is that Mrs. Walker’s claims were not re- 
jected on the Whiteley patent. They were rejected by 
reason of the award of priority to Whiteley in the inter- 
ference. And, obviously, if the patent had stood as a 
reference there would have been no occasion ever to open 
the interference record. 

Now we say under the circumstances the Walker decision 
is, in our view of the matter, a favorable decision. We are 
not asking Your Honor to overrule In re Walker. We think 
if you go right down the line with In re Walker you will 
enter judgment for the plaintiff here. 

Now with respect to these other cases, I would like 

to start with Commissioner Coe’s decision. Not that 
40 Commissioner Coe is entitled to anything like the 

respect as a precedent from Your Honor that the 
Second Circuit Court of Appeals is, but simply because 
he did happen to get there first, his decision was the first 
one, and it is the one on the basis of which the subse- 
quent practice has gone along for thirty years. 

The Court: I have great respect for Commissioner 
Coe. 

Mr. McDougall: Well, frankly, I think that very gen- 
erally held and, in this particular case not only was his 
decision, I think, well reasoned, but the important thing, 
as I see it, is it was accepted without any criticism from 
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anybody for thirty years. And I think that is a very 
strong point in its favor. 

I submit, Your Honor, and we have made this point 
in our brief, that if an administrative agency is off base 
in interpretation of a statute there are going to be people 
complaining about it. There will be articles in the law 
reviews, there will be petitions to Congress to amend the 
statute and all that sort of thing. And here was a case 
where Commissioner Coe made his ruling, and twenty- 
nine years to be exact, from 1935 to 1964, went by before 
there was ever a word of criticism about it. And then all 
of a sudden in 1964 we begin hearing voices suggesting 

that Commissioner Coe was wrong. 
41 Now the decision by Commissioner Coe is called 

Viviani versus Taylor versus Herzog, a three-party 
interference, which is recorded in 72 USPQ 448, Now at 
that time, Your Honor, these statutes had different names. 
This was before the Patent Act of 1952 and the old re- 
vised statutes were in force; and the predecessor of the 
present Section 119 was designated RS Section 4887. 

Commissioner Coe, in the first part of the Viviani Opin- 
ion, ruled that Revised Statute Section 4887—I am quot- 
ing now—does not concern itself with bars against the 
issuance of patents in this country, but rather relates 
solely to the rights of an applicant in the United States 
who has filed an antecedent and corresponding application 
in a foreign country. 

Now this is a very important distinction, I believe, be- 
cause it bears on the propriety of combining these two 
statutes and reading their texts together. 

Section 102(¢) is specifically a statute which is part of 
a longer scction in which bars to the securing of patents 
are tabulated; a, b, ¢, d and all the way up to h. All the 
various grounds on which the Government may properly 
deny a patent are tabulated there. 
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Section 119 comes in a different part of the statute 

42. entirely. and it deals with the granting, under proper 

circumstances, of a privilege to an applicant who is 
trying to secure a patent. 

Now we submit that that alone is enough to raise a 
danager flag to a Judge and say, well now, I am not so 
sure that these two statutes can be read together because 
they were enacted for entirely different purposes. 

Commissioner Coe went on, and I am now going to read 
you a paragraph from his Opinion, which I think is just 
erystal clear as far as the underlying point we have before 
us is concerned. 

Commissioner Coe noted that the statute had been en- 
acted to implement the International Convention for the 
Protection of Industrial Property, and then went on to 
say. and now I begin to quote: 

“This statutory provision has no bearing upon the 
right of another party to a patent except in the case of 


an interference where the two parties are claiming the 
same invention.” 


Now we don’t question at all that that is the law. If 
you have got an interference and both parties are claim- 
ing the same invention, then the party who has the for- 
eign date is allowed to take advantage of it. 

“It must be held, therefore, that in determining 

43 whether claims in an application should be rejected 
in view of the unclaimed disclosure of a United 
States patent to another on an earlier filed application, the 
question whether this latter application in turn was pre- 
ceded by a corresponding foreign application is irrelevant.” 

Now in short, I submit, and I think that Mr. Schimmel 
will agree with this—I may say that I find Mr. Schimmel 
a very gracious opponent indeed. 


The Court: He is. 


District Court Hearing, April 2, 1965 81 


Mr. McDougall: He fights me in the areas where there 
is an issue and he doesn’t introduce road blocks where 
there shouldn’t be any. 

I think Mr. Schimmel will agree that the Viviani Case 
is squarely in support of the position that Eli Lilly and 
Company is urging to Your Honor; and that the position 
the Patent Office is now taking represents an about face 
from the position of Commissioner Coe in Viviani. 

Now there are very few cases on this point and, by 
eases, I am referring to judicial decisions. Your Honor, 
if you should decide to take this case under advisement 
before you decide it— 

The Court: The Court is surely going to do it. 

Mr. McDougall: Well, fine. 

The Court: It is a case of first impression and, it 
44 seems to me, there has to be a good deal of skull ham- 
mering. 

Mr. McDougall: I agree. Your Honor. I think we have 
brought you a rather long. tough job today. 

The Court: Well those things are very attractive to me. 

Mr. McDougall: Fine. I think you will enjoy reading the 
cases, and I am happy to say, in this respect, it is always a 
little bit tough for a lawyer to come in and argue a point 
where there is almost no precedent. But from your point of 
view in respect to your labors, you will be glad to know 
that there are very few cases involved here. There are prob- 
ably no more than five or six that are relevant to the issue. 

And we say the case that should control Your Honor’s 
decision is the Second Circuit Case, to which Mr. Schimmel 
referred, Celanese Corporation against Ribbon Narrow Fab- 
ries Company, 117 F.2d 481. 

The Court: That is with the two Hands and Chase? 

Mr. McDougall: Right, Your Honor. Learned Hand, Au- 
gustus Hand and Chase was the bench. And it was a unani- 
mous decision with an Opinion by Judge Chase. 
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It was held there that a United States patent used as a 

reference—it is important to bear this distinction in mind— 

we are not talking now about a contest between patentee 

45 A, who has a British filing date, and patentee B, who 

does or does not, we are referring to the case in which 

the patent is simply a piece of prior art. It is just like any 

other prior art. a publication, a magazine or whatever. And 

the question is. from what date may it be regarded as ef- 
fective. 

In the Celanese Case it was held that a U. S. patent used 
as a reference is entitled only to its U. S. filing date, not- 
withstanding the existence of an earlier-filed foreign coun- 
terpart. In so holding, the Court said—I am reading from 
page 482,117 F.2d— 

“We find in the record no use before Dreyfus”—he was 
the patentee under consideration—“of the application of heat 
to the cut edges of material made wholly or partially of 
fusible threads to prevent fraying. .. .” I am going to leave 
out a few lines now that are not material. “Sponholz did 
sho'x that in his patent No. 1,709,887 granted April 23, 1929, 
on his application filed November 23, 1926, but the plaintiff 
proved and the Court found that Dreyfus completed his 
invention sometime in September 1926. . . .” The same 
situation, you see. The invention was made in September of 
26 and the filing date of the Sponholz application was No- 
vember 23, 1926. “. .. and there was no proof that Sponholz 

was entitled to a date of invention earlier than his filing 
46 date. Sponholz had previously applied for a German 

patent on May 11, 1926, but that is immaterial as there 
is no proof of any German patent or published printed de- 
scription of the same subject matter prior to Dreyfus.” 

Now here again we have a decision which I believe Mr. 
Schimmel will acknowledge supports our position. 

In line with what I commented on a moment ago, that we 
only fight in areas where there is a genuine conflict, I am 
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prepared to acknowledge that these two cases which I have 
told Your Honor are dicta, and I will stick to my guns on 
that, but I am prepared to acknowledge that they state the 
law against us. Those are the ones on which the Patent 
Office primarily relies. 

We have squarely in our support, as I see it—and I think 
Mr. Schimmel will agree—the Viviani Case and the Celanese 
Case. I have just discussed them both with you. 

Now what I will classify as being twilight zone cases, as 
to which the Patent Office and the plaintiff here take op- 
posite views and in which we will just have to argue to 
Your Honor and you will have to make the resolution, are 
the Fourth Circuit Case, we call the Fleischmann Yeast 
Case, and the case of In re Walker. 

I have already discussed In re Walker with you and Mr. 

Schimmel, in reply, may want to say something further 
47 about it; I don’t know. Our view of the matter is that 

Walker is a decision that supports us. We don’t think 
that it is against us at all. 

Now that brings us to the two cases which we acknowl- 
edge are against us, although we insist that they are merely 
dicta. 

The first one is Young against General Electrie Company. 
That is a very well known case, incidentally, at least the 
Chicago lawyers are all acquainted with it. It was decided 
by Judge Barnes in the District Court at Chicago. And if 
Your Honor looks up Young against General Electric in the 
Federal Supplement you will find the Opinion is—I am 
guessing now—40 page long at least. 

The Court: Do you think it could have been more con- 
densed? I always think so when I read something that long. 

Mr. McDougall: Yes, I do, Your Honor. I think it could 
have been made a lot shorter. But the fact is, and I think 
you will sense this when you read the Opinion, the Court 
was completely convinced that Young was wrong. He held 
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Young’s patent invalid on a number of different grounds; 
and as I am about to point out— 

The Court: Maybe that was the reason for the prolixity. 
One ground would have been enough, wouldn’t it? 

Mr. McDougall: Of course it would. Did Your Honor, 
48 by any chance, know Judge Barnes personally? 
The Court: I met him. I know Judge Igoe though. 

Mr. McDougall: Well, Judge Barnes was known as a man 
of very strong feelings, and when he formed an attitude 
about a case he felt it very strongly indeed, and sometimes 
his opinions were over long because he wanted to make darn 
sure the Court of Appeals affirmed his judgments. So if he 
had ten reasons he put them all in. 

Judge Igoe. I am happy to report, is still hale and hearty 
and sitting every day. 

The Court: If you see him remember me to him. 

Mr. McDougall: Thank yon, sir, I shall. 

Now in the Young Case the only reference to the point 
we are dealing with here was in a footnote. It is an amusing 
fact and I don’t suggest it is of any great importance, ex- 
cept that it tends to back up our position that these cases 
are dicta. It is an amusing fact that both of the Patent 
Office’s principal authorities mention this point only in a 
footnote. And Judge Barnes, in a footnote at page 136 at 
96 Federal Supplement had this to say about the so-called 
Bethenod prior art patent. Now there were two Young 
patents in suit, which will explain these numbers that I am 
about to read to you. And this footnote—I am going to read 

it in full—is as follows: 
49 “Bethenod Patent No. 1,967,857 is unquestionably 

prior art as to Young Patent No. 2,086,594.” That was 
one of the patents in suit. “But whether it is prior art as 
to Young No. 2,179,569 depends on the date to which the 
Bethenod Patent is entitled in the case at bar, that is, as to 
whether it is entitled to the date of November 21, 1933, the 
date of the filing of the application in the United States 
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Patent Office, or December 29, 1932, the date of the filing 
of the application in France. The Court is of the opinion 
that it is entitled to the earlier date, namely, December 29, 
1932, but there is a difference of opinion on this question 
among the authorities.” 

And then Judge Barnes cited the Fleischmann Case, which 
I haven’t yet talked about, and the Celanese Case in the 
Second Circuit, which I did just discuss. Going on, and this 
is a very significant sentence: 

“Whether Bethenod be regarded as prior art in this case 
makes little or no difference. There is a wealth of prior art 
without it.” 

Now I submit, Your Honor, that this indicates very clearly, 
and the fact that this point only showed up in a footnote 
further indicates it, that Judge Barnes did not, in any sense, 
base his decision on this point of law that is brought before 
you today. He said in the plainest imaginable terms that he 

would have held the patent invalid on the basis of the 
50 other art. 
Now the other case that I say speaks against us— 
I submit it doesn’t hold against us because once again it is 
dictum—is Sperry-Rand against Knapp-Monarch Company. 
Now that was a decision by a man whom I freely acknowl- 
edge is an excellent Judge, Judge Kirkpatrick in the Eastern 
District of Pennsylvania. 

The Court: He is retired now, isn’t he, 

Mr. McDougall: Yes, he is, sir. 

The Court: I knew him. 

Mr. McDougall: But there again in a footnote talking 
about a prior art patent, the Court stated that he thought 
the effective date of a U.S. patent as a reference should be 
the filing date of its foreign Convention counterpart. But 
then he went on to say at pages 759 and 760 of 193 Federal 
Supplement that the reference in question was not pertinent, 
so its effective date did not matter. He devoted, as a matter 
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of fact. almost a page of his Opinion to another point ex- 
plaining why the disclosures of this other patent didn’t 
really have anything to do with the case. So he never had 
to decide the question of what its effective date was. 

Now there is only one more case to be talked about and 
then as far as the authorities are concerned I can wind up. 

That is the Fleischmann Case in the Fourth Circuit. It 
51 is sometimes referred to as Fleischmann Cases be- 

cause there were separate Opinions published by both 
‘the District Court and the Court of Appeals, but they 
reached the same conclusion so I will just talk about the 
Court of Appeals Decision. 

This was not, we say—I will be interested to hear if Mr. 
' Schimmel disagrees—he will state the Patent Office’s posi- 
tion. But our view of the matter is that this case did not 
involve the question that is before Your Honor, because 
there was no question in Fleischmann of the patentability 
of a patent in suit over another patent considered as a 
reference. 

The situation there was that Fleischmann Yeast Com- 
pany and a competitor called Federal Yeast Corporation 
had each secured a patent on a method of making yeast. Now 
the scope of the claims was not identically the same because 
one of the patents was somewhat broader in scope than the 
other. They were the same process, however. The point was 
that one of the patents claimed it in terms of a particular 
sugar being used and a particular ammonia compound being 
used, whereas the other patent had broader claims that just 
spoke broadly of sugar regardless of whether it was sucrose, 
dextrose or whatever, and similarly claimed the ammoniacal 
compound in broader terms. 

But the Court made it very clear that it was the same 

52 process and there was only one invention. These two 
patents had been granted in the United States on the 
same date. And the Court, in determining the priority of 
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invention, went to the respective foreign filing dates of the 
two patentees, one of them Federal’s inventor and the other 
one Fleischmann’s inventor, and concluded on the basis of 
their respective priority filing dates that the earlier of the 
two foreign filing dates should prevail; and that was the 
patent that was sustained and the other one was held in- 
valid. 

The Court: Were the filing dates the same here? 

Mr. McDougall: The filing dates in the United States I 
think were not the same but the two patents were granted 
on the same date. I think that was an interesting coincidence, 
but I do not think the filing dates were the same. However, 
the Court held, as I think it should have held, because the 
question involved was priority of invention, and the as- 
signees of the respective inventors were in Court against 
one another, and I think the Court quite properly held that 
the Convention Rules should apply and the earlier of the 
two foreign filing dates was entitled to priority. 

We don’t have any quarrel with the Fleischmann Case. 
We think the result reached was perfectly correct, but we 
submit that it is not a precedent to support what the Patent 

Office is asking you to do here. 
53 That takes care of all the cases. I have now discussed 
every one of them. And to sum up, Eli Lilly and Com- 
pany submits that there are three cases in the books that 
clearly support our position. They are Viviani, Celanese 
and In re Walker, respectively, Commissioner Coe, the Sec- 
ond Circuit and the Court of Customs and Patent Appeals. 

The only cases that support the Patent Office's position 
are the Young Case in the Northern District ef Illinois and 
the Sperry-Rand Case in the Eastern District of Pennsyl- 
vania. We submit that both of those decisions are dictum. 
They were not the expressed point of view that appears in 
the judicial opinion. It was not one that the Judge had to 
reach in order to reach his decision. They both appeared in 
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: footnotes. There is certainly no reason to believe from any- 
thing that appears in the books that in either instance the 
' Court gave it the kind of serious consideration and real 
study that it would, no doubt, have received if the Court had 
. felt that it was necessary to his decision. Dicta are not neces- 
sarily wrong: they are frequently correct. But I think, in 
general, when a Judge writes something more or less aside 
as he goes along, that it can be regarded as having less 
force from the point of view of reflecting his careful judicial 
consideration than point that is essential to the decision of 
the case. 
ot Now with the cases out of the way there are three 
other points I would like to allude to. I will try to be 
brief. I apologize to Your Honor for the time I am taking. 
My only defense is that I think this is a very important 
question and, if I may, I will take a few minutes longer. 

In the first place, we submit that the legislative history 
of this statute supports the view that it was intended merely 
to convey a personal privilege that can be taken advantage 
of only by the foreign inventor who has the application in 
question, and only with respect to a matter which he has 
claimed as his invention. In the first place, the statute was, 
unquestionably, passed, everybody recognizes the statute 
was passed as a means of implementing the International 
Treaty for the Protection of Industrial Property. I don’t 
recall the exact dates now, but the United States of America 
entered into that treaty— 

Mr. Schimmel: 1903. 

The Court: Is this the Convention you are talking about? 

Mr. McDougall: Yes, Your Honor, the International Con- 
vention. Mr. Schimmel has assisted me. He tells me that it 
was entered into in 1903. And shortly thereafter the old 
Section 4887 of the Revised Statutes has its second para- 

graph revised. 
55 Mr. Schimmel: That was the date of the revision of 
4887. 
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Mr. McDougall: I see. And the Convention, I believe, was 
shortly before that. 

Mr. Schimmel: 1900. 

Mr. McDougall: Yes. 

So the statute that we are concerned with here—not in the 
present form in the Code, but the predecessor, which is the 
source of the statute—it was enacted as a means of imple- 
menting the International Convention for the Protection of 
Industrial Property. And, as I have pointed out already 
from the passage I read to Your Honor from Article 4. there 
isn’t any question at all that the Convention confers a per- 
sonal privilege. And it specifically states that such a person 
shall enjoy this privilege “for the purpose of filing in the 
other countries.” It has no reference whatever to the status 
of a patent as a piece of prior art for defensive use against 
another applicant. 

Now when this point came up when the Committee was 
studying the patent laws with the view to revision and codi- 
fication in 1946—and I have cited this House Report in my 
brief—the House Committee, in its report, made this signi- 
ficant observation, which I may say was, I believe, a para- 

phrase of Commissioner Coe’s views in the Viviani Case. 
56 The Committee wrote: “This statutory provision”—re- 

ferring to Section 4887—“has no bearing upon the 
right of another party to a patent except in the case of an 
interference where the two parties are claiming the same 
patentable invention.” 

Now another in the legislative history of this statute 
that clearly shows an intention to confer a personal privilege 
on an applicant rather than to change the status of a patent 
is the very fact that Section 119 deals exclusively, and again 
and again, with an application for patent. 

T am now going to read you a couple of paragraphs from 
pages 9 and 10 of our memorandum. We point out that the 
first paragraph of Section 119 begins: “An application for 
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patent shall have the same effect,” etc., if certain things are 
complied with. Now an application for a patent, Your Honor, 
has no force whatever as prior art or as a reference. Mr. 
Schimmel, I am sure. will be the first to acknowledge this. It 
is only a granted patent that has any effective date as prior 
art. 

In order to mean what the Patent Office now says Section 
119 means. the statute would have to say “a patent shall 
have the same effect as if filed in Great Britain or a foreign 
country on a given date.” Now we say that the application 

for patent is given under certain circumstances an 
57 earlier date than the date that it was actually lodged in 

the Office of the Commissioner of Patents. The applica- 
tion enjoys this privilege for certain limited purposes having 
to do with the matter of priority as between one claiming 
inventor and between another person claiming the same in- 
vention. Once the application matures into a patent, we 
submit Section 119 loses all force. It no longer has anything 
to do with it and the patent that results has the same ef- 
fective filing date as far as its use against third parties is 
concerned as if there had never been a foreign counterpart. 

Now I have two more points to make and I will try to make 
them both briefly. 

One problem is this matter of the British law. Now we 
submit, Your Honor, that this is very important indeed. 

The Court: I thought it was out of our consideration? 

Mr. McDougall: It is not out of the case but there is no 
longer any factual issue because the Commissioner now 
acknowledges what the British law is. But the legal issue is 
very important. 

The legal issue is brought into focus by the provision of 
Section 119 which says, that the right of priority is afforded 
only in the event that the foreign country in question af- 
affords similar privileges in the case of applications filed 
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in the United States or to citizens of the United States. 
58 The Court: What do you mean by “similar” 

Mr. McDougall: Well, Mr. Schimmel raises a ques- 
tion as to whether “similar” necessarily means “identical,” 
and I don’t suggest that it does. But I submit that you can- 
not score any points on the distinction between similar and 
identical in a case where the actual fact is that the law in 
the United States, at least if the Patent Office has its war. is 
black and the law in the foreign country is white. Now black 
and white are not identical and they are not similar either. 
They are just dead opposite. And that is the point I want 
to make here. 

The fact is that in Great Britain, under British law, so far 
as unclaimed subject matter in a patent disclosure is con- 
cerned, the very thing we are concerned with here, the filing 
date has no relevance whatever. And whether there was a 
counterpart foreign application again has no relevancy 
whatever. From that point of view, use as prior art of un- 
claimed disclosure in a British patent, the British law treats 
that patent as speaking only from its date of grant. The date, 
in other words, on which it became available to the public 
in general. 

The Court: Then if they have interferences it is the date 
of grant? 

Mr. McDougall: Interference is another story, Your 
59 Honor. We are now talking about claimed subject 

matter. 

The Court: I am just asking you. 

Mr. McDougall: Oh, no, in an interference— 

The Court: I understood you to say that the filing date 
meant nothing; and I said what about an interference. 

Mr. McDougall: No, in an interference the law is other- 
wise. I don’t want to be misunderstood on that. 

The Court: All right. 
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Mr. McDougall: I am limiting my remarks to unclaimed 
disclosure, the same thing, in other words, that we are deal- 
ing with in our case before Your Honor, unclaimed disclo- 
sure. And I think it is important to bear in mind that un- 
claimed disclosure is by no means necessarily the brain- 
child of the applicant. Every patent application contains all 
sorts of prior art recited in it. In order to focus the readers’ 
attention on what the man has invented he has to bring in 
the collateral art, and describe the environment in which 
his own original work is used, etc. 

‘And as to unclaimed subject matter a British patent has 
no force as prior art except as of the date of its publication. 
In the event of an interference where the parties are claim- 
ing the same thing. then the filing dates become material. 
But as to the matter we are concerned with, the filing date 

has no relevance and, in consequence, we say, it isn’t a 
60 question of similar versus identical, it is a question of 
similar versus dead opposite. 

Let me give you the practical significance of this thing 
from the point of view of an actual case. I make this point 
in my brief too. 

Suppose a Britisher makes an inv ention, and we say it is 
some sort of television circuit. This is an appropriate setting 
for it, I think, since it involves something, more or less, that 
will recall Your Honor’s mind back to the old Walker Case. 
And in the particular assembly of parts which make up his 
circuit, our British inventor finds it desirable to make use 
of a component. And once again, to give us something spe- 
cific, let’s say a particular kind of coil. He finds it desirable 
to make use of a particular kind of coil which he did not 
invent. One of his colleagues in the next laboratory invented 
it. But it is a handy, useful gadget in this combination so he 
incorporates it in his disclosure and it is part of his British 
specification. But, of course, not being the inventor of it he 
doesn’t claim it. 
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Now at a date after the British application is filed an 
American television inventor acting entirely on his own and 
without any knowledge of what has been going on in Great 
Britain invents the coil and recognizes that it is a gadget of 

great utility. And he goes into the United States Patent 
61 Office and applies for a patent on the coil. In due 

course after the American has made his invention but 
within the year, the British inventor comes into the United 
States, and under the Convention he files an application for 
a United States patent, not on the coil, which he didn’t in- 
vent, but on the combination, the coil being a component 
thereof. 

Now if the Patent Office’s view on this question is to be 
adopted, the effect of this would bar the American from re- 
ceiving a patent on the coil, and by having filed under the 
Convention and filed in the United States, the British in- 
ventor is not only getting the benefit of claims to really what 
he did invent, which is the combination, but he is also get- 
ting an immunity to which under the traditional principles 
of American patent law he is not entitled at all. Namely, he 
has got the right to use in the United States this thing 
which was first invented in the United States by an American 
inventor and first applied for here. 

Now the way the thing should work out, if the classical 
pattern of the patent law is to be respected. is that the 
Britisher is entitled to his patent in the United States for 
the combination, but the American inventor should be en- 
titled to receive a patent for the coil which he did invent, 
and which under the American traditional rule, I will say, 

he is entitled to a patent on it, because it was com- 
62 pletely unknown in this country and published no- 
where at the time the invention was made. 

I don’t know what he is going to say about it, but I think 
Mr. Schimmel will agree that that analogy is a sound state- 
ment of the question put before Your Honor. I have no doubt 
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that he will argue. well, okay, for one reason or another 
let’s change the policy or the law. But I think he will agree 
that you can’t get to that result without reversing what has 
always been the American patent law; and I say that if a 
substantive change is going to be made of that character it 
should be made by Congress. 

Now let's take this thing in reverse to demonstrate the 
significance of this point about the reciprocity. 

Exactly the same set of facts, Your Honor, except that 
this time the American inventor is the one who invents the 
combination circuit, and he doesn’t claim the coil because, 
once again. it was his neighbor on the next bench who made 
the invention. But he does claim the combination and he 
files in the United States and in due course he files an ap- 
plication in Great Britain under the Convention. Now the 
British inventor is the one who invented the coil and has his 
application pending in Great Britain for a patent on it. 
Under the British law he will get his patent. The fact this 

was disclosed in the counterpart British application as 
63 a part of the combination claimed by the American will 

not have the slightest bearing on the British inventor’s 
right to a patent. 

Now, in short, we have the situation where on identical 
facts the British national gets his patent, but if the Patent 
Office has its way in this case, the American inventor is 
denied his patent. 

Now I say that isn’t a question of similar versus identical. 
That is a case of black versus white. 

Now the last point I want to make has really been covered 
in my enthusiastic condemnation of what the Patent Office 
would like Your Honor to order here, and that is the matter 
of public policy. Now I would be the last one to come in and 
ask Your Honor to take a chauvinistie or unduly national- 
istic attitude about anything. I believe in giving our breath- 
ren across the seas a fair shake. But, on the other hand, I 
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certainly do not believe that it is incumbent upon the United 
States, especially in the absence of a Congressional Edict, 
to place foreign inventors in a position which is clearly 
preferred as opposed to the position enjoyed by American 
inventors. And that is the effect of this rule which the Pat- 
ent Office is now asking Your Honor and other Courts to 
adopt. I think a clear question of public policy is involved. 
In view of the fact it is a question of first instance before 

Your Honor, I think it is not only your right, but, I 
64 think, your responsibility to look into the question in 

your own heart as to whether, absent a Congressional 
Edict indicating a national policy to this effect, the patent 
law should be construed in such a way as to give a clear ad- 
vantage to foreign applicants which is not met by any cor- 
responding reciprocal advantage to American inventors who 
seek corresponding rights abroad. 

Thank Your Honor very much for your patience and your 
attention. 

The Court: I had to be attentive to both of you because it 
is so interesting. 

Mr. McDougall: Thank you, sir. 

The Court: And so antagonistic. It is a head-on collision. 

Mr. Schimmel: I believe I can finish my rebuttal in about 
5 minutes, Your Honor, so we can have our usual luncheon 
recess. 

The Court: <All right. 

Mr. Schimmel: I think this case so clearly emphasizes 
what you have just said, Your Honor, that we are so an- 
tagonistic as to the conclusions to be derived from the same 
similar set of facts. There is no question in my mind if you 
read the Boards’ Decision, its interpretation of the Walker 

Case is directly in conflict with Mr. McDougall’s inter- 
65 pretation of that case on the same facts. If you read 
the Board’s interpretation and analysis of the Fleisch- 
mann Case you will arrive at the same conclusion. They 
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have interpreted the factual situation in entirely different 
ways. so that there is this direct conflict as far as the ad- 
judieated cases are concerned. 

The Court: It is kind of like the devil quoting scripture. 

Mr. Schimmel: Definitely. You can quote anything you 
want and get the conclusion you want. 

I do want to point out just one little thing, just the chro- 
nology involved in these cases and in the actions of the Of- 
fice. As I pointed out in my opening statement, the whole 
thing started with the Supreme Court Decision in the Davis- 
Bournonville Case in 1926. And the Fleischmann Case was 
the first case that had the question, so far as we know. And 
the District Court in the Fourth Circuit in that case, as the 
Board has interpreted and quoted from that decision, di- 
rectly said that vou have to add together the decision of the 
Supreme Court. which is now the supreme law of the land, 
that vou used the filing date of the U. S. patent and then you 
add 4887 to that in order to determine whether a subse- 
quent inventor is entitled to a patent. That was the first 

pronouncement after the Davis-Bournonville Case. 
66 Then. chronologically, came Commissioner Coe’s de- 

cision in 1935, in which I agree with Mr. McDougall, it 
supports his position. And I think the Board, unquestion- 
ably. in its decision says that. But they say, as far as a 
further analvsis of the situation is concerned, we believe it 
was decided erroneously at that time. 

Now I don’t agree with Mr. McDougall in saying that no- 
body paid any attention to this business after that. While 
true enough the Patent Office was following Commissioner 
Coe’s decision from 1935 until 1964, other Courts had con- 
sidered the question when infringement actions were filed 
and in the Walker Case which came in 1954. But before that 
was the Celanese Case, which, we agree, is contra to the 
decision that the Board of Appeals rendered in this case. 

After the Celanese Case, chronologically, came the Gen- 
eral Electric Case in the District Court of Illinois and, 
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again, there was a difference of opinion as to what the 
holding was in the case. Now here I think we get into a situa- 
tion as why should a Court that doesn’t have to draw these 
conclusions as to whether or not you can add two sections 
of the statute together or two sections of the law together 
in order to make a particular finding, why should the Court 
do that unless it is doing it because it wants to give direc- 

tion. Mr. McDougall says these are dicta, both that 
67 decision and the 1960 decision of Judge Kirkpatrick. 

True enough, the finding and the holding is in the note 
in the decision. And in each decision, it is true, it was not 
necessary to a final determination of that case to make that 
holding; but they went out of their way to do it; each one of 
them. They definitely went out of their way to make this 
holding that you add the two sections together in order to 
determine the rights of the parties. 

The Walker Case came between the General Electric Case 
and the Sperry-Rand Case, the first in 51, the Walker Case 
in 54 and the Sperry-Rand Case in 1960. 

So we have since 1935 at least four cases in the Courts 
where this question, of whether or not the foreign priority 
date is the effective date, was commented upon by the 
Courts and where conclusions were reached by the Courts. 

Now I would like to make some comment on the legisla- 
tive history. I omitted it in my opening statement, but I do 
think while there is just a brief reference in the Board’s 
decision I would like to emphasize this fact. Your Honor: 
That in 1952, when the present Patent Act was passed there 
was incorporated in the Act Section 120 for the first time 
codifying what had been previously the law, judicial law. 
And that was granting the benefit of the filing date of an 

earlier U. S. application to a later filed U. S. applica- 
68 tion. And it is very significant that Section 119, which 
relates to prior foreign applications, and Section 120, 
which relates to the benefit of the filing date of earlier U. S. 
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applications, have the same catch line in the heading of 
each Section. Section 119 says “Benefit of earlier filing date 
in foreign country.” Section 120 says “Benefit of earlier 
filing date in the United States.” 

Now nobody has ever questioned the right of an applicant 
to claim the benefit of an earlier filing date of a U.S. applica- 
tion for a later U. S. application when there is common sub- 
ject matter disclosed in those two cases. That was judicial 
law at the time the statute was written. 

Not only are the headings of the two sections the same, 
but they both start out the same way and they both have the 
same significant language. Each one starts out with “An 
application for patent for an invention.” And they each say 
“shall have the same effect” as though filed on the earlier 
filing date. The identical language is used in both sections 
of the statute. Certainly, it seems to me, that the drafters 
being familiar with what the judicial law was with respect to 
120, knowing what some of the decisions had held with 
respect to the first foreign filed application, have combined 
that concept in both of these sections to make them both 

identical as far as granting a date to the later filed 
69 application in the United States, whether the earlier 

filed application was a foreign case or whether it was a 
prior U. S. case. It is the date that they were concerned 
with. They gave them the benefit of a filing date. And the 
two things, I think, are also part of the Congressional intent 
involved in this whole picture. 

Now the Board has also called attention— 

The Court: Is there any Congressional history? 

Mr. Schimmel: There is very little Congressional history. 
That is what Mr. McDougall has indicated. 

The Board, however, has called attention in its decision 
to a change in language, which Mr. McDougall referred to, 
with respect to what is in the Convention and what is in 


District Court Hearing, April 2, 1965 99 


our statute. The Convention, unquestionably, and we have 
no quarrel there, gives a personal right to the person who 
files a Convention application. But when it came to im- 
plementing the Convention by the first statute, 4887, there 
was a shift in language. Instead of using the language of 
the Convention, Congress saw fit to refer to an applica- 
tion. Not the person who filed it but any application that is 
filed has the effect as though it were filed in this country 
on the date it was filed in the foreign country. So that there 
was a definite shift, as far as our statute is concerned, with 
respect to what was in the Convention. Now the fact 
70 that other countries, in implementing the Convention, 
have different laws than we have implementing the same 

basic Convention doesn’t seem to me to create any dif- 
ference here. They are still granting similar privileges as 
far as the date is concerned. That is the significant thing 
that is created by the Convention right of priority and has 
been carried over into Section 119 from the prior 4887. 

There is one other thing that Mr. McDougall and I have 
discussed. This is, again, what Your Honor wishes. I had 
mentioned before that there is a similar case in the Court of 
Customs and Patent Appeals involving the same basic prob- 
lem. I have here copies of the brief for the appellant in 
that case and the copy of our brief that was filed in that 
case just this past Wednesday. Now I have discussed it 
with Mr. McDougall as to whether or not he has any ob- 
jection to my offering these to Your Honor for whatever 
value you may find in them. 

Mr. McDougall: I have no objection at all, Your Honor. 

The Court: Very well, I will be glad to have them. I was 
just wondering suppose the decision of the C.C.P.A. and 
my decision are opposed one to the other. What is going to 
happen then? 
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Mr. Schimmel: I would suspect, as far as Mr. 

71 McDougall is concerned, if you should grant our motion 

we would probably be in the Court of Appeals. I would 

also suspect at the present time, if you grant Mr. McDou- 
gall’s motion we would also be in the Court of Appeals. 

The Court: Oh well, there will be a safety valve there 
somewhere. 

Mr. McDougall: Your Honor, may I be heard? I know its 
lunch time— 

The Court: No. I don’t think I want to hear another word 
from you. What else can you say? 

Mr. McDougall: I don’t intend to reargue anything. Mr. 
Schimme!] raised a brand new point in his reply to which I 
would like to answer for about one-minute. 

The Court: Well, you can do that in your brief. 

Mr. McDougall: Well, the briefs are in, Your Honor. 

The Court: Don’t you want to have another brief? I am 
going to defer decision here. I would much prefer having a 
brief on this particular action that was said right here on 
your argument. 

Mr. McDougall: Well, I frankly don’t think I could write 
a better brief. 

The Court: If you want to rest on what you have here all 
right. 

Mr. McDougall: I don’t think I can write a better 
72 brief than the one I have given you. I will say this, 
that I am not necessarily implying it’s the greatest brief 

in history but it is as good as I can do. 

The Court: Well, if it is good enough for you it is good 
enough for the Court. 

Mr. McDougall: Thank you, sir. 

The Court: But you say Mr. Schimmel raised something 
now. You haven’t commented on that in your brief, have 
you? 
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Mr. McDougall: No, I have not. This is something that is 
brand new, and that is in a possible connection with Sec- 
tions 119 and 120. You remember Mr. Schimmel spoke about 
the fact that they have a similar catch-line at the opening 
and all that. And my answer to that is this, and I can say 
it in about two sentences: 

The reason basically that 119 and 120 mav not be re- 
garded as two sides of the same coin is the fact that 120 
confers on U. S. applications and, presumably, on patents 
that mature from applications effective filing dates as of 
the earliest date of a copending patent application with 
common subject matter. 

Now in that situation we have a case where every condi- 
tion to determine whether the prior right is granted or not 
may be resolved by reference to documents which are of 

public record in the files of the United States Patent 
73 Office. There is no question about it at all, all you have 

to do is go back and pull out the old abandoned applica- 
tions and file histories and check them through. No such 
thing exists with respect to Section 119. For example, with 
119 in order to be entitled to claim the priority, the applicant 
must show that the application he is claiming is his first 
application. 

The Court: Have you got an argument on that in your 
brief? 

Mr. McDougall: No, Your Honor. 

The Court: You had better file a supplemental brief. 

Mr. McDougall: Very good, Your Honor, I will write you 
a letter— 

The Court: Have you any brief in here? 

Mr. Schimmel: Just my motion and the supporting points 
and authorities. I was going to suggest this, that since you 
will have before you the briefs of the parties in the ease 


102 District Court Hearing, April 2, 1965 


before the C.C.P.A. Mr. McDougall might want to see those, 
' and I certainly won't object to his discussing those. 

i Mr. MeDongall: I won't write anything on the C.C.P.A. 
| briefs but I would like to write a short letter to Your Honor 
with a copy to Mr. Schimmel on this point that I have 

74 just been alluding to. 

The Court: Very well, you may do that. 
Mr. McDougall: Thank you, Your Honor. 
The Court: I ought to have a brief from you though, 

shouldn't I? 

! Mr. Schimmel: I think I will sapplement— 

The Court: Oh, this is your own brief? 

Mr. Schimmel: This is my brief. 

The Court: If you want to supplement it you may. 

Mr. Schimmel: I think with those before you there is 
enough. 

You would have them available? 

Mr. McDougall: Yes. 

Mr. Schimmel: Except one thing. You don’t have the 
identification, do you! Do you have the Appeal Number? 

Mr. McDougall: Yes. The only thing we would like to 
have, Mr. Schimmel, is a copy of your brief. I have got a 
copy already of the Upjohn brief. 

Mr. Schimmel: I will give you a copy of that brief. 

Mr. McDougall: And one final word, Your Honor, just by 
way of identification, the first memorandum we filed oppos- 
ing Mr. Schimmel’s motion for summary judgment was a 

brief thing that went only to this factual question about 
75> British law. And then when it became apparent we 

were going to have a full hearing today and the law 
should be presented, we wrote a supplemental memorandum. 
And you will find that there is an 18-page supplemental 
memorandum from us. 

The Court: I saw it but I haven’t read it. 
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Mr. McDougall: Yes, sir. Thank you very much. 

The Court: Gentlemen, I want to congratulate you. This 
has been an extremely interesting argument to me, and it is 
very rare that we have adversaries as equally matched as 
you two men. 

Mr. McDougall: Thank you, Your Honor. 

Mr. Schimmel: Thank you, Your Honor. 

The Court: Court now stands adjourned until Monday 
morning at 10:00. Court is adjourned. I just have to sign a 
couple of orders. 

Mr. McDougall: Thank yon, sir. 

{Whereupon, at 12:40 p.m. the hearing on the mo- 
tions in Civil Action No. 2817-64, Eli Lilly and Com- 
pany versus Commissioner of Patents, was con- 
cluded.] 
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This is a civil action to obtain a patent brought by plain- 
tiff, assignee of the patent application in suit, against de- 
| fendant in his official capacity as Commissioner of Patents, 
according to the provisions of 35 U.S.C. § 145. 

Plaintiff's assignor. Richard T. Rapala, filed an applica- 
tion for patent, entitled “Novel Pregnenolone Acetonides,” 
on July 27, 1961, and the Patent Office identified the applica- 
tion as Serial No. 127,115. In the course of prosecution of 
this application, all the claims were finally rejected by the 
Examiner as unpatentable over a United States patent of 
Feather et al., patent No. 3,021,345, which was granted Feb- 
ruary 13, 1962, on an application for patent actually filed in 
the United States on September 19, 1960. Prior to the grant 
of this patent, Feather et al. properly claimed the right of 
priority of a corresponding patent application filed in the 
British Patent Office on September 24, 1959, and a certified 
copy of this counterpart British application for the same in- 
vention was filed in the United States Patent Office. 

Thus, the British and American filing dates for the 
respective Feather et al. patent applications were both prior 
to the actual filing date of Rapala’s United States applica- 
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tion. Faced with this fact situation, Rapala filed an affidavit 
under Rule 131 of the Patent Office Rules of Practice in 
order to prove an actual reduction to practice of his claimed 
invention in this country prior to the actual filing date of 
the Feather et al. United States patent application, Septem- 
ber 19, 1960. However, Rapala did not prove an actual re- 
duction to practice of his invention in this country prior to 
September 24, 1959, the filing date of the Feather et al 
British patent application. Since Rapala made no attempt 
in the Patent Office to antedate the Feather et al. British 
application date, it must be presumed that he is unable to do 
so, especially since plaintiff has made no offer to prove in 
this Court a date of actual reduction to practice in this 
country by Rapala prior to September 24, 1959. If plaintiff 
were able to prove this, it would have made such an offer 
of proof, since a civil action under 35 U.S.C. § 145 is in the 
nature of a trial de novo, and a plaintiff is not bound by the 
record established by proceedings in the Patent Office. 
Moreover, both plaintiff and defendant in the present case 
agree that there is no genuine issue as to any material 
fact and both parties have moved for summary judgment 
pursuant to Rule 56 of the Federal Rules of Civil Pro- 
cedure. 

Therefore, there is no question whatsoever that the rela- 
tionship of critical dates is that Rapala proved a date of 
invention by actual reduction to practice of his claimed in- 
vention in this country at some time during the time interval 
of nearly one year between the filing date of the Feather 
et al. British application, September 24, 1959, and the 
actual filing date of the counterpart Feather et al. United 
States application, September 19, 1960. At this point, it is 
worthy of mention that a date of invention may be estab- 
lished by any one of at least three means, namely: (1) actual 
reduction to practice, wherein the invention is made as a 
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matter of fact in this country;' (2) constructive reduction 
to practice, wherein the invention is made as a matter of 
law in this country by filing an appropriate application in 
the United States Patent Office; and (3) constructive re- 
duction to practice wherein the invention is made as a matter 
of law in this country by filing an appropriate application 
in a foreign country, then subsequently filing within one 
year an application in the United States Patent Office, which 
subsequent application is entitled to the full benefit of the 
earlier filing date in the foreign country for essentially all 
purposes,” if and provided that the full requirements of 35 
U.S.C. § 119 are met. 

It should also be mentioned that invention itself consists 
of two aspects, conception and reduction to practice. If Ra- 
pala had been able to prove conception of his invention prior 
to the British filing date of Feather et al., coupled with proof 
of due diligence on the part of Rapala from a time just prior 
to this September 24, 1959 British filing date until Rapala’s 
reduction to practice during the interval between the Feather 
et al. British and American filing dates, then this reference, 
on the facts of this case, would have been removed for all 
purposes. Since no questions of conception coupled with 
due diligence are raised in this case, this constitutes suf- 
ficient discussion of these factors. 


* Certain exceptions to this rule, for the benefit of United 
States citizens serving in foreign countries on behalf of our 
Government, ¢.g. servicemen and diplomatic personnel, are 
set forth in 35 U.S.C. 4 104. 

? There are at least two major exceptions to this general 
rule, and quite possibly others, as will be discussed in more 
detail later in this Opinion. For present purposes, it is suf- 
ficient to indicate generally that two major exceptions are 
(1) the statutory bars of 35 U.S.C. 4 102(b) and (2) subject 
matter that is not common to both the foreign and United 
States applications, i.c., subject matter that is omitted from 
either application. 
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The important question to be settled in this case is one 
of first impression in this Court. The issue may be stated 
to be whether, in a situation where a foreign inventor has 
been granted a United States patent on a United States 
patent application which is entitled under 35 U.S.C. § 119 
to the benefit of an earlier application filing date in a for- 
eign country, this United States patent is available as a 
reference under 35 U.S.C. § 102(e)* for all disclosed sub- 
ject matter, whether claimed or unclaimed, as of the filing 
date of the earlier foreign application. This Court agrees 
with defendant and holds that the foreign filing date is the 
effective reference date as to all subject matter which is 
disclosed, whether claimed or not, in the foreign applica- 
tion, to the extent that such disclosures are brought forward 
and included in both the United States application and the 
United States patent granted on this application, the latter. 
of course, being the basis for a 35 U.S.C. § 102(e) rejection. 

An important related question is whether another in- 
ventor, by proving a date of invention in this country, by 


2In this Circuit a copending patent under 35 U.S.C. 
§102(e) is considered part of the “prior art” under 35 
U.S.C. § 103, so that no distinction is made, with regard to 
the effective reference date, between an anticipation rejec- 
tion under 35 U.S.C. 4 102(e) and an obviousness rejection 
under 35 U.S.C. § 103. The copending patent is effective as 
a reference as of its application filing date for everything 
disclosed, whether claimed or not, in the originally filed 
application, to the extent that such original disclosure is not 
cancelled from the application during prosecution and thus 
becomes part of the disclosure in the patent ultimately 
granted. Hazeltine Research, Ine. v. Ladd, 226 F.Supp. 459, 
140 USPQ 444, affirmed, 143 USPQ 337 (C.A.D.C.). It should 
be noted, however, that both parties and the Court agree 
that the rejection presently under consideration is solely 


of the 35 U.S.C. $ 102(e) type. 
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either actual or constructive reduction to practice,’ during 
the time interval between the foreign filing date and the 
actual United States filing date of a foreign inventor's pat- 
ent applications the foreign inventor's United States ap- 
plication being entitled under 35 U.S.C. § 119 to benefit of 
the earlier filing date of the foreign application, can thereby 
remove the foreign inventor's United States patent as a 
reference. The Court holds that such reduction to practice 
during the time interval between the foreign inventor's for- 
eign and actual United States filing dates will not suffice to 
remove the foreign inventor’s United States patent as a 
reference, as to subject matter disclosed in the United States 
patent reference. whether claimed therein or not, provided 
that the disclosed subject matter in the United States patent 
corresponds to disclosures in the foreign patent application, 
or applications as the case may be, which serves as the basis 
of the right of priority accorded to the foreign inventor’s 
United States patent application. It is likewise immaterial 
whether the subject matter relied upon for reference pur- 
poses is claimed or not in the foreign application, so long 
as it is disclosed therein. 

Before proceeding to a more detailed discussion of this 
case, the Court considers it desirable, in view of the evident 
confusion as to effective reference dates on the part of 
writers on this subject, to provide a few examples to il- 
lustrate the holding herein. 

In the simplest case, the foreign inventor’s foreign and 
United States applications are essentially identical, with 
allowances for immaterial variations in wording, formal 
arrangement, and language translation. Therefore, the for- 


* Actual reduction to practice according to the facts of 
this case, but this Court sees no difference in principle 
whether the reduction to practice is actual or constructive. A 
date of invention is a date of invention, and may be es- 
tablished by proof of either actual or constructive reduction 
to practice. 
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eign inventor’s United States patent will be essentially 
identical to his foreign application, and will be effective as a 
reference from the foreign filing date. Of course, it should 
not even be necessary to say that a United States patent 
cannot be cited as a reference under 35 U.S.C. § 102(e) until 
the patent is actually granted. When it is granted, the effec- 
tive date of the United States patent relates back to the for- 
eign filing date, assuming always that 35 U.S.C. 4119 is 
applicable. 

Suppose now that certain disclosures in the foreign ap- 
plication are omitted, for any reason, from the counterpart 
United States application. If these disclosures are not added 
by amendment, assuming this is permissible, then the cor- 
responding United States patent will not contain these dis- 
closures. For whatever value these omitted disclosures may 
have, if any, they certainly cannot give rise to a proper 35 
U.S.C. § 102(e) rejection, which must be based on disclosure 
actually present in, as distinguished from omitted from, a 
United States patent. 

Another possibility is that subject matter originally 
present in both the United States and foreign applications 
may be cancelled from the United States application prior 
to grant. Once again, a 35 U.S.C. § 102(e) rejection cannot 
be properly based on disclosures omitted from the United 
States patent, even though such disclosures were present at 
one time during the prosecution of the United States ap- 
plication upon which the patent was granted. 

As another example, suppose that new subject matter is 
presented for the first time when the foreign inventor’s 
United States application is filed. Here it is appropriate to 
consider the analogous situation with regard to 35 U.S.C. 
$120. It is believed to be recognized by everyone that the 
new subject matter of a United States continuation-in-part 
application must stand on its own filing date. This new sub- 
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ject matter. unlike the commonly disclosed subject matter, 
is not entitled to the benefit of the filing date of an earlier 
parent United States application. More will be said about 
the analogy between 35 U.S.C. §§ 119 and 120 later in the 
Opinion. For present purposes, it will suffice to state that, 
in the analogous situation under 35 U.S.C. § 119, the new 
subject matter presented for the first time in the foreign 
inventor's United States patent application must stand on 
its own filing date. i-e., the actual United States filing date. 
The foreign inventor is not entitled to a right of priority 
for his United States application as to subject matter not 
actually included in the foreign application upon which 
the right of priority under 35 U.S.C. ¢ 119 is based. 

The Patent Offce Board of Appeals, which rendered a 
unanimous decision against plaintiff in this case, is ap- 
parently well aware of the vital distinction which must be 
made with regard to the different effective reference dates 
of a United States patent such as Feather el al., wherein 
new matter not specifically disclosed in the Feather et al. 
British application was included for the first time in the 
Feather et al. United States application. The Board states, 
at page 3 of the Opinion: 

“No question is raised as to the supporting disclosure in 
the certified copy of the British specification. (It should 
be noted that lines 33 to 35 of column 1 of the Feather et 
al. patent provide a full anticipation, but that this 
sentence is not used since it does not appear in the 
British specification, except possibly by reference to 
another British application which is not relied upon by 
the U.S. patent and is not before us.) 

With this general background it is now appropriate to 
proceed to a more detailed consideration of the relevant 
statutes, rules of practice, judicial decisions, articles, and 
other authorities in order to obtain guidance as to the law, 
the equities, and public policy considerations involved in the 
area of study with which the Court is concerned due to the 
facts of this case. 
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Since the rejection is based on 35 U.S.C. §102(e) inter- 
preted in light of 35 U.S.C. $119, it is appropriate to 
begin with 35 U.S.C. §102(e). The Reviser’s Note for 35 
U.S.C.A. §102 reads as follows: 

“Paragraph (e) is new and enacts the rule of Milburn 
v. Davis-Bournonville, 270 U.S. 390, by reason of 
which a United States patent disclosing an invention 
dates from the date of filing the application for the 
purpose of anticipating a subsequent inventor.” 


It is worthy of mention at this point that “the date of 
filing the application” is not limited to either the actual 
United States filing date or the United States application. 
The expression could include a constructive, or legal, 
United States filing date obtained by filing a previous 
application in a foreign country and claiming a right of 
priority based on the foreign patent application. 

Proceeding now to the Milburn decision, upon which 35 
U.S.C. §102(e) is based, this Court is initially impressed 
by the similarity of petitioner Milburn’s arguments to 
those actually advanced, or which could have been ad- 
vanced, by the defendant in the present case. In fact, 
this Court has considered it of value to study these argu- 
ments, substituting British patentees Feather et al. in 
place of American patentee Clifford and applicant Rapala 
in place of patentee Whitford. With these substitutions, 
and bearing in mind the fact that the Supreme Court 
unanimously decided the case in favor of petitioner Mil- 
burn, defendant’s arguments could be as follows: 

“It (the Court below) erred further in overlooking 
the inequity of the grant to Whitford (Rapala) of a 
monopoly which would deprive Clifford (Feather et 
al.) of the right to use important features of his 
(their) own device and deprive the public of the right 
to use what was disclosed in Clifford’s (Feather et 
al’s) prior (British) application and which was 
either known to Clifford (Feather et al.) to be old 
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or, if invented by Clifford (Feather et al.), deliber- 
ately dedicated to the public .... The right of the 
public to use the invention was tentative during the 
period of two years from the date of the Clifford 
(Feather et al.) patent, as during this period Clifford 
(Feather et al.) might have filed an application for 
a reissue. or a divisional application, claiming the 
invention. and the application would have related 
back to the date of filing the original (British) appli- 
cation... . Clifford (Feather et al.) perfected his 
(their) invention when he (they) filed his (their 
British) application .... The (British) application 
was a constructive reduction to practice—of what it 
disclosed—before Whitford (Rapala) conceived (and 
actually reduced the invention to practice)”. 270 U.S. 
391-2. 

Taking into account the fact that Whitford had al- 
ready been granted a United States patent, while plain- 
tiff is here seeking to obtain under 35 US.C. §145 a 
patent for the invention claimed in the Rapala applica- 
tion, although disclosed in the Feather et al. British appli- 
cation. plus the fact Milburn was an infringement suit, 
this Court nevertheless considers the above arguments to 
have considerable weight with regard to equitable and 
policy considerations. With regard to the argument of 
plaintiff here that unclaimed disclosures in a copending 
United States patent should not be used for reference 
purposes, as distinguished from claimed disclosures, which 
may be used, this Court notes that the following argu- 
ments on this point were presented to the Supreme Court 
by respondent Davis-Bournonville: 

“A patent application does not establish prior inven- 
tion or priority of right unless the subject matter 
disclosed ig claimed... . 

“The doctrine (of constructive reduction to practice) 
has no application to unclaimed subject matter, and 
has been evolved solely for the benefit of one assert- 
ing a right to a patent .... 270 U.S. 395. 


District Court Opinion 113 


“The unclaimed disclosure in a patent application 
does not constitute prior knowledge within the mean- 
ing of $4886 (now 35 U.S.C. §102(a)) as of the date 
of filing of the application .... To regard the sub- 
ject matter disclosed but not claimed in an applica- 
tion as part of the prior art as of the date of filing 
of that application is, we think, so far in conflict with 
the practical purpose of the patent law and so in- 
consistent with all the other rules and procedures 
that have grown up in the practical carrying out of 
that purpose that it must be rejected.” 270 U.S. 398. 

It would appear that the arguments rejected were those 
of respondent Davis-Bournonville, as the Supreme Court 
unanimously decided the case in favor of petitioner Mil- 
burn. Strictly as a practical matter, this Court would 
agree with plaintiff. and would have agreed with Davis- 
Bournonville, that an applicant for patent cannot reason- 
ably be held to have actual knowledge of unclaimed dis- 
closures in pending United States patent applications, 
since 35 U.S.C. §122 requires that “applications for pat- 
ents shall be kept in confidence by the Patent Office”. 
However, it requires no citation of authority to assert 
that the law reflects equitable and policy considerations, 
as well as practical matters, and sometimes the latter 
must suffer in favor of the former. 

Proceeding now to consideration of the Opinion of Mr. 
Justice Holmes for a unanimous Supreme Court in Mil- 
burn, this Court notes the following statement: “by the 
words of the statute a previous foreign invention does 
not invalidate a patent granted here if it has not been 
patented or described in a printed publication. Rev. Sts. 
§4923.” At first glance this would appear quite beneficial 
to plaintiff's position in this case. However, the use of 
the words “patented or described in a printed publica- 
tion,” plus the citation of Section 4923 of the old Revised 
Statutes clearly indicate to this Court that Mr. Justice 
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Holmes was speaking only of the predecesor of present 
subsection (a) of 35 U.S.C. §102.° 

The statutory ground of rejection in the present case is 
35 U.S.C. §102(e), not 35 U.S.C. §102(a), an entirely dif- 
ferent ground of rejection with which the present case is 
not at all concerned. 

Mr. Justice Holmes states “the principle that, subject 
to the exceptions mentioned, one really must be the first 
inventor in order to be entitled to a patent” at 270 U.S. 
400. Then on the next page of Milburn, the following 
statement is made: 

“The delays of the patent office onght not to cut down 
the effect of what has been done. The description 
shows that Whitford was not the first inventor. Clif- 
ford had done all that he could do to make his de- 
scription public. He had taken steps that would make 
it public as soon as the Patent Office did its work, 

. We see no reason in the words or policy of 
the law for allowing Whitford to profit by the delay 
and make himself out to be the first inventor when 
he was not so in fact, when Clifford had shown knowl- 
edge inconsistent with the allowance of Whitford’s 
claim.” 270 U.S. 401. 


This Court sees no more logical reason to hold the 
delays of either the British Patent Office or the United 
States Patent Office against Feather et al. than Mr. 
Justice Holmes saw to hold the necessary delays of the 
Tnited States Patent Office against Clifford. But a far 
more important delay than the delays of any Patent 
Office is involved in this case, namely, the delay of Feather 
et al. in filing their United States patent application 


®35 U.S.C. 4102(a) reads as follows: 
“A person shall be entitled to a patent unless— 

(a) the invention was known or used by others in 
this country, or patented or described in a printed 
publication in this or a foreign country, before the 
invention thereof by the applicant for patent, or... 
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nearly one year after filing their counterpart British 
application. At first glance the natural tendency is to 
discount the possible interests of foreign inventors ac- 
cording to the facts of this case for two reasons: (1) the 
foreign inventors, Feather et al., already have their 
United States patent; (2) plaintiff here is the assignee of 
an American inventor, Rapala. But a single illustration 
will suffice to show what might happen to foreign inven- 
tors if the statutory construction urged by plaintiff were 
adopted by this Court. Suppose Feather et al. had dis- 
closed and claimed a patentable combination of elements, 
one of these elements being already known, but only in 
limited circles in Great Britain. Since the element was 
not their invention, Feather et al. could not legitimately 
claim it, so the element is disclosed but not claimed in 
the Feather et al. British and United States patent appli- 
cations. During the interval between the filing dates of 
the two Feather et al. applications, suppose Rapala in- 
vents the element in the United States and files a patent 
application disclosing and claiming the element. Accord- 
ing to plaintiff, Rapala should receive the patent for the 
element, being the first actual inventor of the element in 
the United States. If Feather et al. now proceed to make, 
use, or sell their patented combination in the United 
States using the Rapala element or a substantial equiva- 
lent thereof, Feather ct al. will thereby directly infringe 
the Rapala patent. Under such circumstances, this Court 
is of the opinion that, realistically speaking, Feather et al. 
cannot be considered to have obtained the “benefit of 
(their) earlier filing date in (a) foreign country” as pro- 
vided them by 35 U.S.C. §119, even considering this bene- 
fit as a “personal privilege,” as plaintiff contends. As a 
practical matter, Feather et al, would have a worthless 
patent, unless they chose to exercise their “personal 
privilege” by paying royalties to plaintiff, Rapala’s as- 
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ee. for a license to use the patented element in their 
patented combination. 

Suppose instead that the defendant’s interpretation of 
35 T.S.C. $102(e) is accepted by the Court. In that 
event. the patent rights of foreign inventors Feather et 
al. are not diminished, but Rapala, an American inventor, 
would not obtain a patent. However, at the beginning of 
this hypothetical situation, it was noted that Rapala is 
not the first inventor. The first actual inventor may be 
unknown. but to apply the reasoning of Mr. Justice 
Holmes in Milburn. it is not necessary to show who did 
| invent the thing in order to show that Rapala did not. 
270 U.S. 401. This Court readily acknowledges that 
Rapala was the first actual American inventor of the 
claimed subject matter, but he was clearly not the first 
inventor in a real sense. This being so, while Rapala 
may have a legal right to a patent as the first American 
inventor, the Court finds it difficult to say he has an 
' equitable right to such a patent, whose issuance might 
well severely prejudice the legitimate patent rights of 
prior foreign inventors. At any rate, the Court is of the 
opinion that plaintiff is not entitled to win this case on 
the basis of plaintiff’s superior equities. If plaintiff's 
urged construction is to prevail, it must be on the basis 
of either strict interpretation of the law or clear national 
policy to the effect that the patent rights of American 
inventors must invariably prevail over those of foreign 
inventors. 

If the one year delay in the filing of the Feather et al. 
Tnited States application were merely due to the fact 
that these foreign inventors did not find it worth their 
while to expedite filing of their application in this country 
any sooner, due to more pressing business matters, this 
Court would not hesitate to find them guilty of laches. 
As a matter of fact, Feather et al. probably could have 
filed their United States patent application within a week 
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after their British application, if they had felt it neces- 
sary, or even advisable to do so. Obviously, no language 
translation was necessary. The requirements of disclosing 
and claiming the invention are quite similar in the two 
countries.’ Air mail service between London and Wash- 
ington is a matter of perhaps two days, three at most. 

If a one year delay were permitted to foreign inventors 
by law, it is likely that they would take advantage of it, 
since the later an application is filed, the later the patent 
is likely to be issued, and the seventeen year term of a 
United States patent commences with the date of grant 
according to 35 U.S.C. §154. The later vears of a patent 
term are likely to be more valuable years, when develop- 
ment of the invention has been completed and a market 
established for the patented article, machine. or composi- 
tion of matter. 

Thus, as a practical matter, foreign inventors are likely 
to delay filing their United States patent applications as 
long as such delay in filing will not seriously prejudice 
their patent rights in the United States. The question 
now to be considered is whether foreign inventors have 
a right to delay filing their United States patent applica- 
tions until one year after filing their counterpart foreign 
applications, without running the risk of suffering serious 
harm to their patent rights in this country as a result of 
acts which might occur in this country during the one 
year delay in filing, such acts including the independent 
making of inventions in this country by American in- 
ventors. In a real sense, the question is whether foreign 
inventors have a right to rely on the right of priority 
guaranteed to the United States patent applications of 


* Knight, “British Patent Office Practice’, Journal of 
the Patent Office Society, Vol. 47, No. 1, January 1965, 
pp. 16-39. Note especially the similarity expressed at the 
top of p. 20 to the requirements of 35 U.S.C. §112. 
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these foreign inventors by Congress according to 39 
U.S.C. §119. This Court is of the opinion that foreign 
inventors have a legal right to rely upon 35 U.S.C. §119. 
This Court is of the opinion that foreign inventors have 
a legal right to rely upon 35 U.S.C. §119, as the words of 
this provision would be commonly understood by any 
man familiar with the English language. The Court is 
further of the opinion that. if plaintiff’s interpretation of 
§119 should be adopted, it would not be inappropriate to 
say that foreign inventors would have been sucked into 
quicksand by a combination of an Act on Congress and 
statutory interpretation on the part of this Court. 

With this treatment of the typical one year delay be- 
tween a foreign inventor’s foreign filing and United 
States filing dates being sufficient for present purposes, 
it is appropriate to complete the study of the Milburn 
case. In regard to the distinction that plaintiff contends 
should be made between claimed and unclaimed dis- 
closures in a United States patent used for reference 
purposes, Mr. Justice Holmes states the following views 
in Milburn: 

“Jt is said that without a claim the thing described 
is not reduced to practice. But this seems to us to 
rest on a false theory helped out by the fiction that 
by a claim it is reduced to practice. A new applica- 
tion and a claim may be based on the original de- 
seription within two years, and the original priority 
established notwithstanding intervening claims. Chap- 
man v. Wintroath, 252 US. 126, 137. A description 
that would bar a patent if printed in a periodical or 
in an issued patent is equally effective in an applica- 
tion so far as reduction to practice goes.” 270 US. 
401-2. 


Speaking next of “the analogies relied upon below” by 
the Second Circuit Court of Appeals, the following state- 
ment is made by Mr. Justice Holmes: 
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“The policy of the statute as to foreign inventions 
obviously stands on its own footing and cannot be 
applied to domestic affairs.” 270 U.S. 402. 


This Court is of the opinion that the particular analogy 
of which the Supreme Court Opinion in Milburn speaks 
is the following analogy which the Second Circuit at- 
tempted to draw involving R.S. 4887, the predecessor of 
present 35 U.S.C. $119: 

“An analogy may be taken from R.S. 4887 (Comp. 
St. 9431), providing that one may receive a patent for 
his invention, even though it had ‘been first patented 

. . in a foreign country’ except as provided in the 
act. What is patented in the foreign country is the 
invention, yet it has long been held that, since what 
may prevent the obtaining of an American patent is 
the existence of a foreign patent, the two patents 
must be identical, which means that the ‘inventions 
actually claimed’ must be identical; for ‘it is not 
sufficient that the foreign patent may disclose the 
invention of the later United States patent, where it 
is not therein claimed’ ”.’ 


From the previous reference of Mr. Justice Holmes to 
“a previous foreign invention” at 270 U.S. 400, one could 
not definitely ascertain whether reference was being made 
to a foreign inventor's foreign patents or to his counter- 
part United States patent for the same invention. Al- 
though this previous reference was clearly directed to 
the predecessor of 35 U.S.C. $102(a), whereas the present 
rejection is based on §102(e) of present Title 35, never- 
theless it is true that §102(a) speaks of an invention 
“patented . . . in this or a foreign country,” and its 
predecessor R.S. 4923 merely recited the word “patented.” 

From the analogy drawn by the Second Circuit, to 
which the Supreme Court refers in Milburn, it now be- 


* Davis-Bournonville Co. v. Alexander Milburn Co., 1 
F.2d 227, 231 (2nd Cir.) 
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comes crystal clear that when Mr. Justice Holmes refers 

to “a previous foreign invention” and “the policy of the 
_ Statute as to foreign inventions.” this reference is made 

to foreign patents covering & previous foreign invention, 
as distinguished from a United States patent protecting 
' the same previous foreign invention, such as the Feather 
et al. United States patent with which the present case 
is concerned. The Court must emphasize once again that 
' the rejection in the present case is based on the disclosure 
' in a United States patent under 35 U.S.C. §102(e). The 
rejection 1s not based on 35 U.S.C. §102(a), and it would 
be immaterial whether or not Feather et al. ever even 
received a British patent for their British application. 
The British application could have been abandoned be- 
fore grant of a British patent, either before or after 
acceptance and publication of the accepted British appli- 
cation. but this could not affect the outcome of the pres- 
ent case. insofar as this Court can determine. 

The following significant statement of the Supreme 
Court appears in Milburn at 270 U.S. 402: 

“The fundamental rule we repeat is that the patentee 
must be the first inventor.” 

If the patentee is not the first inventor, his patent will 
be held invalid by the Courts, as the Whitford patent 
was held invalid by the Supreme Court in Milburn. If an 
applicant is not the first inventor, at least the first in- 
ventor in the United States, then his application for 
patent should not be granted in the first place. 

On the basis of a thorough review of the Milburn case, 
this Court is of the opinion that Milburn could, and prop- 
erly should, have been subsequently interpreted in light 
of B.S. 4887, the predecessor of present 35 U.S.C. $119, 
from 1926 onward. This exact question is not involved in 
the present case, however. This Court must decide 
whether 4192(«) of present Title 35, the Patent Act of 
1952, should be interpreted in light of another section of 
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the same present Title 35, the Patent Act of 1952, namely 
§119 thereof. 

As a general observation, the Court asserts the proposi- 
tion that, while it may be proper in certain instances to 
refuse to interpret a 1926 Supreme Court decision (Mil- 
burn) in light of a 1903 Act on Congress (R.S. 4887, as 
amended in 1903), it is something else entirely to refuse 
to interpret one section of an Act of Congress in light of 
another section of the same Act of Congress. The Patent 
Act of 1952 enacts present Title 35 of the United States 
Code into positive law. The several sections of Title 35 
were simultancously enacted (or re-enacted, as the case 
may be) into positive law as parts of a comprehensive 
whole. This Court is therefore of the opinion that. in 
the absence of clear evidence compelling a contrary re- 
sult, each and every section of present Title 35 should be 
interpreted in light of each and every other section of 
present Title 35. To do otherwise would be to defeat the 
overall intent of Congress. These sections were not indi- 
vidually enacted or re-enacted by Congress in a vacuum, 
and this Court will not read these sections, which were 
simultaneously considered by Congress in 1952, as though 
the several sections were so many completely isolated 
elements. 

The exact language of 35 U.S.C. §102(e) enacted by 
Congress as positive statutory law for the first time in 
1952 in order to codify the Milburn rule, is as follows: 

“A person shall be entitled to a patent unless— 

... (e) the invention was described in a patent 
granted on an application for patent by another filed 
in the United States before the invention thereof by 
the applicant for patent, or .. - Bt 

The words of subsection 102(¢) are not at all difficult to 
understand. “The invention” (first usage) means the in- 
vention disclosed and claimed by an applicant such as 
Rapala. The word “described” interpreted in light of 
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Milburn, includes unclaimed as well as claimed disclosures. 
The word “patent” is not strictly limited to a United 
States patent, but it is clear from the context that only a 
United States patent may be “granted on an application 
for patent by another filed in the United States.” No 
other country will, at this time, grant a foreign patent on 
an application filed only in the United States. Likewise, 
at this time, the United States Patent Office will only 
grant a patent after a United States application is filed.* 
The word “granted” refers to the fact that the United 
States application cannot be used as a reference under 
subsection 102(e). Only the issued, or granted, United 
States patent may be so used. “Application for patent by 
another filed in the United States” means exactly what it 
says, namely that another inventor (other than the in- 
ventor such as Rapala whose application is being re- 
jected on this statutory ground) must file an application 
for patent in the United States Patent Office, which appli- 
cation must mature into a United States patent before 
this statutory ground of rejection can be applicable. 
“Another” inventor on the facts of this case would be 
Feather et al. “Before the invention thereof by the appli- 
cant for patent” refers to the time at which the invention 
is made by an applicant for patent such as Rapala, rela- 
tive to the effective date as a reference of the United 
States patent which is used as a reference under this sub- 
section 102(e), namely, the Feather et al. United States 
patent in this case. As previously mentioned, “invention” 
includes both conception and reduction to practice. An 
invention is not made, or completed, until the date on 
which it is reduced to practice, either actually or con- 


* This matter is not as simple as it first appears. Pro- 
posals have been advanced whereby the filing of an appli- 
cation in one Common Market country would lead to a 
patent, assuming grant of the application, effective in all 
six of these countries. Similar proposals have been ad- 
vanced for the Scandinavian countries. 
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structively (the latter by filing a patent application in 
either the United States or a foreign country). 

On the facts of this case, Rapala proved actual reduc- 
tion to practice in this country before the date on which 
Feather et al. actually physically filed their United States 
patent application, although Rapala was unable to ante- 
date the filing date of the Feather et al. British applica- 
tion, priority of which was claimed by Feather et al. (or 
their assignee) under 35 U.S.C. §119 for the correspond- 
ing United States patent application. 

With no dispute as to the facts of this case, both parties 
having moved for summary judgment, the Court would 
unquestionably be bound to grant plaintiff's motion for 
summary judgment if the law is such that 35 U.S.C. 
§102(e) is to be considered a law unto itself, as though 
suspended in mid-air. As previously mentioned, this Court 
considers the various sections of present Title 35 of the 
United States Code, enacted into positive law by Congress 
in 1952, as parts of an integrated whole. Furthermore, 
when one considers what is actually meant by an “appli- 
cation for patent” as these words are used in 35 U.S.C. 
§102(e), the Court believes it appropriate to refer to 
Chapter 11 of present Title 35, which is entitled “Appli- 
cation for Patent.” Twelve sections are included under 
this chapter heading, sections 111 to 122. inclusive, of 
present Title 35. This Court believes Congress must have 
intended that the words “application for patent” in sec- 
tion 102(e), and elsewhere in present Title 35, should be 
interpreted in light of the twelve sections included in 
“Chapter 11—Application for Patent.” Two of these 
twelve sections are Sections 119 and 120, which defendant 
contends are so analogous that each should properly be 
read in light of the other. Defendant also contends, in 
essence, that “application for patent” in 35 U.S.C. §102(e) 
should properly be interpreted in light of these two analo- 
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gous sections, both of which are ineluded in “Chapter 11— 
Application for Patent.” The Court views these conten- 
tions as entirely reasonable and logical and they are fully 
accepted. 

The Orst paragraph of 35 U.S.C. §119 begins as follows: 
**An application for patent for an invention filed 
in this country by any person who has, or whose 
legal representatives or assigns have, previously 
regularly filed an application for a patent for the 
same invention in a foreign country which affords 
similar privileges in the case of applications filed 
in the United States or to citizens of the United 
States, shall have the same effect as the same appli- 
cation would have if filed in this country on the 
date on which the application for patent for the 
same invention was first filed in such foreign country, 
if the application in this country is filed within 
twelve months from the earliest date on which such 
foreign application was filed; ....”’ 

The first thing to be noted about this statute is the 
numerous references to ‘‘application for patent,’’ or 
simply ‘‘application.”’ This in itself leads to the con- 
clusion that Congress intended ‘‘application for patent’’ 
in 35 U.S.C. $102(¢) to be interpreted in light of 35 
U.S.C. 4119. Congress does not use words in the same 
Act with the invention that the same words should mean 
one thing in one section and an entirely different thing 
in another section of the same Act. 

Upon reading the following proviso at the end of the 
first paragraph of 35 U.S.C. 4119, the Court gains the 
distinct impression of having seen these words before: 

‘*. . . but no patent shall be granted on any applica- 
tion for patent for an invention which had been 
patented or described in a printed publication in any 
country more than one year before the date of the 
actual filing of the application in this country, or 
which had been in public use or on sale in this 
country more than one year prior to such filing.’’ 
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With some immaterial variations, these are the 
familiar words setting forth the statutory bars of 35 
U.S.C. §102(b).* Thus, from the proviso at the end of 
the first paragraph of 35 U.S.C. §119, it is the evident 
intent of Congress that, in any conflict between the 
provisions of 35 U.S.C. §102(b) and 35 U.S.C. §119, the 
former should prevail. From this, it might be argued 
that Congress intended 35 U.S.C. §102 in general, or 35 
U.S.C. §102(e) in particular, to prevail in any conflict 
with section 119. As to the general argument, it would 
have been much simpler for Congress to insert a general 
proviso to this effect in section 119 than to recite again 
in detail in the proviso the numerous statutory bars of 
subsection 102(b), if such had been the real intent of 
Congress. A similar general proviso with regard to 
favoring section 119 is included in 35 U.S.C. §104. 
Congress specified in section 104 that in any conflict 
between sections 104 and 119 with regard to proof of 
the date of an invention made by a foreign inventor 
in a foreign country, section 119 is to prevail, and a 
foreign inventor may estabilsh his date of invention 
abroad by constructive reduction to practice, ie. by 
filing a patent application for the invention in a foreign 
country. This favoritism expressed by Congress toward 
section 119 by the inclusion of the general proviso in 


°This repetition of §102(b) in §119 is not merely 
redundant, as the following example will show. German 
patent Iaw permits an inventor to publish an article 
disclosing his invention up to six months prior to filing 
his German patent application. Suppose a German in- 
ventor publishes, six months later files his German appli- 
cation, then one vear after the latter files his American 
application, claiming a right of priority based on his 
German application. Under 35 U.S.C. $119, in the absence 
of the proviso, this would be permissible. With the 
proviso in 35 U.S.C. $119, as it is, the German inventor 
is met by a statutory bar. 
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section 104 is a good indication that Congress intended 
that a broad and liberal construction of section 119 for 
the benefit of foreign inventors should be adopted by 
the Courts with the one specifically indicated exception 
for the statutory bars of subsection 102(b). 

As for the specific argument that, because Congress 
intended subsection 102(b) to prevail over section 119, 
subsection 102(e) should also prevail over section 119, 
it may be said that a similar specifie proviso for sub- 
section 102(e) is conspicuous by its absence from section 
119. Furthermore, since Congress evidently foresaw the 
possibility that one subsection of section 102, namely, 
102(b), would be read together with section 119, it 
would appear that Congress should have foreseen the 
possibility that other subsections of section 102, especially 
102(e), would be read together with section 119. If such 
had been against the intent of Congress, then other 
specific provisos similar to that for subsection 102(b), 
or even a general proviso for the whole of section 102, 
would have been inserted in section 119. Once again, 
such provisos are conspicuous by their absence from 
section 119. in view of the specific proviso for subsection 
102(b) included therein. 

Section 119 of present Title 35 is the successor of 
section 4887 of the old Revised Statutes. In 1903 R.S. 
4887 was amended in order to provide for a right of 
priority guaranteed to foreign inventors by Article 4 of 
a treaty known as the International Convention for the 
Protection of Industrial Property concluded at Paris 
on March 20, 1883. The United States Senate first 
ratified this treaty on March 2, 1887. 

The Convention itself has been revised several times, 
at Brussels on December 14, 1900, at Washington on 
June 2, 1911, at the Hague on November 6, 1925, at 
London on June 2, 1934, and at Lisbon on October 31, 
1958. The latest (Lisbon) text of the Convention was 
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ratified by the United States Senate on August 17, 1960, 
and the Senate bill of ratification was signed on August 
29, 1960 by President Eisenhower. On January 2, 1962, 
President Kennedy proclaimed and made public ‘‘the 
said Convention to the end that the same and every 
article and clause thereof shall be observed and fulfilled 
with good faith on and after January 4, 1962, by the United 
States of America®...” 

Among others, ‘‘every article and clause thereof’ 
includes Article 4, with which the present case is chiefly 
concerned. Some of the major provisions of Article 4 are 
as follows: 

‘¢4—(1) A person who has duly filed an application 
for a patent ... in one of the countries of the Union, 
or his successor in title, shall enjoy, for the purpose 
of filing in the other countries, a right of priority 
during the periods hereinafter stated.” 775 O.G. 323. 

Thus it is seen that, while 35 U.S.C. §119 is written 
in terms of the status of ‘‘an application for patent”’, 
Article 4 refers merely to an applicant for patent, i.e., 
‘‘a person who has duly filed an application for a patent.”’ 
Congress certainly must be conclusively presumed to 
know the difference between an application and an appli- 
cant, especially in view of the alternative specification 
in 35 U.S.C. §119 of ‘“‘applications filed in the United 
States or to citizens of the United States,’’ (the latter, 
of course, being the applicants as distinguished from 
the inanimate applications), when speaking of the 
‘similar privileges’’ to be afforded by foreign countries. 

Also, Article 4 includes a limitation ‘‘for the purpose 
of filing in the other countries’? which is conspicuous 
by its absence from 35 U.S.C. §119. This would indicate 


2°The Presidential Proclamation and the Lisbon text 
of the Convention for the Protection of Industrial Prop- 
erty are printed in the February 13, 1962 Patent Office 
Official Gazette at 775 O.G. 321. 


128 District Court Opinion 


that Congress did not intend section 119 to be so limited 
as Article 4 in its purpose. Those familiar with patent 
law need not be reminded that the inclusion of more 
limitations in a claim narrows its scope, while exclusion 
of limitations from a claim widens its scope. Similar 
principles are applicable to the interpretation of treaty 
articles and statutory provisions implementing these 
treaty articles. 

It is evident to the Court that. since Article 4 contains 
so many more limitations than 35 U.S.C. $119, which, 
among other things. implements the Article, therefore 
the relatively broad provisions of section 119 must be 
held to include each and every clause of Article 4, just 
as intermediate scope patent claims are completely within 
the scope of generic patent claims, although generic 
claims contain fewer limitations. Yet, at the same time, 
just as generic claims cover more subject matter than 
intermediate scope claims, section 119 of present Title 
35 must be held to be of broader scope and purpose 
than the Convention Article which it implements as 
positive law in the United States. 

Some of the other major provisions of Article 4 in- 
cluded within the scope of section 119 are as follows: 

‘© 4\—(2) Every filing that is equivalent to a regular 
national filing under domestic law of any country 
of the Union or under bilateral or multilateral 
treaties concluded between countries of the Union 
shall be recognized as giving rise to a right of 
priority. 

(3) By a regular national filing is meant any 
filing that is adequate to establish the date on which 
the application was filed in the country concerned, 
whatever may be the outcome of the application.” 
775 O.G. 323. 


Among other things, these provisions mean that a 


foreign application need not satisfy the requirements 
of 35 U.S.C. 4112 in order to give rise to a right of 


District Court Opinion 129 


priority in the United States, it being sufficient if the 
requirements of the ‘‘domestic law’’ of the foreign 
country where the foreign application is filed are met. 
In distinction, the counterpart United States application 
of a foreign inventor for the same invention must, of 
course, meet the requirements of 35 U.S.C. §112. 

Clause A—(3) establishes the fact, mentioned previ- 
ously, that ‘‘the outcome of the application’? which gives 
rise to a right of priority is immaterial. The Feather 
et al. British application, for example, could have been 
abandoned prior to grant of a British patent, or even 
prior to publication of the accepted application by the 
British Patent Office. 

Clause B of Article 4 is extremely significant for pur- 
poses of understanding the present case: 

‘‘Consequently, the subsequent filing in any of the 
other countries of the Union before the expiration 
of those periods shall not be invalidated through 
any acts accomplished in the interval, as, for instance, 
by another filing, by publication or exploitation of 
the invention, . . . and these acts cannot give rise 
to any right of third parties, or of any personal 
possession. Rights acquired by third parties before 
the date of the first application which serves as the 
basis for the right of priority are reserved under 
the domestic legislation of each country of the Union.’? 
775 0.G. 323. 

Therefore, it is evident that ‘these acts,” including 
actual reduction to practice by Rapala or even filing 
a United States patent application if he had done 80, 
which would merely amount to ‘another filing,’’ not 
only shall not invalidate the subsequent filing of the 
Feather et al. United States patent application, but also 
“‘these acts cannot give rise to any right of third parties,”’ 
including Rapala and_ plaintiff, his assignee, among 
others. It must be emphasized that it is acts accomplished 
in the interval, one year at most, between a foreign 
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inventor's foreign filing date (Convention priority date) 
and United States filing date which ‘‘cannot give rise 
to any right of third parties.** The Convention specifically 
provides for the reservation of third party rights ac- 
quired before the filing date of the first application 
which serves as the basis for a claim to the right of 
priority guaranteed foreign inventors by the combination 
of 35 U.S.C. $119 and Article 4 of the duly ratified 
treaty. Such rights of third parties acquired prior to the 
Convention priority date, or prior to the first of these 
dates if several Convention priority dates are relied 
upon by a foreign inventor, are expressly ‘‘reserved 
under the domestic legislation of each country of the 
Tnion.’’ which in the United States would mean by Act 
of Congress. the ‘“‘domestic’’ legislature for this country. 

At this point, the Court notes that it is not strictly 
correct to say that 35 U.S.C. §119 implemented as 
positive law in this country all of the provisions of 
‘Article 4 of the Lisbon text, which is a 1998 revision 
of the Convention. The 1934 London text” was in effect 
in this country at the time 35 U.S.C. §119 was enacted 
by Congress in 1952, so it is more correct to say that 
Article 4 of the London text was implemented by section 
119. The question may arise as to the effect of new 
provisions included for the first time in Article 4 of the 
1958 Lisbon text. This Court believes an argument could 
be made that such new provisions are implicitly included 
in 35 U.S.C. $119, which is much broader in scope than 
Article 4 of either text. However, Congress evidently 
realized the desirability of expressly including in section 
119 a particular new provision of the 1958 Lisbon text 
in order to remove a popular misconception that the 
foreign application upon which Convention priority is 
based must be the first foreign application. As a matter 
of fact, it has long been the established rule that, if the 


1153 Stat. 1748, 613 0.G. 23. 
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foreign inventor files first in a foreign country which 
is not a member of one of the Conventions® or which 
has no appropriate reciprocal legislation similar to our 
35 U.S.C. §119, this does not necessarily affect his right 
to claim a right of priority based on an application filed 
subsequently in a Convention country. For example, 
Feather et al. could have filed in India just before their 
British filing date, and the outcome of this case would 
likely have been the same, since India is a non-Convention 
country at present. 

Clause C—(4) of Article 4 of the 1958 Lisbon text 
of the Convention now specifically provides that the 
foreign application upon which the right of priority is 
based need not even be the first application filed in a 
Convention country. Convention priority may, in some 
instances, be based on a subsequent application filed 
in the same Convention country. While it was not strictly 
necessary for Congress to do so, it was evidently con- 
sidered desirable to specifically amend 35 U.S.C. §119 
in view of the expression in the first paragraph of section 
119 regarding ‘‘the application for patent for the same 
invention was first filed in such foreign country. .. .’’ 


*TIn addition to the International Convention for the 
Protection of Industrial Property, with which the present 
case is concerned, the broad language of 35 U.S.C. §119 
also is applicable to foreign countries which, together 
with the United States, are members of the Inter- 
American Convention relating to Inventions, Patents, 
Designs and Industrial Models, signed at Buenos Aires 
August 20, 1910 (30 Stat. 1811, 207 0.G. 935). 35 U.S.C. 
§119 also applies to foreign countries which have recipro- 
cal legislation similar to 35 U.S.C. §119. See also 35 
U.S.C.A. §119, 1964 Cumulative Annual Pocket Part, for 
a list of countries, including the Federal Republic of 
Germany, Italy, and Japan, with which the United States 
has entered into Treaties of Friendship, Commerce, and 
Navigation providing for reciprocal treatment of persons 
obtaining and maintaining patents of invention. 
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In order to avoid confusion which might result from 
this use of the word ‘‘first.”’ Congress amended section 
119 on October 3. 1961 (75 Stat. 748) by adding a new 
third paragraph. which begins as follows: 
*-In like manner and subject to the same conditions 
and requirements. the right provided in this section 
may be based upon a subsequent regularly filed 
application in the same foreign country instead of 
the first filed foreign application. .. .’”* 

Another important provision in the Convention for 
purposes of this case is Clause D—(3) of Article 4 which 
reads as follows: 

‘The countries of the Union may require any person 
making a declaration of priority to produce a copy 
of the application (specification, drawings, etc.) 
previously filed... .”’ 775 0.G. 324. 

Thus. the terms of the Convention itself do not require 
the filing of a certified copy of the foreign application 
upon which the right of priority is based. More im- 
portantly, 35 U.S.C. §119 required this by statute for the 
first time in 1952. The predecessors of section 119, namely 
BS. 4887 and section 32 of old Title 35 (1946 Edition) 
did not include such a requirement for the filing of 
certified copies of foreign applications upon which claims 
to Convention priority rights were based. In 1952, a 
second paragraph was included in 35 U.S.C. §119, which 
paragraph begins as follows: 

“‘No application for patent shall be entitled to this 
right of priority unless a claim therefor and a 
certified copy of the original foreign application, 
specification and drawings upon which it is based 
are filed in the Patent Office before the patent is 
granted, or at such time during the pendency of the 
application as required by the Commissioner not 
earlier than six months after the filing of the appli- 
cation in this country... .’’ 


335 U.S.C.A. $119, 1964 Cumulative Annual Pocket 
Part. 
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With regard to this new second paragraph added in 
1952, the Reviser’s Note for 35 U.S.C.A. §119 includes 
the following information: 

‘The second paragraph is new, making an additional 
procedural requirement for obtaining the right of 
priority. Copies of the foreign papers on which the 
right of priority is based are required so that the 
record of the United States patent will be complete 
in this country.’’ 

To summarize this point, prior to 1952, neither the 
Convention nor United States statute law required the 
filing of certified copies of these foreign applications. 
In the case of United States patents issued subsequent 
to January 1, 1953, when the Patent Act of 1952 took 
effect, a mandatory requirement was made that certified 
copies of these foreign applications, upon which priority 
rights were based, must be filed in the United States 
Patent Office. This requirement was not merely procedural, 
but substantive, since a foreign inventor who claimed 
a right of priority for his United States application 
without filing a certified copy of the appropriate foreign 
application would not obtain the benefits of 35 U.S.C. 
§119 for his United States application. By the express 
terms of the second paragraph of 35 U.S.C. $119, ‘‘no 
application for patent shall be entitled to this right of 
priority unless’’ two conditions are fulfilled. First, a claim 
to the right of priority must be made by the inventor 
or record assignee. Second, a ‘‘certified copy of the 
original foreign application’’ must be filed in the Patent 
Office at some time before the United States patent is 
granted. If either condition is met without the fulfillment 
of the other condition, then the foreign inventor's United 
States application obtains no right of priority under 
section 119. More will be said about this 1952 statutory 
change later in this Opinion. 
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The facts that a United States application may obtain 
the Convention priorities of several different foreign 
applications, each of which discloses some new matter 
for the first time, and that the United States application 
itself may include new matter disclosed by the foreign 
inventor for the first time, are shown by Clause F of 
Article 4, which begins as follows: 

“No country of the Union may refuse a priority 
or a patent application on the ground that the appli- 
cant claims multiple priorities, even originating in 
different countries, or on the ground that an applica- 
tion claiming one or more priorities contains one 
or more elements that were not included in the 
original application or applications whose priority 
is claimed. provided that. in both cases, there is 
unity of invention within the meaning of the law of 
the country.” 


The last clause of Article 4 of the Convention estab- 
lishes the fact that no valid distinction can be made 
between claimed and unclaimed disclosures of the foreign 
applications upon which the right of priority of the 
counterpart United States application is based. Clause H 
of Article 4 is as follows: 

‘Priority may not be refused on the ground that 
certain elements of the invention for which priority 
is claimed do not appear among the claims formulated 
in the application in the country of origin, provided 
that the application documents as a whole specifically 
disclose such elements.”’ 

Proceeding now to further detailed consideration of 
35 U.S.C. $119, which implements Article 4, it was men- 
tioned earlier in this Opinion that the second paragraph 
of section 119 was added for the first time in 1952 and 
that the new third paragraph was added in 1961. The 
first paragraph of section 119 of present Title 35 cor- 
responds to the second paragraph of Section 4887 of the 
old Revised Statutes as amended by the Act of March 


District Court Opinion 135 


3, 1903 (32 Stat. 1225). The second paragraph was added 
to B.S. 4887 in 1903 by Congress, acting upon a recom- 
mendation to that effect by three Commissioners appointed 
in 1898 by Congress to study the existing patent laws 
then in effect in this country and to make recommenda- 
tions for their revision (Act of June 4, 1898; 30 Stat. 
431). The pertinent recommendation made by Commis- 
sioners Forbes, Grosscup, and Greeley in their 1900 
report to Congress reads as follows: 
““We are, therefore, of the opinion that an amendment 
to the law should be made, providing that the foreign 
application shall have, in case an application is filed 
in this country by the applicant abroad within the 
specified period the same effect as if filed here on the 
day it was filed abroad.’* 

It is worthy of mention that the Commissioner's 
Report, the second paragraph of R.S. 4887, and the first 
paragraph of 35 U.S.C. §119 all speak in terms of an 
‘application’? as though the application is to have a 
status independent of the person, or ‘‘applicant,’’ who 
files the application. Yet plaintiff contends that Congress 
really meant ‘‘applicant,’’ although the word ‘‘applica- 
tion’’ is used, and used several times in both R.S. 4887 
and 35 U.S.C. §119, since Article 4 of the Convention 
speaks in terms of a ‘‘person,’’ natural or legal, ‘““who 
has duly filed an application for a patent.’’ This Court 
cannot agree with plaintiff that Congress really did not 
mean what it said in enacting these statutes. Congress, 
in implementing Article 4 of the Convention, had the 
power to make the statutory provision broader than 
Article 4, or narrower, or of identical scope to that of the 
Article. Congress chose to make the statutory provision 


“<‘Report of the Commissioners Appointed to Revise 
the Statutes Relating to Patents, Trade and Other Marks, 
and Trade and Commercial Names,’’ Washington, 
Government Printing Office, 1902, page 24. 
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broader, probably because the provision is designed to 
cover agreements other than the International Convention 
itself, such as the Inter-American Convention of 1910 
and bilateral Treaties of Friendship, Commerce, and 
Navigation. Thus, there are goods reasons why the Court 
should not hold that R.S. 4887 and 35 U.S.C. §119 are 
strictly limited to the implementation of one article of 
one multilateral treaty, namely, Article 4 of the Inter- 
national Convention for the Protection of Industrial 
Property. Congress certainly did not intend for 35 U.S.C. 
§119 to be so limited in 1952, even assuming arguendo 
that Congress intended the second paragraph of R.S. 
4887 to be so limited in 1903. 

The intent of Congress was not that limited even in 
1903, however, as the second paragraph of R.S. 4887 
spoke of ‘‘a foreign country which, by treaty, convention, 
or law affords similar privileges to citizens of the United 
States.’? Section 119 now speaks of ‘‘a foreign country 
which affords similar privileges in the case of applica- 
tions filed in the United States or to citizens of the 
Cnited States.” Just as R.S. 4887 expressly provided 
that the ‘‘similar privileges’? might be afforded “by 
treaty, convention, or law,’’ so today these unnecessary 
words are implicitly included after ‘‘similar privileges’’ 
in 35 U.S.C. §119. 

It should be noted also that the alternative expression 
in section 119, ‘‘applications filed in the United States 
or to citizens of the United States,”’ is broader than 
the corresponding expression in B.S. 4887, which merely 
recited the words ‘‘citizens of the United States.”’ This 
leads to a point raised by plaintiff in the present case. 
Originally, this action was brought under the provisions 
of 35 U.S.C. £145 in this Court because of an apparent 
need of plaintiff to prove, as a matter of fact, exactly 
what are the provisions of British patent law in this 
area. Plaintiff and defendant subsequently agreed to the 
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filing of stipulations as to the pertinent provisions of 
British patent law and thereby removed this sole issue 
of fact from the present case. Plaintiff still contends 
as a matter of law that Great Britain does not afford 
“‘similar privileges in the case of applications filed in 
the United States.’’ It is highly significant that the 
sentence in the McDougall affidavit of record stops with 
the language just quoted. The statute, 35 U.S.C. $119, 
does not stop there, but rather goes on to provide that, 
in the alternative, the foreign country may afford 
“similar privileges’? to ‘‘citizens of the Tnited States.”’ 

In short, 35 U.S.C. §119 provides a status to a United 
States application of a foreign inventor under certain 
circumstances. In order to qualify for the benefits of 
section 119, it is sufficient that the foreign country of 
which the inventor is a citizen or subject (assuming 
the inventor files first in his own homeland, which is 
usually the case), provides either a status to previous 
‘applications filed in the United States’? or a personal 
privilege to ‘‘citizens of the United States*’ who have 
filed such previous applications in the United States. 
In either case, the foreign inventor's United States 
application is entitled to a certain status. if there is 
compliance with the requirements of 35 U.S.C. $119. Once 
this status attaches to the application, it is there per- 
manently, both offensively for the invention claimed by 
the foreign inventor and defensively for whatever he 
discloses but does not claim. It may even be that the 
status acquired by the United States application may 
subsequently prove adverse to the foreign inventor's 
own interests, but the Court cannot see how anyone, 
even the foreign inventor himself, could divest the appli- 
cation of this status once it has attached, especially 
after the application has matured into a United States 
patent. 
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Plaintitt has not contended that Great Britain does 
not atford *‘similar privileges”’ to ‘‘citizens of the United 
States"’ who have previously filed United States applica- 
tions prior to filing British counterpart applications. 
Indeed. since ‘‘similar’’ does not mean ‘“‘same’’ or 
“tidentical’* and could include either offensive privileges 
for the invention claimed. or defensive privileges for 
inventions disclosed but not claimed, or both types of 
privileges, plaintiff could not make such a contention, 
on the basis of the stipulations concerning British patent 
law filed in this Court.* 

If the British Patent Office were in fact denying 
Convention priority rights to which United States citizens 
are entitled under Article +, and there is no evidence 
to support this, the Court is of the opinion that a large 
American corporation such as plaintiff would be among 
the first to know, since plaintiff is presumably filing 
counterpart applications in the British Patent Office 
while claiming Convention priority rights based on previ- 
ously filed United States applications. 

If any foreign country is in fact denying Convention 
priority rights to United States citizens in violation 
of Article 4, the aggrieved citizens should bring this 
to the attention of the United States Patent Office which, 
together with the Department of State, can settle the 
matter with the offending country. If the foreign country 
is actually violating Article 4, and it should be noted 
that the terms (although perhaps not the spirit) of 
Article 4 are apparently satisfied if offensive privileges 
for the claimed invention are provided, then the Patent 
Office can, and should, refuse to grant the broader 35 
U.S.C. $119 offensive and defensive benefits to United 
States applications filed by citizens or subjects of the 
offending country, at least until the matter is rectified. 


* See also the Knight address, supra, note 6, pp. 19-20. 
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In other words, it is not considered proper to litigate 
in this Court the issue of whether the various countries 
of the world are in fact living up to their treaty obliga- 
tions, including those under the International Convention, 
and the Patent Office is not required to prove that the 
countries are doing so. If a nation is a Convention 
country, it may be presumed that that nation is adhering 
to its Convention obligations, including that of Article 
4. The presumption may be rebutted, but the burden of 
proof is on the party alleging that a nation is disregarding 
the obligations of a solemn treaty which her representa- 
tives have signed and ratified. Plaintiff here has not 
made such an allegation with respect to Great Britain, 
and even if there were such a charge, the evidence of 
record would not suffice to sustain it. Thus, Great Britain 
must be held to be affording ‘‘similar privileges,’’ at 
least to ‘‘citizens of the United States,” and British 
inventors Feather et al. are entitled to the full offensive 
and defensive benefits provided by 35 U.S.C. §119 for 
their United States application, which has now matured 
into patent No. 3,021,345. 

The words ‘‘shall have the same effect’? in 35 U.S.C. 
§119, first paragraph, were also present in the second 
paragraph of R.S. 4887, as amended in 1903 (‘‘shall have 
the same force and effect’’). The Court has no difficulty 
understanding the meaning of these words, which are 
clear and unambiguous. They mean that the foreign 
filing date is, in certain circumstances, to be considered 
the filing date of the United States counterpart applica- 
tion for the same invention, according to the provisions 
of 35 U.S.C. §119. In the interest of complete treatment 
of the subject, however, the Court will now refer to a 
Committee Report excerpt relied upon by plaintiff to 
establish the contention that, just as ‘‘application’’ really 
means ‘‘applicant,’’ so too the words ‘‘shall have the 
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same effect’? must be limited to the applicant’s right 
to a patent on his application. 

A 1946 Committee Report of the House Committee 
on Patents contains the following statement: 

‘In this connection, it may be observed that the 
portion of the statute which provides that the filing 
of a foreign application: 
*... shall have the same force and effect as the 
same application would have if filed in this 
country on the date on which the application 
for patent for the same invention, discovery, 
or design was first filed in such foreign country.’ 
is intended to mean ‘shall have the same force and 
effect,’ ete.. insofar as applicant’s right to a patent 
is concerned. This statutory provision has no bearing 
upon the right of another party to a patent except 
in the case of an interference where the two parties 
are claiming the same patentable invention.’’* 

In addition to the fact that the words ‘‘shall have 
the same effect’’ are clear and unambiguous, so that no 
hidden limitations should be read into them, several 
observations may be made concerning the cited Com- 
mittee Report excerpt. 

First, the last portion of the excerpt explaining the 
meaning of the words ‘‘shall have the same (force and) 
effect’’ is obviously taken verbatim from the opinion 
of Commissioner Coe in Viviani v. Taylor v. Herzog, 
72 USPQ 448, 449 (1935). There is nothing to indicate 
that even the House Committee on Patents, let alone 
Congress itself, or even the whole House of Representa- 
tives, devoted any independent thought to this interpreta- 
tion of the statute by the Commissioner of Patents in 
1935. If the decision of the Commissioner was incorrect, 
and more will be said about this later, no reason is seen 
why an excerpt from an erroneous decision should be 


* HR. Report No. 1498, Vol. 4, 11022, 79th Congress, 
2nd Sess., 1946. 
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given any more weight simply because it is included 
without question in a House Committee Report. This 
is especially true when the Committee Report deals only 
indirectly with the particular statute interpreted in the 
Report. 

The Report was directly concerned with the Boykin 
Act (60 Stat. 940), an Act to extend temporarily (due 
to conditions arising from World War II) the time for 
filing applications for patents, for taking action in the 
United States Patent Office with respect thereto, and for 
preventing proof of acts abroad with respect to the 
making of an invention, and for other purposes. This 
was not, of course, a Report on section 119 of present 
Title 35 (1952 Edition). The Report may have an indirect 
bearing on interpretation of the predecessors of 35 U.S.C. 
§119, namely, section 4887 of the Revised Statutes, and 
section 32 of old Title 35 (1946 edition). 

Moreover, two key provisions of the Patent Act of 
1952 for purposes of this case, namely, 35 U.S.C. §102(e) 
and 35 U.S.C. $120, were not positive statute law in 1946. 
Two of the vital questions presented in this case are 
whether subsection 102(e) should be interpreted in light 
of section 119, and whether sections 119 and 120 may 
properly be considered analogous, so that one may be 
read in light of the other. No 1946 Committee Report 
can assist in answering these questions, since until 1952 
subsection 102(e) and section 120 were only judicial 
precedents, not positive statutory law. 

Lastly, the last sentence of the Committee Report 
excerpt is not strictly correct today. 35 U.S.C. $119 by 
itself has no bearing whatsoever on the right of another 
party to a patent, even in interference proceedings. It is 
only when section 119 is combined with other portions 
of the Patent Act of 1952, notably 35 U.S.C. §102(g) 
and 35 U.S.C. §104, that section 119 has any bearing 
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upon the right of ‘tanother’’ party to a patent. Defendant 
contends here that section 119 should similarly be read 
together with other portions of the same Patent Act of 
1952. namely. 35 U.S.C. §102(e) and 35 U.S.C. §120. The 
Court is willing to accept defendant’s contentions. 
With regard to the issue of whether sections 119 and 
120 of present Title 35, United States Code, are analogous, 
it is first noted that these adjacent sections both have 
headings beginning with the following five words: 
‘Benefit of earlier filing date. . . .”? Moreover, both 
sections contain the following key words: ‘‘An applica- 
tion for patent for an invention . . . shall have the same 
effect. . . .”’ In essence, section 119 provides that: 
‘‘An application for patent for an invention filed 
in this country by any person who has . . . previously 
regularly filed an application for a patent for the 
same invention in a foreign country ... shall have 
the same effect as the same application would have 
if filed in this country on the date on which the 
application for patent for the same invention was 
first filed in such foreign country. . . .”’ 


Similarly, section 120 provides that, in essence,: 
‘¢4n application for patent for an invention disclosed 
. in an application previously filed in the United 
States by the same inventor shall have the same 
effect, as to such invention, as though filed on the 
date of the prior application .. .” 


Even if Congress did not in fact intend that these 
two sections should be read together, as may well be the 
case, the choice and arrangement of words in these 
sections is strikingly similar. As previously mentioned, 
there is no question but that section 120 provides a status 
for a continuation-in-part application for all (offensive 
and defensive) purposes of having been filed on the date 
of the parent application, insofar as commonly disclosed 
subject matter is concerned. Defendant contends, and this 
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Court agrees, that section 119 provides a similar status 
for a United States application for both offensive and 
defensive purposes of having been filed on the date of 
the first counterpart application in a Convention country, 
again insofar as commonly disclosed subject matter is 
concerned. 

Plaintiff has raised some objections to any considera- 
tion of sections 119 and 120 as analogous sections of 
present Title 35, United States Code, which objections 
will now be examined. 

While it is true that the two sections have different 
historical origins, nevertheless both were enacted simul- 
taneously by Congress as parts of the comprehensive 
Patent Act of 1952. 

Plaintiff also makes a practical contention that the 
issue of whether an application is entitled to the benefit 
of an earlier filing date under section 120 can be deter- 
mined entirely by examination of documents of record 
in the Patent Office files, while the same cannot be said 
for a similar determination under section 119. The Court 
agrees with plaintiff that the issue of whether the foreign 
application, a certified copy of which is deposited in the 
Patent Office files (as required by the second paragraph 
of section 119), was ‘‘truly the first application filed 
abroad’’ (in the words of plaintiff's attorney) cannot be 
established with absolute certainty from examination of 
Patent Office records alone. 

In the first place, as previously stated, the foreign 
application upon which a claim to Convention priority 
is based need not be the ‘‘first application filed abroad,”’ 
or even the first application in a Convention country. 

Furthermore, 35 U.S.C. §115 provides for the making 
of oaths by applicants abroad and states that ‘‘such 
oath shall be valid if it complies with the laws of the 
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state or country where made." Rule 65 of the Patent 

Office Rules of Practice provides further that: 
**The oath shall state whether or not any application 
for patent on the same invention has been filed in 
any foreign country, either by the applicant or by 
his legal representatives or assigns. If any such 
application has been filed, the applicant shall name 
the country in which the earliest such application 
was filed, and shall give the day, month, and year 
of its filing: he shall also identify by country and 
by day. month and year of filing, every such foreign 
application filed more than twelve months before the 
filing of the application in this country.”’ 

Since 35 U.S.C. §111 provides that an application 
for patent in this country shall include ‘‘an oath by the 
applicant as prescribed by section 115 of this title,’’ 
and since the oath must comply with the detailed require- 
ments of Rule 65 in order to be considered a proper 
section 115 oath, this Court is of the opinion that ade- 
quate safeguards are provided to guard against foul 
play by foreign inventors. 

Lastly. in the event that a foreign inventor might 
lie under oath, which would probably be an exceedingly 
rare occurrence. just as it would be for a domestic 
inventor, a foreign counterpart search’? would probably 
locate a foreign patent(s) granted on an application(s) 
which should have been mentioned in the United States 
application oath. If such an application were in fact 
located. this Court is of the opinion that, at a minimum, 
the burden would be on the party (defendant here) 
relying on the foreign inventor’s Convention priority 
date to offer evidence which might establish that failure 
to mention the foreign application in the United States 


7Such foreign counterpart searches are regularly 
made for private parties at reasonable fees by the Inter- 
national Patent Institute at the Hague. 
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application oath was an inadvertent, rather than deliber- 
ate, omission on the part of the foreign inventor. 

Turning now to a consideration of the 1935 decision 
of Commissioner of Patents Coe in Viviani v. Taylor 
v. Herzog, 72 USPQ 448, the Court notes that this 
decision controlled Patent Office practice in this area 
for nearly thirty years, until present Commissioner 
Brenner decided in 1964 that the Viviani precedent should 
no longer be followed. Since a Commissioner’s decision 
is not binding on the Federal Courts, this Court will 
not treat the case in the same detailed fashion as Milburn, 
a Supreme Court decision, was treated earlier in this 
Opinion."* 

The Commissioner’s decision in Viviani was based on 
‘‘three factors,’? each of which may briefly be criticized. 
First, Commissioner Coe read missing limitations into 
the general language of R.S. 4887 to restrict its effect 
-olely to implementation of Article 4 of the International 
Convention. Even in 1903, the second paragraph of R.S. 
4887 was intended by Congress to apply to United States 
applications filed by citizens or subjects of a foreign 
country which was not a party to the International Con- 
vention, so long as the foreign country in question ‘‘by 
treaty, convention, or law, affords similar privileges 
to citizens of the United States.’’ There is nothing in 
the Viviani opinion to indicate that Commissioner Coe 
was aware that R.S. 4887 was not limited to implementa- 
tion of Article 4 of the International Convention by 
Congress, and that such limitations should not have been 
included by interpretation. 


* Such a detailed analysis of the Viviani case is in- 
cluded in an article by Fishman, entitled “An Analysis 
of the Combined Effect of 35 U.S.C. §119, and 35 U.S.C. 
§102(¢c),’’ Journal of the Patent Office Society, Vol. 46, 
No. 3, March 1964, especially pages 190-194 thereof. 
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Second, in his brief analysis of the Milburn case, 
Commissioner Coe declares his belief that the basis of 
the decision was the fact that the filing of a previous 
application by Clifford which described the invention 
subsequently claimed by Whitford was merely evidence 
of the fact that ‘‘the invention was known or used by 
others in this country’? (to use the words of 35 U.S.C. 
§102(a)) before Whitford’s date of invention. If the 
Milburn rationale is limited to this, one might well ask 
why Congress found it desirable to include the specific 
provision of subsection 102(e) in the Patent Act of 1952, 
in view of the fact that such a provision was already 
included in subsection 102(a) and its predecessors, 
according to Commissioner Coe. The reason for the 
addition is believed to be the fact that ‘‘known or used 
by others in this country”’ really refers to public knowl- 
edge or use, while the disclosures in a United States 
or foreign patent application constitute secret knowledge, 
as a practical matter. Thus, this Court does not consider 
subsection 102(e) as merely a species within the genus 
of subsection 102(a). 

Third, Commissioner Coe stresses the provisions of 
R.S. 4923, the predecessor of 35 U.S.C. §102(a). As 
previously mentioned, when Mr. Justice Holmes referred 
to previous foreign inventions in the Milburn Opinion, 
he clearly was referring to this predecessor of subsection 
102(a) in general, and to foreign patents for the previous 
foreign inventions in particular. The present case is not 
concerned with subsection 102(a), or with foreign patents, 
or with published foreign patent applications. It is con- 
cerned with subsection 102(¢), with United States patents, 
and with unpublished United States and foreign patent 
applications pending in secrecy. 

In concluding his opinion, Commissioner Coe stated 
that he felt ‘‘compelled to deny the petition in the 
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absence of stronger precedent than is represented by 
the Yeast decisions’’ (relied upon by petitioner Taylor). 
If Commissioner Coe were deciding the case today, he 
would certainly have ‘‘stronger precedent’’ available in 
the form of cases relied upon by defendant here. 

Although the Court does not accept the ‘‘three factors”’ 
relied upon by Commissioner Coe in Viviani, it cannot 
be said that the ultimate decision was incorrect, even 
though the Court is of the opinion that the refusal to 
interpret Milburn in light of R.S. 4887 was erroneous. 
It will be recalled that neither the Convention nor section 
4887 in 1935 required the filing of a certified copy of the 
Briggs British application relied upon by party Taylor 
in Viviani. If the file wrapper of Briggs United States 
patent No. 1,934,618 did not in fact contain a certified 
copy of the Briggs British application upon which a 
claim to right of Convention priority for the Briggs 
United States application was based, then it might well 
have been argued that party Herzog was being deprived 
of property without due process of law. in violation of 
the Fifth Amendment to the United States Constitution. 
Certainly this Court would not sustain a rejection of this 
type unless a certified copy of the foreign application 
as originally filed were readily available, preferably in 
the file wrapper of the United States patent granted on 
the United States application which was entitled to the 
right of Convention priority based on the foreign applica- 
tion for patent. 

One cannot assume that the foreign and United States 
applications of a foreign inventor are identical. A foreign 
inventor may file his first foreign application with only 
one example and then use the one year interval provided 
by 35 U.S.C. §119 for additional experimental work so 
that his counterpart United States application filed one 
year later may include several working examples to 
further illustrate the invention and provide support for 
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broad claims in this country. Only one example, however, 
would be entitled to full benefit of the filing date of the 
' original foreign application, since this application dis- 
elosed only the one example. 

In connection with the Viviani case, which set the pre- 
eedent for Patent Office practice in this area for nearly 
' thirty years, plaintiff contends that the Commissioner 
should not have changed the practice without authorization 
from higher authority. While the Patent Office should, 
of course. comply with statutory patent law and with 
judicial precedents which may truly be regarded as con- 
trolling on the Patent Office (which would not be the case 
for most infringement suits, for example, unless a Su- 
preme Court decision were involved), no reason is seen 
why the Patent Office should consider itself absolutely 
bound by prior Commissioner’s decisions. If one Com- 
missioner has good reason to believe that one of his 
predecessors incorrectly interpreted the law, then the 
precedent can, and should, be overruled, as the present 
Commissioner has done here. 

Plaintiff further contends, in essence, that the Viviani 
decision and the practice which it established for thirty 
years were popular, but the new practice established by 
the Commissioner is unpopular. Therefore, the Court 
should infer that the popular past practice was right and 
the unpopular present practice is wrong. The Court 
agrees with plaintiff that the present practice is unpopular 
(at least from the standpoint of American inventors and 
their patent agents and attorneys), but, more import- 
antly, the Court agrees with defendant that the present 
practice is the right one. 

Plaintiff also relies upon two judicial precedents to 
sustain his position. Plaintiff cites as “the leading case’’ 
on the subject Celanese Corporation v. Ribbin Narrow 
Fabrics Co., 117 F. 2d 481, 48 USPQ 447 (2nd Cir. 1941). 
The first observation that may be made concerning this 
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ease is that it was decided eleven years prior to enact- 
ment by Congress of present Title 35, the Patent Act of 
1952 

Since plaintiff places great reliance on this leading case, 
it is appropriate to first consider the 1940 opinion of 
the District Court in Celanese Corp. v. Ribbon Narrow 
Fabrics Co., 33 Fed. Supp. 137, 45 USPQ 492 (S. D. N.Y. 
1940). This opinion contains the following pertinent state- 
ments : 

“Patent to Sponholz, No. 1,807,887, offered by the 
defendant as part of the prior art, was issued on 
April 23, 1929 on an application filed November 23, 
1926. This filing date is earlier than that of Dreyfus, 
but not sufficently early to be considered prior art, 
since it appears that Dreyfus completed his invention 
some time in September, 1926. Defendant contends 
that the effective application date of Sponholz in 
Germany was May 11, 1926; but that is not so in 
view of Sec. 4886 of the Revised Statutes (35 U.S.C, 
31,72). The time when the German patent became a 
printed publication is the effective date, and that 
time does not appear in the record.”” 


In the first place, the District Court in Celanese appar- 
ently did not consider the effective date of the Sponholz 
patent to be of critical importance in the case, in view 
of the subsequent statement that “even without the aid 
of the Sponholz patent it is difficult to see invention in 
the Dreyfus patent.” Also, if the District Court in Celanese 
had really been concerned with the same issue raised by 
the facts of the present case, then R.S. 4887 and old 35 
U.S.C. §32 would have been cited as authority, either in 
addition to, or in lieu of, citation of RS. 4886 and old 
35 U.S.C. § 31. The predecessors of present 35 U.S.C. § 119 
were, of course, R.S. 4887 and old 35 U.S.C. § 32. 


*° 33 Fed. Supp. 139, 45 USPQ 495. 
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To make the decision relevant to the present case, 
the defendant in Celanese would have had to contend 
that the effective application date of Sponholz in the 
United States was May 11, 1962, the filing date of the 
Sponholz German application. Instead, the defendant in 
Celanese contended “that the effective application date 
of Sponholz in Germany was May 11, 1926.” With this in 
mind, the Court agrees with the District Court in Celanese 
that “the time when the German patent became a printed 
publication (the published German patent application, is 
the effective date (of the German patent as a reference).” 
_ The present case is not concerned with the effective 
date as a reference of the Feather et al. British patent 
(even assuming that there is one, which is unnecessary 
‘according to Clause A(3) of Article + of the International 
Convention). This case is concerned with the effective 
reference date of the Feather et al. United States patent. 
No reason is seen why a foreign inventor’s United States 
and foreign patents for the same invention should be 
held to have the same effective reference dates. One may 
be earlier or later than the other. 

On appeal, the Second Cireuit Court of Appeals made 
the following statements in the Celanese Opinion: 

“We find in the record no use before Dreyfus of 
the application of heat to the cut edges of material 
made wholly or partially of fusible threads to pre- 
vent fraying and by disclaimer filed since the trial all 
his claims have been so limited. Sponholz did show 
that in his Patent No. 1,709,887 granted April 23, 
1929, on his application filed November 23, 1926, but 
the plaintiff proved and the Court found that Dreyfus 
‘completed his invention sometime in September 1926,’ 
and there was no proof that Sponholz was entitled 
to a date of invention earlier than his filing date. 
Sponholz had previously applied for a German patent 
on May 11, 1926, but that is immaterial as there is 
no proof of any German patent or published printed 
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description of the same subject matter prior to 
Dreyfus. 35 U.S.C.A. Sec. 32; Merrell-Soule Co. v. 
Powdered Milk of America, 222 F. 911.’*° 

Initially, this Court notes that neither the District Court 
nor the Circuit Court Celanese Opinions contain any cita- 
tion, let alone discussion, of the Supreme Court Milburn 
Opinion. If the issue presented in this case had been 
squarely presented in the Celanese cases, at least one 
of the two Courts would have discussed, or at least cited 
Milburn, just as Commissioner Coe discussed Milburn 
briefly in his Viviani Opinion. The absence of any cita- 
tion of Milburn in either Celanese Opinion reinforces this 
Court’s conclusion that the issue present in this case was 
not really considered in the Celanese cases. 

The statement of the Second Circuit that “there was 
no proof that Sponholz was entitled to a date of invention 
earlier than his filing date” could merely indicate that no 
certified copy of the Sponholz German application was 
introduced into evidence in the District Court. If no such 
certified copy were made of record, then this Court would 
agree with the Second Circuit that “there was no proof 
that Sponholz was entitled to a date of invention (by 
constructive reduction to practice, which may include 
filing a German patent application, provided that United 
States application is filed within one year thereafter, as 
Sponholz did) earlier than his (actual United States) 
filing date.’’ 

Another presently important consideration is that mere 
disclosure of the existence of a foreign application in 
the foreign inventor’s United States application oath 
does not amount to a claim of right of priority. While 
Rule 55 of the Patent Office Rules of Practice provides 
that “the claim to priority need be in no special form and 
may be made by the attorney or agent if the foreign 


117 F. 2d 482, 48 USPQ 448. 
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application is referred to in the oath as required by Rule 
65,” nevertheless the claim to priority must be made, 
or the foreign inventor’s United States application shall 
not be entitled to the right of priority, according to the 
second paragraph of 35 U.S.C. §119, which was added 
in 1952. 

When the Second Circuit in Celanese speaks of the 
fact that “there is no proof of any Germany patent or 
published printed description of the same subject matter 
prior to Dreyfus,” it is clear to this Court from the 
language used that reference is being made in general to 
' the predecessor of 35 U.S.C. §102(a), which contains the 
similar words “patented or described in a printed publica- 
tion in this or a foreign country. More specifically, the 
Second Circuit is obviously referring to the effective 
reference date of a German patent for two reasons. First, 
the excerpt quoted above includes the exact words “Ger- 
man patent” not once, but twice. Second, the cited 
Merrell-Soule case involves the effective reference date 
of a German patent. At the risk of undue repetition, this 
Court will say again that the present case is not con- 
cerned with the effective reference date of a German 
patent, a British patent, or any other foreign patent. This 
case involves the effective reference date of a United 
States patent. 

In view of the above analysis of the Celanese cases, 
this Court is of the opinion that these cases do not really 
support plaintiff’s position. At any rate, the Second Cir- 
cuit Celanese Opinion cannot be accepted as the “leading 
case’ on the particular issue of law which is presented 
to the Court on the facts of this case. 

Plaintiff also relies on a 1954 decision of the Court of 
Customs and Patent Appeals, In re Walker, 213 F. 2d 332, 
102 USPQ 79. The following single excerpt from the 
Walker Opinion quoted by plaintiff should suffice to show 
that the case does not really support plaintiffs position: 
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“The rejection by the tribunals of the Patent Office 
in the case at bar is based not upon the filing date 
of Whiteley’s foreign application but upon the ad- 
verse award of priority of invention against appellant 
and in favor of Whiteley, the patentee.” 102 USPQ 82. 

In other words, the Court of Customs and Patent Ap- 
peals could not have made it plainer that the ground 
of rejection relied upon by the Patent Office Board of 
Appeals in that case was not the same ground of rejec- 
tion relied upon by the Board of Appeals in the present 
case. In order to consider the propriety for a rejection 
based on “the filing date of Whiteley’s foreign applica- 
tion” the Court in Walker would have been forced to 
make the rejection on its own, since “the tribunals of the 
Patent Office’ did not make such a rejection. 

Plaintiff contends that, if the effective reference date 
of the Whiteley United States patent had been the filing 
date of the counterpart British application. the Walker 
claims on appeal would have been barred on it alone. and 
the more difficult question of priority of invention, as 
determined by the previous Whiteley-Blumlein (Walker 
was the legal representative of Blumlein, deceased) inter- 
ference, necd not even have been considered. In essence. 
plaintiff here contends that the Court of Customs and 
Patent Appeals in Walker could have considered the 
propriety of a ground of rejection which was not actually 
relied upon by the Patent Office tribunals. but which was 
simpler than the ground of rejection actually relied upon 
by the Board of Appeals, namely, that “the adverse award 
of priority of invention against appellant and in favor of 
Whiteley, the patentee” in the Whiteley-Blumlein inter- 
ference had settled the issue of priority as between them. 
The Court, in Walker, in affirming the Board of Appeals 
decision, chose to base its decision on the ground of rejec- 
tion actually relied upon by the Board. 
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In a civil action to obtain a patent brought according 
to the provisions of 35 U.S.C. § 145, such as the present 
ease, this Court would normally not consider it proper 
to raise grounds of rejection not relied upon either by the 
Patent Office tribunals or by the Solicitor before and 
during trial of the case. In the absence of clear reasons 
compelling a contrary result, this Court would decide 
a 35 U.S.C. $145 case in favor of the plaintiff if all 
the grounds of rejection actually relied upon by defendant 
turned out to be improper or inadequate, even though the 
Court might be able to think of a ground of rejection 
which would be both proper and adequate. The function 
of this Court is to judge the propriety and adequacy of 
the grounds or rejection actually involved in the case. It 
is not believed to be the proper function of this Court to 
apply new grounds of rejection not actually relied upon 
by defendant. While this Court would no longer presume 
to speak for the Court of Customs and Patent Appeals on 
this point, it would be interesting to learn the reaction 
of that Court to an argument that a ground of rejection 
not relied upon by the Board of Appeals should be con- 
sidered on appeal in preference to a ground actually relied 
upon by the Board whenever the ground not relied upon 
is simpler than the ground actually relied upon by the 
Board. 

The defendant here cites three cases to sustain his posi- 
tion, as follows: Fleischmann Co. v. Federal Yeast Corp., 
8 F. 2d 186 (D.C. Md. 1925), affirmed 13 F. 2d 570 (4th 
Cir. 1926) ; Young v. General Electric Co., 96 F. Supp. 109, 
88 USPQ 174 (N.D. Ill. 1951); and Sperry Rand Corp. v. 
Knapp-Monarch Co., 193 F. Supp. 756, 127 USPQ 193 
(E.D. Pa. 1960). To the extent that these cases are really 
in point, they support defendant’s position, with which the 
Court agrees, so it is unnecessary to discuss these cases 
in detail, which would merely amount to prolonging an 
already lengthy Opinion. 
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However, the following statement by Judge Kirkpatrick 
in a footnote to the Sperry-Rand Opinion is worthy of 
mention here: 

“Patent No. 2,141,582 to Wimberger issued Decem- 
ber 27, 1938, upon an application filed in this country 
October 29, 1936. However, the same invention was 
the subject of an application in Austria for a patent 
filed February 15, 1936. Knapp-Monarch argued that, 
in spite of the earlier filing date of the Austrian 
application, the consideration of the patent must be 
confined to its filing date in this country. However, 
Section 119 of Title 35 U.S.C. provides that an appli- 
cation for a patent in this country. filed by one who 
has previously filed an application for the same in- 
vention in a foreign country, ‘shall have the same 
effect as the same application would have if filed in 
this country on the date on which’ the foreign appli- 
cation was filed. I fully agree with Remington that 
this section gives a status to an application as dis- 
tinguished from a mere benefit to an applicant. based 
on the foreign filing. This status is not limited in its 
effects to the particular applicant involved. Con- 
sequently, the Wimberger patent must be considered. 

9921 

Plaintiff characterizes this quoted excerpt as dictum, but 
even if it is, the statement has independent value as a 
clear expression of the views on this subject of a District 
Judge experienced in the hearing and determination of 
patent cases. 

Plaintiff’s final major argument is that “public policy 
cries out for rejection of the Commissioner's position.” 
While it is often difficult for the Courts to determine 
what public policy actually exists in a given area, or 
whether there even is such a public policy, this Court has 
discovered that at least some members of the American 
patent bar strongly believe that it is national public pol- 


" Footnote 3, 127 USPQ 194. 
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iey to favor American inventors and discriminate against 
foreign inventors. A recent article in the Journal of the 
Patent Office Society on this subject contains the follow- 
ing statements: 
“The foregoing conditions (provided by the Patent 
Act of 1952) shows a clear purpose and effect running 
through the patent law, favoring American inventors 
and discriminating against foreign inventors. . 
This favoritism was intentional. It can be traced back 
to far more discriminatory provisions in the early 
19th century. making it very difficult and expensive 
for foreign inventors to obtain U. S. patents. ... 
These discriminatory provisions (of the Patent Act 
of 1952) were placed in the law and were retained 
when it was recodified in 1952 as a definite act of 
legislative policy.”** 


Even assuming arguendo that the quoted excerpt cor- 
rectly reflects American public policy in the “early 19th 
century,” or even in 1952, when present Title 35 was en- 
acted as positive law by Congress, this Court is of the 
opinion that current national policy toward foreign in- 
ventors is expressed in Article 2 of the 1958 Lisbon text 
of the International Convention for the Protection of 
Industrial Property, which was ratified August 29, 1960 
by the President acting upon advice and consent of the 
Senate to the ratification. President Kennedy’s Proclama- 
tion of January 2, 1962, stated that the Convention was 
made public “to the end that the same and every article 
and clause thereof shall be observed and fulfilled with 
good faith, on and after January 4, 1962 by the United 
States of America. .. .” As previously mentioned, the 
words “every article and clause thereof” include Article 


= Meyer, “Are Patents Effective References as of For- 
eign Filing Dates?,” 47 J.P.0.S. 391, 401-2, June, 1965. 
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4, The words also include Article 2, which begins as 

follows: 
“(1) Nationals of each of the countries of the Union 
shall, as regards the protection of industrial prop- 
erty, enjoy in all the other countries of the Union 
the advantages that their respective laws now grant, 
or may hereafter grant, to nationals, without prej- 
udice to the rights specially provided by the present 
Convention. Consequently, they shall have the same 
protection as the latter, and the same legal remedy 
against any infringement of their rights, provided 
they observe the conditions and formalities imposed 
upon nationals. 
“(2) However, no condition as to the possession of 
a domicile or establishment in the country where 
protection is claimed may be required of persons 
entitled to the benefits of the Union for the enjoy- 
ment of any industrial property rights.”** 


In a few words, Article 2 provides that foreign inven- 
tors who are citizens or subjects of Convention countries 
shall enjoy the same substantive rights in the United 
States as American inventors, since the United States is 
a Convention country. According to Clause (3) of Article 
2,** foreign inventors may not necessarily enjoy the same 
procedural benefits as American inventors, but they shall 
enjoy the same substantive rights. 

However, it would appear from the authorities cited 
to this Court that neither the International Convention 
as a whole, nor any Article or clause thereof, can prop- 


2775 0.G. 322. 

(3) The provisions of the laws of each of the coun- 
tries of the Union relating to judicial and administrative 

roeedure and to jurisdiction and to the election of 

omicile or the designation of an agent, which may be 
required by the laws on industrial property, are expressly 
reserved. 775 0.G. 323. 
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erly be considered self-executing. Opinion of Attorney 
General Miller. 47 0.G. 398, 1889 C.D. 253; Cameron 
Septie Tank Co. v. City of Knoxville, 227 U.S. 39 (1913). 
This being so, no Article of the Convention which has not 
actually been implemented by Act of Congress can prop- 
erly be considered part of “the Supreme Law of the 
Land” according to Article 6, Clause 2 of the United 
States Constitution. Article 4 of the Convention was ac- 
tually implemented by Congress in 1903, when R.S. 4887, 
the predecessor of 35 U.S.C. §119, was amended. To the 
extent that Article 2 has not yet been similarly imple- 
mented, it has the mere status of an unfulfilled national 
promise. At any rate, the Court believes that Article 2 
could not be held to have implicitly repealed any sections 
of the prior Patent Act of 1952, even though such sections 
might be clearly inconsistent with Article 2 of the 1958 
Lisbon Text of the International Convention, which was 
duly ratified by the United States in 1960. Whitney v. 
Robertson. 124 U.S. 190, 194. 

Even though Article 2 of the 1958 Lisbon text is prob- 
ably not a self-executing treaty provision, it nevertheless 
has independent value as a clearer and more recent state- 
ment of national public policy toward foreign inventions 
than anything which might be inferred from statutory 
provisions of the Patent Act of 1952. This Court is of 
the opinion that, when the United States ratified the 
Lisbon text of the Convention in 1960, a national public 
policy was declared to the effect that foreign inventors 
should receive treatment essentially equal to that accorded 
American inventors, insofar as it was possible to do so 
without clear violation of the terms of present Title 35 
of the United States Code. 

At this point in consideration of the public policy as- 
pects, it is believed appropriate to consider the effect 
of 35 U.S.C. £104 for at least three reasons. First, sec- 
tion 104 is concerned with proof of a date of invention 
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for an invention made abroad, and reference patentees 
Feather et al. made their invention abroad in this case. 
Second, section 104 contains a specific cross-reference to 
section 119, one of the two most important statutory 
provisions in this case. Third, while section 104 expressly 
forbids foreign inventors to prove a date of invention 
abroad by actual reduction to practice, American in- 
ventors are allowed to prove a date of invention in this 
country (or abroad, in the case of Government employees) 
by actual reduction to practice, as applicant Rapala, 
plaintiff’s assignor, did in the present case. 
Section 104 of present Title 35 reads as follows: 
“In proceedings in the Patent Office and in the courts, 
an applicant for a patent, or a patentee, may not 
establish a date of invention by reference to knowl- 
edge or use thereof, or other activity with respect 
thereto, in a foreign country, except as provided in 
section 119 of this title. Where an invention was 
made by a person, civil or military, while domiciled 
in the United States and serving in a foreign country 
in connection with operations by or on behalf of the 
United States, he shall be entitled to the same rights 
of priority with respect to such invention as if the 
same had been made in the United States”. 


As pointed out by Judge Holtzoff in Monaco et al. 
v. Hoffman et al. 189 F.Supp. 474, 127 USPQ 516 (D.C. 
D.C. 1960), affirmed 110 U.S. App.D.C. 406, 293 F.2d $83, 
section 104 can in no sense be regarded as discriminatory 
as a matter of law, since foreign inventors are not pre- 
cluded from proving actual reduction to practice of in- 
ventions made in the United States, and American in- 
ventors who are not Government employees are for- 
bidden to establish a date of invention by actual re- 
duction to practice for inventions made abroad. However, 
in the nature of things, this Court takes judicial notice 
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of the obvious facts that the overwhelming majority of 
foreign inventors make their inventions in the foreign 
countries where they live and work, and the overwhelming 
majority of American inventors either make their inven- 
tions in this country, where most American inventors 
live and work, or make their inventions in foreign coun- 
tries where they are serving as employees of the United 
States Government. Thus, it would appear that section 
104 provides discrimination as a matter of fact to foreign 
inventors involved in interference proceedings with Amer- 
ican inventors, as in the Monaco case, even though such 
discrimination is legal according to 35 U.S.C. §104. 

The really important consideration for purposes of the 
present case, however, is that Congress clearly did not 
intend any discrimination toward foreign inventors in 
enacting the predecessor of this section 104 in 1946. In 
tracing the legislative history of the statute in the Monaco 
opinion. Judge Holtzoff cites the appropriate Committee 
Report excerpt establishing that the only two reasons 
underlying this statute, as far as Congress was concerned, 
were (1) uniformity of practice and (2) procedural 
convenience.** 

Neither of these reasons, of course, has anything to 
do with the provision of either discrimination to foreign 
inventors or favoritism to American inventors. Such dis- 
crimination as might be provided in fact to foreign in- 
ventors by section 104 is apparently a mere unfortunate 
accident, certainly unintended by Congress on the basis 
of the two reasons advanced in the Committee Report 
excerpt. 

Thus, since Congress clearly intended no discrimina- 
tion toward foreign inventors in the area of actual reduc- 
tion to practice, where discrimination is apparently 
present in fact, then this Court certainly cannot say that 


7189 F.Supp. 480-1, 127 USPQ 521. 
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Congress intended discrimination toward foreign inven- 
tors (or favoritism toward American inventors, another 
way of saying the same thing) in the equally important 
area of constructive reduction to practice, especially 
where there is not the slightest indication of discrimina- 
tion (legal, factual, intended, or otherwise) in the latter 
area. 

This being the case, it appears to this Court to be na- 
tional public policy to place foreign and American in- 
ventors on the same level in obtaining full benefits of 
their application filing dates. Since American inventors 
already receive the full defensive benefits of application 
filing dates in their country for unclaimed patent dis- 
closures under 35 U.S.C. §102(e), it is appropriate to 
combine section 102(e) with section 119 so that foreign 
inventors may receive the full defensive benefits of ap- 
plication filing dates in their countries for unclaimed 
disclosures in their United States patents. 

Lastly, it is appropriate to consider the effect of the 
alternative statutory interpretations on the general Amer- 
ican public, which Congress really is supposed to rep- 
resent. 

If plaintiff’s interpretation is accepted, it will have a 
monopoly for seventeen years on subject matter already 
available to the American public by virtue of the fact 
that the subject matter is disclosed but not claimed in 
the Feather et al United States patent. If. on the other 
hand, defendant’s interpretation is accepted, there will 
be no such monopoly on the subject matter disclosed but 
not claimed in the Feather et al patent, and the American 
public and any segment thereof will be perfectly free to 
use such unclaimed disclosures, This Court cannot say 
that Congress, in its capacity of representing the General 
American public, did not actually intend the latter result. 


162 Final Judgment Order 


Since there is no genuine issue as to any material fact, 
and defendant is entitled to judgment as a matter of law, 
defendant's motion for summary judgment is granted, 
plaintiff's motion for summary judgment is denied, and 
plaintiff's complaint is dismissed. 


Dated: December 6, 1965. 


Joseph R. Jackson 
United States District Judge 


Usitep Srates Distaicr Cover 
* * (Caption—Civil Action No. 2817-64) ° ° 
ORDER 
(Entered December 6, 1965) 


This cause came on for hearing April 2, 1965 on de- 
fendant’s motion for summary judgment, at which time 


plaintiff orally moved for summary judgment. Upon 
thorough consideration of the arguments, briefs, and au- 
thorities. the Court agrees with both parties that there 
is no genuine issue as to any material fact and further 
holds that defendant is entitled to judgment as a matter 
of law. It is, therefore, this 6th day of December, 1965, 


Ordered that defendant’s motion for summary judg- 
ment be, and is hereby, granted; that plaintiff’s motion 
for summary judgment be, and is hereby, denied; that 
plaintiffs Complaint be, and is hereby, dismissed; and that 
all expenses of this proceeding under 35 U.S.C. §145 shall 
be paid by plaintiff. 


Joseph R. Jackson 
United States District Judge 
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Ix tHE Unirep States Disrzicr Cover 
* * (Caption—Civil Action No. 2817-64) ° ° 
NOTICE OF APPEAL 
(Filed January 4, 1966) 


Notice is hereby given that Eli Lilly and Company, 
plaintiff, hereby appeals to the United States Court of 
Appeals for the District of Columbia from the final judg- 
ment order dismissing the complaint herein, said judgment 
order having been entered on December 6, 1965. 


Eli Lilly and Company, Plaintiff 


By /s/ James H. Littlepage 
James H. Littlepage 
2121 Bancroft Place, N.W. 
Washington 8, D.C. 


/s/ Dugald 8. McDougall 
Dugald S. McDougall 
135 South LaSalle Street 
Chicago 3, linois 
Its Attorneys 
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Usirep States Count OF Customs aND PATENT APPEALS 


In The Matter of The Application) October Term 1969. 
of ) Patent Appeal 

Hans Hilmer. Gerhard Korger.) No. 7482. 

Rudi Weyer and Walter Aumuller) Serial No. 750,887. 


April 28, 1966 


——— ae 


Rich. Judge. 


The sole issue is whether @ majority of the Patent 
Ofice Board of Appeals erred in overturning & consistent 
administrative practice and interpretation of the law of 
nearly forty years standing by giving a United States 
patent effect as prior art as of a foreign filing date to 
which the patentee of the reference was entitled under 
35 TSC 119. 


Because it held that a U.S. patent, cited as a prior art 
reference under 35 USC 102(e) and 103, is effective 
as of its foreign ‘<eonvention’’ filing date, relying on 35 
TSC 119, the board affirmed the rejection of claims 
10. 16. and 17 of application serial No. 750,887, filed 
July 25, 1958, for certain sulfonyl ureas. 


This opinion develops the issue, considers the prece- 
dents, and explains why, on the basis of legislative 
history, we hold that section 119 does not modify the 
express provision of section 102(e) that a reference 
patent is effective as of the date the application for it 
was ‘filed in the United States.” 

The two ‘‘references’’ relied on are: 


Habicht 2,962,530 Nov. 29, 1960 
(filed in the United States January 23, 1958, 
found to be entitled to priority as of the date of 
filing in Switzerland on January 24, 1957) 

Wagner et al. 2,975,212 March 14, 1961 
(filed in the United States May 1, 1957) 
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The rejection here is the aftermath of an interference 
(No. 90,218) between appellants and Habicht, a priority 
dispute in which Habicht was the winning party on a 
single count. He won because appellants conceded priority 
of the invention of the count to him. The earliest date 
asserted by appellants for their invention is their German 
filing date, July 31, 1957, which, we note, is a few months 
later than Habicht’s priority date of January 24, 1957. 

After termination of the interference and the return 
of this application to the examiner for further ex parte 
prosecution, the examiner rejected the appealed claims 
on Habicht, as a primary reference, in view of Wagner 
et al., as a secondary reference, holding the claimed 
compounds to be ‘‘unpatentable over the primary refer- 
ence in view of the secondary reference which renders 
them obvious to one of ordinary skill in the art.” 

Appellants appealed to the board contending, inter 
alia, that ‘‘The Habicht disclosure cannot be utilized 
as anticipatory art.’’ They said, ‘‘The rejection has 
utilized * * * the disclosure of the winning party as a 
basis for the rejection. The appellants insist that this 
is contrary to the patent statutes.’’ Explaining this they 
said: 

* * * the appellants’ German application was filed 
subsequent to the Swiss filing date [of Habicht] 
but prior to the U. 8. filing date of the Habicht 
application. The appellants now maintain that the 
Habicht disclosure cannot be utilized as anticipatory 
in view of 35 U.S.C. 119 which is entitled ‘‘Benefit 
of Earlier Filing Date in Foreign Countries: Right 
of Priority.’’ This section defines the rights of 
foreign applicants and more specifically defines those 
rights with respect to dates to which they are entitled 
if this same privilege is awarded to citizens of the 
United States. There is no question [but] that Sec- 
tion 119 only deals with “right of priority."’ The 
section does not provide for the use of a U. S. patent 
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as an anticipatory reference as of its foreign filing 
date. This interpretation of Section 119 is also set 
forth in the Manual of Patent Examining Procedure 
(Section 715.01). The Manual refers to Viviani vs. 
Taylor Vs. Herzog. 72 TSPQ HS. wherein Com- 
missioner Coe clarified the question of priority rights 
with respect to foreign and domestic filing. 


Appellants further pointed out that, ‘‘The interference 
only decided the priority of the interference issue [ie. 
the count]: there was no decision made nor was there 
any attempt to decide who was the inventor of the 
disclosure. The appellants readily admit the priority 
of Habicht as to the interference issue, but there is no 
admission as far as the remaining subject matter is 
concerned.” 

The board. one member dissenting with an opinion, 
iafarmed the rejection. In the majority opinion there 
are four statements of the issue. The first is: 

As stated by appellants in their reply brief, the 
main tssue presented by this appeal ts the availability 
of the Habicht patent as @ reference. This question 
was argued at length at the hearing and appellants 
were requested to file, and filed, a further legal 
memorandum concerning it. [Emphasis ours. ] 


The third statement (second to follow later) involves an 
expression of the board's view on the relevance of the 
interference to the issue and reads: 

It is noted that the instant application was involved 
in an interference with Habicht (before the patent 
issued), with claim 1 of the patent as the count, and 
appellants conceded priority to Habicht. However, 
no questions of estoppel or Tes judicata can be 
raised concerning the [presently claimed] cyclohexyl 
substituted compound; Habicht did not disclose (or 
even sugg*st) any cyclohexyl or cycloalkyl com- 
pounds, no count to 2 cyclohexyl compound, or broad 
enough to include cycloalkyl compounds could have 
been added to the interference, nor could appellants 
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have relied on such compounds to show priority. 
Appellants are free to attempt to secure claims to 
such compounds and to show that they preceded 
Habicht’s date as to them, the question being which 
date of Habicht is the controlling one. {Emphasis 
ours. ] 
We deem this to be a clear statement that Habicht did 
not claim and could not have claimed the subject matter 
now claimed by appellants, that therefore there could 
have been no interference, or priority contest, with 
Habicht with respect thereto, that for this reason no 
estoppel or res judicata may be asserted against appel- 
lants as a result of the interference, wherefore the ques- 
tion is the effective date of the Habicht patent.’ The 
board’s fourth statement of the issue reads: 

With respect to claims 10 and 16, the issue in this 
case is: 

When the claimed subject matter of a U. S. patent 
is used as a basis for rejecting a claim in an applica- 
tion and the reference patent is found to be entitled 
to the date of a prior foreign application under 
35 USC 119, is the date of the reference which must 
be overcome, in order to remove it [as a reference], 
its actual filing date in the United States or the 
priority date to which the patent is entitled for that 
subject matter? [Emphasis ours.] 


We note that there are two restrictions in this statement 
not present in any of the others. First, it refers only 
to claimed subject matter of the “reference” patent. 
That this was deliberate is shown by a footnote to the 


2The board’s opinion contains no clear recognition 
of another rejection by the examiner, different from the 
rejection above stated, based on the issue of the inter- 
ference in view of Wagner et al. This opinion deals only 
with the issue the board chose to deal with. As to the 
other rejection, see the end of this opinion under ‘‘Reason 
for Remand.’’ 
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very end of the majority board opinion in which the 

majority said: 

13. Whether the foreign filing date can be used 
for such matters as mere descriptions of prior art, 
disclosures of species not within the scope of any 
of the claims of the U. S. patent, etc., which may 
appear in the specification of the latter, 1s not 
decided since such matters are not involved herein. 

As we see the facts here, however, the board relied on 

subject matter not claimed. We regard the restriction 

as without legal significance because: (1) Alexander 

‘\Glburn Co. v. Davis-Bournonville Co. 270 U.S. 390 

(1926), discussed infra, creating the rule of 35 USC 

102(e), here relied on as basic support for the rejection, 

abolished the distinction between claimed and unclaimed 

disclosure; (2) within a few months of the decision 
herein the board decided Ex parte Zemla, 142 USPQ 

499 (1964), and Ex parte Rapala (unreported, Appeal 

No. 225-56, decided Sept. 18, 1964), discussed infra, 

in which this distinction is not mentioned, so that the 

board now seems to think, as do we, that, as a question 
of law, whether the disclosure is claimed is irrelevant.’ 

Another reason why we shall disregard the limitation 

to claimed subject matter is that authority higher than 

the Patent Office, namely the District Court for the 

District of Columbia in Eli Lilly & Co. v. Brenner, .... 

F. Supp. ......-- , 147 USPQ 442 (1965), discussed infra, 

has effectively removed this restriction in a parallel case 

as shown in the quotation we later make from its opinion. 

Lilly was Rapala, supra, in the Patent Office. 

The second restriction in the board’s fourth statement 
of the issue is that ‘‘the reference patent is found to be 
entitled to the date of a prior foreign application under 
35 USC 119 °° °.’’ To some degree this loads the 


2 See, however, footnote 1 and the section at the end 
of this opinion headed ‘‘Reason for Remand.’’ 
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question. There is in it an implicit assumption that tf 

the patent is “entitled to the date of a prior foreign 

application,” it is entitled to it, and that is that. But 

one must examine closely into what is meant by the 

word ‘‘entitled.’’ In essence, that is the problem in this 

appeal and we wish to point to it at the outset to dispel 

any mistaken assumptions. A patent may be ‘‘entitled” 

to a foreign filing date for some purposes and not for 

others, just as a patent may be ‘used’? in two Ways. 

A patent owner uses his patent as a legal right to exclude 

others, granted to him under 35 USC 154. Others, wholly 

unrelated to the patentee, use a patent, not as a legal 

right, but simply as evidence of prior invention or prior 
art, i.e., as a ‘‘reference.’’ This is not an exercise of the 
patent right. This is how the Patent Office is ‘‘using”’ 
the Habicht patent. These are totally different things, 
governed by different laws, founded on different theories, 
and developed through different histories. 

We have seen that 35 USC 119 is involved with respect 
to the so-called “priority date” of the Habicht reference 
patent. The other statutory provision involved in this 
case, applicable to both of the references. is 35 TSC 
102(e). Section 102 has been aptly described (Meyer 
article, infra) as containing ‘‘patent defeating pro- 
visions.”’ They fall into two classes, events prior to an 
applicant's date of invention and events prior to filing 
his U. S. application, related respectively to the require- 
ment of novelty and to provisions for loss of right 
through delay in filing after certain events have made 
the invention public. Subsection (e) is one of the novelty 
provisions, one of the ‘conditions for patentability.” 
and if the facts of an applicant's case bring him within 
it, his right to a patent is defeated. This subsection 
together with the heading and introductory line of the 


section reads: 
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§ 102. Conditions for patentability; novelty 
and loss of right to patent 
A person shall be entitled to a patent unless— 

(e) the invention was described in a_ patent 
granted on an application for patent by another 
Bled in the United States before the invention thereof 
by the applicant for patent. ° ¢ *. [Emphasis ours.] 

Thus. though both references here were patents copending 
with appellants’ application, issuing after it was filed, 
102(e) makes them available as of their U. S. filing dates 
which are earlier than appellants’ U. S. filing date. 
However. since 102(e) refers to the applicant’s date of 
invention, not to his filing date, he is entitled to an 
opportunity to establish his date of invention to show 
that his invention possessed statutory novelty when he 
made it. In this case appellants did this by showing that 
they filed a German application earlier than the U. S. 
filing dates of the references, specified in 102(e), and 
that they were entitled to its date for ‘‘priority’’ under 
section 119. This right is not in question. The board 
roled: 
Appellants have overcome the U. S. filing date of 
Habicht by claiming the benefit under 35 USc 119 
of an application filed in Germany on July 31, 1957. 
The specification of this German application has been 
examined and is found to contain a full disclosure 
of the subject matter of the claims, and the U. S. 
filing date of Habicht is considered overcome. 

We can now summarize the issue and simultaneously 
state the board’s decision. Continuing the above quotation, 
the board said: 

The Examiner insists, however, that the effective 
date of the Habicht patent is January 24, 1957, the 
date of an application filed in Switzerland which 
is claimed by Habicht under 35 USC 119. Appellants 
have not overcome this earlier date of Habicht. The 
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issue is hence presented of whether the foreign 
priority date of a United States patent can be used 
as the effective filing date of the patent when it ts 
used as a reference. [Emphasis ours, and that is the 
second statement of the issue by the board. ] 


es e se 
Our conclusion is that the priority date governs 
eee 
This is the decision alleged to be in error. We think 
it was error. 


Background of the Issue as to the Availability 
of Habicht as a Reference 


The issue in this case involves a question of statutory 
interpretation basic to the operation of the patent system. 
The issue has arisen because after decades of a uniform 
practice, and interpretation of law which has existed 
in part since 1903 and in whole since 1926, the Patent 
Office has made an abrupt about-face: having refused 
for at least 30 years, after expressly ruling on the ques- 
tion, to apply U. S. patents as references as of foreign 
“priority” dates, it has changed its practice as made 
manifest in an unknown number of board decisions. 
One of them is here on appeal. Another, as will presently 
appear, has been reviewed under 35 USC 145 in the 
District Court for the District of Columbia where the 
Patent Office was affirmed, Lilly v. Brenner, supra. A 
third has been published, Ex parte Zemla, 142 TSPQ 499. 

There has been a spate of writing on the question of 
law here involved, all of which we have read. The same 
ground has been plowed and replowed by authors as well 
as different panels of the Patent Office Board of Appeals. 
In chronological order, the following articles and opinions 
have appeared: 
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August 1963, **Etfective Filing Dates of U. S. Patents 
Based on 35 U.S.C. See. 119°" by Leon Chasan and 
Frederick H. Rabin. 45 JPOS 601-612, attacking the 
problem ‘tas to which date—the actual U. S. filing date 
or the earlier convention date—shall be considered as 
that of fling under 35 U.S.C. §102(e).°" They conclude 
that ‘tthe answer to the question * * * is not free from 
doubt ° * *.°' The closing sentence is: ‘‘It appears 
likely that the courts will have to rule expressly on this 
point, possibly in the near future, and it is also quite 
possible that the position taken by the Patent Office will 
be reversed.”’ (Herein ‘*Chasan-Rabin article.’’) 

February 25. 1964. the Hilmer opinion below, then 
unpublished. majority opinion by Examiner-in-Chief 
Federico joined by Acting Examiner-in-Chief Rosdol, 
dissenting opinion by then Acting Examiner-in-Chief 
Behrens, holding that the convention date is the effective 
date of a U. S. patent as a reference with respect to 
*‘elaimed subject matter’’ therein and ‘‘the disclosure 
in the specification relevant to the claimed invention.’’ 

March 1964, ‘‘An Analysis of the Combined Effect of 
35 USC §119 and 35 USC §102(e),’’ by David S. Fishman 
of the Connecticut Bar, 46 JPOS 181-213, saying ‘‘this 
paper will attempt to demonstrate that such patents 
{claiming priority to a foreign filing date] should be 
accorded the foreign filing date for reference purposes 
°° *.? In the context of the article this means as 
references to defeat claims to patents by all others and 
with respect to all matter disclosed whether or not 
claimed, and whether used to show complete anticipation 
or in support of a claim of obviousness 35 USC 102, 103. 
(Herein ‘‘Fishman article.’’) 

May 27, 1964, a Commissioner’s Notice issued (pub- 
lished June 9, 1964, 803 0.G. 305) revoking a very long- 
standing section of the Manual of Patent Examining 
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Procedure (MPEP), 715.01 “Reference Claims Foreign 
Filing Date,’’ based on a Commissioner’s decision of 
May 9, 1935, Viviani v. Taylor v. Herzog, 72 TSPQ 
448, and providing that an applicant need not antedate 
the foreign filing date of a reference. The Notice stated 
that ‘‘foreign filing date is considered the effective date 
in those situations where claimed subject matter of the 
domestic patent (or disclosed matter related thereto) 
is being used as the basis for rejection, and where no 
question of interference exists.’” 

June 8, 1964, this Hilmer appeal filed in this court 
with transcript of record making the board's opinion 
a public record. 

July 31, 1964, decision rendered by the Board of 
Appeals in Ex parte Zemla, supra, opinion by Examiner- 
in-Chief Kreek, joined by Examiner-in-Chief Friedman 
and Acting Examiner-in-Chief Andrews, holding that a 
U. S. patent ‘‘may be used for all that it discloses as of 
the date that the same disclosure was made in a foreign 
country under the Convention.’? No mention is made of 
restriction to claimed subject matter or of any inter- 
ference situation. The basis of the decision is a verbatim 
copy of the key segment of the Hilmer board opinion, 
but the limitations of the Hilmer decision are omitted 
and Hilmer is, of course, not mentioned. 

August 1964, ‘Re: ‘Ex parte Blumlein’,** by Robert 
J. Patterson, 46 JPOS 597, calls attention to the omission 
in the Fishman article of a decision of this court, In re 
Walker, 41 CCPA 913, 213 F. 2d 332, 102 USPQ 79 
(1954), affirming Ex parte Blumlein, 103 USPQ 223 
(1952), reconsideration denied, 103 USPQ 224 (1953). 
which Fishman had characterized as ‘‘completely un- 
tenable’? and ‘logically unsound” (pp. 205, 206), and 
saying: ‘‘One cannot but wonder if the author of the 
article would have said anything differently had he 
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realized that the CCPA affirmed the decision of the 
Board of Appeals.”’ 

August 1964, **Re: ‘An Analysis of the Combined 
Effeet of 35 USC Section 119 and 35 USC Section 102- 
(e) °°" by William E. Currie, 46 JPOS 598-599, expresses 
disagreement with the Fishman article and points to 
flaws in its reasoning. Currie points out that Fishman 
omits mention of the caption and the second paragraph 
of section 119, both of which refer to priority. Currie’s 
view is that section 119, contrary to Fishman’s view, 
thus does contain language restricting the meaning of 
the words “the same effect” so that they do not include 
effect as an ‘‘anticipation’’ but are limited to priority 
issues. Currie concludes: 

Therefore, in view of this Section 102(e) should 
be read to mean just what it says, ‘‘filed in the 
United States.’’? There is nothing in Section 119 to 
carry over to Section 102(e). Scope of the priority 
right is discussed in detail in ‘‘Foreign Priority 
Rights under Section 119 of the Patent Act of 1952,’’ 
Briskin. 39 JPOS 94-121. 

Statutory enactment was required to prevent an ap- 
plicant from establishing anticipation by using his 
foreign reduction to practice, but in that case there 
was no basis for interpretation, as there is here. It 
would seem to be illogical, and adverse to the inter- 
ests of United States inventors. to give a foreign 
patent application the status of a reduction to prac- 
tice for purposes of anticipation. 

The last quoted Paragraph refers, of course, to 35 USC 
104, which originated, as a statutory enactment, in section 
9 of the Boykin Act, Aug. 8, 1946, 60 Stat. 943, both dis- 
cussed infra. 

September 18, 1964, decision rendered by the Board of 
Appeals in Ex parte Rapala (unpublished, Appeal No. 
225-56, heard June 25, 1964), opinion by Examiner-in- 
Chief Federico joined by Examiner-in-Chief Rosa and 
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Acting Examiner-in-Chief Stone. The opinion substanti- 
ally duplicates the contents of Hilmer, contains the legal 
discussion used in Zemla, but like the latter does not limit 
the use of the disclosure of the U. S. patent effective as 
of its British priority date to claimed subject matter or 
disclosure “relevant to” it. The following statement ap- 
pears at the outset: 

Appellant is aware of the fact that several recent 
decisions of the Board of Appeals have dealt with 
the question presented, but inasmuch as these deci- 
sions are not public they cannot be used as precedents 
and the question must be considered anew. 

Therefore we find a repetition of most of the Hilmer 
opinion. As of now, of course, three board opinions are 
public. See Lilly v. Brenner, discussed infra. 

November 1964, a Commentary, by Gary A. Samuels, 
46 JPOS 827-828, critical of the Chasan and Fishman 
articles, the May 27 Notice, and the Board of Appeals 
decision, expressing the view that the extension of the 
effective date of U. S. patents used as references back- 
ward in time to their foreign filing dates is contrary to 
the intent of Congress, referring to items of legislative 
history. 

June 1965, “Are Patents Effective References as of 
Foreign Filing Dates?,” by Harold S. Meyer of the Ohio 
Bar (Mr. Meyer was a member of the Coordinating Com- 
mittee which helped to write the 1952 Patent Act—see 
Rich, “Congressional Intent—Or, Who Wrote the Patent 
Act of 19529,” pp. 61-78, Patent Procurement and Ex- 
ploitation, BNA, Washington, 1963), 47 JPOS 391-410. 
Referring to all of the foregoing items, Meyer says: 
“Those publications and decisions which favor the foreign 
application date as the effective date of a reference have 
left out of consideration some significant factors which 
lead to exactly the contrary conclusion.” His article de- 
velops this thesis in detail and concludes as to “what the 
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law was intended to be when it was enacted as the present 
statute, and what it therefore is” in these words: “The 
provisions of the International Convention and 35 USC 
119 * * * establish only priority rights for the claimed 
subject matter, and do not change the effective dates of 
references under 35 USC 102(a). (b), and (e).” (Herein 
the “Meyer article.”) 

October 6. 1965, Manual of Patent Examining Procedure 
amended by inserting new section 715.01 corresponding 
in substance to the May 27, 1964 Notice and Hilmer. 

November 1965. a Commentary, by L. Chasan (see 
August 1963. supra). 47 JPOS 922-924, on the Meyer 
article in which this co-author says his former position 
was that while the answer to the problem of statutory 
construction “was not free from doubt, on balance the 
case law and the authorities that have considered this 
have arrived at the conclusion that it is the Convention 
date which should control.” He then tries to discredit 
some of Meyer's authorities, ignoring the mainstream of 
his argument and ends by saying: 

The matter is of sufficient interest that even the forth- 
coming CCPA hearings on, e.g., In re Hilmer, Kor- 
ger, Weyer and Aumuller, may not be conclusive. The 
issue will undoubtedly be raised in interparte [sic] 
matters of sufficient importance for possible ultimate 
resolution by the Supreme Court. 

December 20, 1965, opinion of the District Court, Dis- 
trict of Columbia, in Lilly v. Brenner, 147 USPQ 442-470. 
This was a suit under 35 USC 145 to review the decision 
of the board in Ex parte Rapala, supra, and so far as we 
know is the last item to date in the general picture. The 
opinion adopted by the District Court supports the grant- 
ing of a summary judgment requested by the Patent Of- 
fice dismissing Lilly’s complaint. On the question of law 
presented, namely, the effective date of a single U. S. 
patent cited as a reference to support a rejection under 
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35 USC 103 for obviousness, the court agreed with the 
Patent Office that the effective date was the convention 
filing date in Great Britain, a date the applicant could 
not overcome. Had the reference been held effective only 
as of its actual date of filing in the United States, as 
plaintiff urged, the Patent Office motion for summary 
judgment would have been denied. We have most carefully 
studied this opinion as it is the most recent decision deal- 
ing with all of the arguments which have been brought 
to bear on this problem, contributing not a few new ones. 
We cannot agree with it. 

To make clear what we disagree with, we quote the 
District Court’s own summary statement of its position 
(USPQ at 448): 

[5] The important question to be settled in this 
case is one of first impression in this court. The issue 
may be stated to be whether, in a situation where a 
foreign inventor has been granted a United States 
patent on a United States patent application which is 
entitled under 35 U.S.C. $119 to the benefit of an 
earlier application filing date in a foreign country, 
this United States patent is available as a reference 
under 35 U.S.C. 102(e) for all disclosed subject mat- 
ter, whether claimed or unclaimed, as of the filing 
date of the earlier foreign application. This court agrees 
with defendant [Patent Office] and holds that the for- 
eign filing date is the effective reference date as to all 
subject matter which is disclosed, whether claimed 
or not, in the foreign application, to the extent that 
such disclosures are brought forward and included 
in both the United States application and the United 
States patent granted on this application, the latter, 
of course, being the basis for a 35 U.S.C. §102(e) 
rejection. [Emphasis ours.] 

We regret that we find ourselves in conflict with the 
District Court, especially with an erstwhile colleague, on 
a question of patent law, and correspondingly in dis- 
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agreement with several members of the board, but we 

find ourselves in agreement with the Meyers article, with 

the Patterson, Currie, and Samuels commentaria, and 
with the dissenting views of Examiner-in-Chief Behrens 
who found the history of sections 102 and 119 to give 

“seant comfort to the majority’s interpretation.” We find 

it indeed strange that it has suddenly become imperative 

to reinterpret a statute which was enacted in 1903, later 
construed in the light of the Supreme Court decision of 

1926, and to invert 2 practice under which a generation 

of lawyers since the latter date has obtained for clients 

close to two million United States patents, counting for 
their validity on @ construction of the statatory law not 
‘only followed but promulgated by the Patent Office. Fur- 
thermore, in 1952 this law, already a quarter of a century 
old in toto, was earried forward by Congressional action 
| without change, insofar as it was already statutory, and 
insofar as it was case law it was codified without change, 
the particulars of «hich will be dealt with later. This 
change in long and continuous administrative practice 
has also been made without any advance notice, hearing, 
or stated basis in policy, economics, oF international rela- 
tions. While it may be that the world is shrinking and the 
very concept of “foreign” should be abolished for the 
_ good of mankind, this is not a constitution we are eX- 
| pounding but specific statutes enacted to accomplish speci- 
fic purposes, the meaning of which should stay put, absent 
intervening Congressional modifications, for well-under- 
stood reasons. 

Turning from the general to the specific, we will now 
consider our specific reasons for construing the applicable 
statutes as they have for so long been construed, contrary 
to the recent innovation of the Patent Office. 
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OPINION 


The District Court in Lilly opens its opinion by observ- 
ing that the question before it was one of first impression 
in that court. Here it is otherwise. In 1954 this court 
decided In re Walker, 41 CCPA 913, 213 F. 2d 332, 102 
USPQ 79. The casual reader of the opinion alone might 
get the impression, as apparently the District Court did 
in Lilly (USPQ at 466), that Walker did not involve the 
issue here. On careful examination, especially with the 
aid of the record and briefs, it will be seen to be other- 
wise. Since it is the one case in point in this court we 
shall examine Walker first, after which we shall approach 
the problem of statutory construction primarily in a 
chronological fashion. 

Walker was an appeal from the board decision in Ex 
parte Blumlein, 103 USPQ 223 (1952), decided below 
prior to the effective date of the 1952 Patent Act but 
afterward in this court. The discrepancy in names is due 
to the death of Alan D. Blumlein, said to be a well known 
British TV inventor, and his U. S. application was filed 
by his executrix, Doreen Walker (formerly Doreen Blum- 
lein). As here, Blumlein was given an invention date by 
reason of the priority statute (then B.S. 4887) as of the 
filing of his British application on June 5, 1942. Involved 
as a reference was a U. S. patent to Whiteley, the U. S. 
filing date of which, February 5, 1943, was after Blum- 
lein’s date but the British filing date of which was earlier, 
February 17, 1942. Blumlein was making the same con- 
tention in that case that appellants are making here, that 
as a reference the effective date of the Whiteley U. S. 
patent was its U. S. filing date. The board of appeals 
agreed with that contention. The board also expressly held 
that Whiteley’s British priority date was of “no conse- 
quence,” apart from the effect of the outcome of an inter- 
ference between Blumlein and Whiteley. 
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In the interference with Blumlein, Whiteley was able 
to assert his priority date which enabled him to antedate 
Blumlein and win the interference on his claims 1 and 2. 
In subsequent ex parte prosecution the examiner’s re- 
jection which went to the board was restated in his State- 
ment (now called an Answer) in these terms: 

Whiteley is considered to be a valid reference for 
what it shows, since the decision in the above inter- 
ference was adverse to applicant, and Whiteley 
proved a foreign filing date prior to applicant’s for- 
eign filing date. 

e e e 
* * * Applicant has failed to show any special cir- 
cumstances whereby the Whiteley patent is not a ref- 
erence against his claims. 

In essence applicant argues that Whiteley is not 
an effective reference for what it shows, but only 
for what it claims. The effect of such a holding would 
be to grant applicant the benefit of his British filing 
date, but to deny it to Whiteley who successfully con- 
tested common subject matter with applicant. 

The board, while agreeing with applicant’s view that 
Whiteley was a reference only as of its U. S. filing date, 
gave a somewhat equivocal opinion about the effect of 
the interference, saying: 
° * * we are of the opinion that in view of the adverse 
decision on priority, appealed claims 11 to 17 and 20 
were properly rejected as unpatentable over the dis- 
closure of Whiteley as exemplified by the issue of 
the interference. Accordingly, we sustain the rejection 
of these claims. 
Two subsequent opinions on reconsideration did not satis- 
fy appellant, or clarify for him the exact ground relied 
on and in appealing to this court three questions were 
presented: (1) Whether the appealed claims were patent- 
ably distinct from claims 1 and 2 of Whiteley; (2) whether 
under 35 USC 119 Blumlein had to overcome Whiteley’s 
British priority date; and (3) whether Blumlein was 


C.C.P.A. Opinion In Hilmer Case 181 


estopped by the interference from claiming the subject 
matter of his appealed claims. The court had to and did 
consider all three questions. This court’s opinion express- 
ly considers point “(2)” supra, as the argument “that 
‘By carrying his [Blumlein’s] invention back of the domes- 
tic filing date of the application which matured into the 
Whiteley patent, the appellant overcame that patent as 
a reference for the integrating circuit which is disclosed 
but not claimed therein,’ citing in support thereof the 
relevant provision of the code, 35 U.S.C. 119 * ° *,” (Em- 
phasis ours.) The court answered the argument by quot- 
ing a paragraph from the Patent Office Solicitor’s brief 
in which he conceded appellant to be correct. that as to 
structure not claimed by Whiteley it would be “quite 
permissible” to allow a claim to a later applicant who 
showed he invented the claimed structure before the filing 
date of the domestic application of Whiteley. The court 
then placed its own interpretation on the quoted para- 
graph saying, “In other words, the solicitor frankly con- 
cedes that appellant’s quoted argument on the point in 
issue is ‘absolutely correct, on the facts stated’, but the 
solicitor contends, and we think properly, that appellant's 
argument is too broad and inapposite with respect to the 
case at bar.” (Emphasis ours.) 

Having passed on that point, the court then proceeded, 
in effect, to pass on points “(1)” and “(3)”. supra, and 
to hold that the claims were not patentably distinct from 
the claims lost by Blumlein in the interference and to 
say that was the true ground of the decision below, which 
it affirmed on that ground. We therefore have in this 
Walker-Blumlein case decisions by both the board and 
this court that as to non-interfering subject matter the 
foreign priority date of a U. S. reference patent is of 
“no consequence” and that only the United States filing 
date has to be overcome. The final decision adopted the 
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first of three possible courses of action for the court as 
submitted in Walker's brief in the following words: 

1. It may affirm the decision below on the ground 

that the appealed claims and the interference counts 

are for the same invention and that, therefore, they 

are res judicata as to the appellant. 


' But in the process of arriving at that course of action the 
court did pass on the law applicable where there is no res 
judicata, as in the present case.* The court’s views at that 
time were in complete accord with the legal expertise in 
the Patent Office. 

We note that in Lilly, in discussing Walker, the court 
ignored all of the relevant matters discussed above and 
proceeded on the assumption it could not possibly have 
passed on a point on which it did pass. It also ignores 
the Blumlein decision in the Patent Office on the very issue 
here involved. 

We further note that in the instant case the board’s 
opinion finds “confusion” as to the ground on which this 
court in Walker sustained the rejection, which we think 
is clearly stated, and that the board errs in stating the 
contention of the solicitor and the court’s supposed ap- 
proval of it. The solicitor did not contend that all “sub- 
ject matter recited in the [Whiteley] claims” was avail- 
able as prior art as of the priority date. Far from it, 
he said in his brief, “The issue here in no way involves 
a foreign filing date of the patentee Whiteley. * * * The 
rejection here is not upon Whiteley’s foreign filing date. 
The rejection is based upon the adverse award of prior- 


*We trust this explanation of what this court did in 
Walker is a sufficient answer to the curiosity expressed by 
the District Court in Lilly (USPQ 467, col. 1) as to our “re- 
action” to the argument that we passed on a rejection not 
relied on by the Board of Appeals. This court did pass on 
the question as it was presented to it. The confusion as to 
lee the ground of rejection actually was required the court 
to do so. 
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ity °° °.” That is what the court “indicated ° * ° was 
proper.” We think the board erred further in reading the 
second opinion on reconsideration in Blumlein (which it 
refers to as “Walker”) in saying that in that opinion 
“the foreign date was considered relevant with respect 
to the disclosed but unclaimed components of the com- 
bination claimed.” We find nothing remotely resembling 
guch a view. In a very short opinion in answer to several 
requests to clarify its position, what the board did was to 
reiterate its position that Blumlein’s claims were to sub- 
ject matter “not patentably distinct” from the issue of 
the interference which he lost. It said nothing at all about 
“anclaimed components of the combination claimed,” as 
stated by the board here. 

On the other hand, appellants here rely on Walker and 
accurately state what happened in Blumlein and in 
Walker, contending it is precedent supporting their con- 
tention “that the domestic filing date of a patent obtained 
by a foreign applicant is the critical date to be considered 
when it is desired to use the patent for anticipation pur- 
poses,” that is, as an ordinary prior art reference. We 
fully agree. For the same reasons, we disagree with the 
Lilly opinion (USPQ at 466) where it says: “the [Walker] 
case does not really support plaintiff’s position.” 

The Patent Office Solicitor has nothing to say on 
Walker for the interesting reason that he did not really 
file a brief for the Patent Office position. In this brief he 
says: 

Inasmuch as the decision [opinion] of the Board 
of Appeals sets forth in full and exact detail the 
reasons why the priority date is considered the effec- 
tive date of the Habicht patent under 35 USC 102(e), 
it is believed to be unnecessary and undesirable to 
repeat or to paraphrase the decision in this brief. 
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In other words, the opinion of the board is the brief in 
‘this case. That was the position the solicitor took at oral 
argument. 
We tum now to a chronological review and to the 
other statutes and precedents relied on by the parties. 
The board's conclusion is that the foreign priority date 
of a U. S. patent is its effective date as a reference. In 
identical language in its opinion in this case and in the 
'Zemla and Rapala (Lilly) opinions, the board’s state- 
ment is: 
Our conclusion is arrived at simply by considering 
sections 102(e) and the first paragraph of section 
119 of the statute together. 


* * (Here the statutes are quoted] ° ° 


Section 110 refers to two applications for the same 
invention stemming from the same inventor, one a 
first application filed in a foreign country and the 
other a later application filed in the United States. 
* * © Section 119 provides that under the specified 
circumstances, and subject to the requirements of the 
second paragraph which are not in question here, 
the second application, filed in the United States, 
“shall have the same effect” as it would have if filed 
in the United States on the date on which the appli- 
cation was filed in the foreign country. This language 
is plain; it gives the application the status of an ap- 
plication filed in the United States on a particular 
date. Section 102(¢) provides that a patent may not 
be obtained if the invention was described in a patent 
granted on an application for patent by another filed 
in the United States before the invention thereof by 
the applicant. This paragraph makes the filing date 
of a U.S. patent [note the omission of “in the United 
States”] the effective date as a reference. It refers 
to an application filed in the United States and since 
section 119 provides that the application shall have 
the same effect as if filed in this country on a partic- 
ular date, these two provisions must be read together 
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and the filing date of the foreign application becomes 
the effective date of the United States reference pat- 
ent. [Emphasis ours.] 


This is so plausible that one’s impulse is to say “Q.E.D.” 
We find the reasoning at fault, however, and the inter- 
pretation untenable. To discuss it we must have section 
119 before us, insofar as applicable: 
§119. Benefit of earlier filing date in foreign country; 
right of priority. 

An application for patent for an invention filed in 
this country by any person who has, or whose legal 
representatives or assigns have, previously regularly 
filed an application for a patent for the same inven- 
tion in a foreign country which affords similar privi- 
leges in the case of applications filed in the United 
States or to citizens of the United States, shall have 
the same effect as the same application would have 
if filed in this country on the date on which the ap- 
plication for patent for the same invention was first 
filed in such foreign country, if the application in 
this country is filed within twelve months from the 
earliest date on which such foreign application was 
filed; but no patent shall be granted on any applica- 
tion for patent for an invention which had been pat- 
ented or described in a printed publication in any 
country more than one year before the date of the 
actual filing of the application in this country, or 
which had been in public use or on sale in this 
country more than one year prior to such filing. 


“This construction is reminiscent of the many misread- 
ings of the former statutory definition of the patent right as 
“the exclusive right to make, use, and vend the invention 
or discovery,” R.S. 4884, which was so often asserted to give 
the patentee some positive right to make or use or sell things 
embodying his patented invention. The Supreme Court put 
this idea to rest in Bloomer v. MeQuewan, 55 U.S. 539, 549 
(1852), but it did not dic until the 1952 Act changed the 
statute to read “the right to exclude others from making, 
using, or selling the invention * * *." 35 USC 154. Even now 
its ghost seems to hover over the opinion in the Lilly case 
(147 USPQ at 451, col. 2, 452.) 
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No application for patent shall be entitled to this 
right of priority unless [here follows the require- 
ment for filing certain papers in the Patent Office and 
claiming priority not in question here, as the board 
held] * * *. [Emphasis ours.] 

The board’s construction is based on the idea that the 
language of the statute is plain, that it means what it 
says, and that what it says is that the application filed 
abroad is to have the same effect as though it were filed 
here—for all purposes. We can reverse the statement to 
say that the actual U. S. application is to have the same 
effect as though it were filed in the U. S. on the day when 
the foreign application was filed, the whole thing being 
a question of effective date. We take it either way because 
it makes no difference here. 

Before getting into history, we note first that there is 
in the very words of the statute a refutation of this 
literalism. It says “shall have the same effect” and it 
then says “but” for several situations it shall not have 
the same effect, namely, it does not enjoy the foreign date 
with respect to any of the patent-defeating provisions 
based on publication or patenting anywhere in the world 
or public use or being on sale in this country more than 
one year before the date of actual filing in this country.* 

As to the other statute involved, we point out that the 
words of section 102(e), which the board “simply” reads 
together with section 119, also seem plain. Perhaps they 
mean precisely what they say in specifying, as an ex- 
press patent-defeating provision, an application by an- 
other describing the invention but only as of the date it 
is “filed in the United States.” 


* These patent-defeating one-year time-bars are also con- 
tained in 35 USC 102(b) (formerly R.S. 4886) and have al- 
ways been included in 119 (formerly R.S. 4887) to assure 
that it would not have the “same effect” if giving effect to 
a priority date would avoid these time-bars. 
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The great logical flaw we see in the board’s reasoning 
is in its premise (or is it an a priori conclusion?) that 
“these two provisions must be read together.” Doing so, it 
says 119 in effect destroys the plain meaning of 102(e) 
but the board will not indulge the reverse construction 
in which the plain words of 102(e) limit the apparent 
meaning of 119. We see no reason for reading these two 
provisions together and the board has stated none. We 
believe, with the dissenting board member, that 119 and 
102(e) deal with unrelated concepts and further that the 
historical origins of the two sections show neither was 
intended to affect the other, wherefore they should not 
be read together in violation of the most basic rule of 
statutory construction, the “master rule,” of carrying out 
the legislative intent. Additionally, we have a long and 
consistent administrative practice in applying an inter- 
pretation contrary to the new view of the board, con- 
firmed by legislation ratification in 1952. We will consider 
these matters separately. 


Section 119 


We shall now take up the history and purpose of sec- 
tion 119. The board opinion devotes the equivalent of 
four pages in the printed record to a scholarly and de- 
tailed review of the history of section 119 with all of 
which we agree, except for the interwoven conclusions 
as to its meaning as it bears on the effective date of a 
U. S. patent used as a reference. 

The boards shows that the predecessor statute (R.S. 
4887), containing the words “shall have the same force 
and effect,” was enacted March 3, 1903 (32 Stat. 1225). 
Theodore Roosevelt signed it into law. The bill was 
drafted and proposed by a Commission created by Act 
of Congress in 1898 (30 Stat. 431) to study the effect of 
the Convention of Paris for the Protection of Industrial 
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Property of 20th March 1883, which was under revision 
at Brussels even as the Commission deliberated, the re- 
vision being adopted at Brussels on 14th December 1900. 
(It was last revised at Lisbon on 3lst October 1958). The 
Commission made a report November 27, 1900, printed 
in 1902, entitled “Report of the Commissioners Appointed 
to Revise the Laws Relating to Patents, Trademarks, and 
Trade Names, with Reference to Existing Conventions 
and Treaties.” which is fairly descriptive of its purpose. 
The section entitled “The Revision of the Patent Law,” 
which we have read, extends from page 6 to page 39. It 
begins by saving (p. 6): 

We have found it desirable in considering the ques- 
tion of revision of the patent law to first consider 
what changes in the law are needed to give full force 
and effect to the treaty obligations which the United 
States has undertaken touching the protection of in- 
ventions made by the subjects or citizens of certain 
foreign countries. [Emphasis ours.] 

Under the heading “Priority Under the Convention,” it 
says (p. 12): 

The second provision of the Convention to be no- 
ticed, and one which may be of very great advantage 
to those of our citizens who desire to secure patents 
in foreign countries for their inventions, is that con- 
tained in article 4, and relates to the so called “delay 
of priority,” or “period of priority.” 

It then explained that in most countries no valid patent 
can be obtained if before the application is filed, the in- 
vention has been described in a printed publication, either 
in the country of application or even, as in the case of 
France and six other countries, in any country; that the 
same was true as to public use of the invention; and that 
the convention gives applicants in member countries a 
period (then 7 months, soon extended to 12) in which they 
ean file applications in other countries after the filing in 
their own country and obtain valid patents notwithstand- 
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ing publication or use in the interval and before the filing 
of the foreign application. This, it explained, is the “delay 
of priority.” In plain English, it was the right of an 
applicant to have the foreign application treated at law 
as prior to the intervening publication or public use, 
though in fact it was not, by giving a right to that appli- 
cant to delay filing in the foreign country, instead of filing 
simultaneously with the home application, yet have it 
treated as though filed on the date of the home application. 
This is what today we call simply “Convention priority,” 
or just “priority.” The foreign filing date is the “conven- 
tion date” or the “priority date.” 

This priority right was a protection to one who was 
trying to obtain patents in foreign countries, the protec- 
tion being against patent-defeating provisions of national 
laws based on events intervening between the time of fil- 
ing at home and filing abroad. Under the heading “Re- 
capitulation of Advantages Secured by the Convention,” 
the Commission said, so far as relevant here (p. 1415): 

The advantages to our citizens in the matter of 
patents directly afforded by the convention may be 
thus recapitulated. 

First. The enjoyment in foreign countries of equal 
rights with subjects or citizens of those countries. 

Second. The “delay of priority” of seven months 
within which to file applications abroad after filing 
in this country. 

Third. The privilege of introducing articles em- 
bodying the invention manufactured in this country 
into foreign countries to a certain extent without 
thereby causing the forfeiture of the patents taken 
out there. 


Note the emphasis repeatedly placed in the Commission 
Report on advantages to United States citizens. It was 
felt we should do what was necessary to comply with the 
reciprocity provisions to enjoy the benefits of the con- 
vention for our own citizens. It was also believed that 
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by reason of Opinions of Attorneys General, Vol. 19, 273, 
“the International Convention, in so far as the agreements 
therein contained are not in accordance with the present 
laws of the United States, is without force and effect; that 
it is not self-executing, but requires legislation to render 
it effective * ° ° and * * ° it is our opinion that such 
legislation should be adopted * * *.” (Report p. 19.) 
Specific to the question here, the Commission Report 
says (p. 24): 
We are, therefore, of the opinion that an amendment 
to the law should be made, providing that the foreign 
application shall have, in case an application is filed 
in this country by the applicant abroad within the 
specified period, the same effect as if filed here on 
the day it was filed abroad. 


The board thinks this “shows the intention of the Com- 
missioners” to create “a status of [an application] having 
been filed in the U.S. for all purposes * * *.” (Emphasis 


ours.) In the context of this case, that means for the 
purpose of using a U. S. patent, obtained with a claim of 
priority, as a prior art patent to defeat the right of a 
third party to a patent on subject matter which does not 
patentably distinguish from anything that happens to be 
disclosed in such patent—or at least from anything dis- 
closed “relevant to the [there] claimed invention,” depend- 
ing on which recent board opinion one looks at. We have 
read every word of the Commission Report looking for 
any suggestion of such a concept and have found none. 
All the board found was the above quotation. We deem 
it wholly inadequate as a basis for finding an intent to 
create a “status” for an application—to say nothing of 
the patent granted thereon—“for all purposes.” There 
are other factors to consider which negative any such 
legislative intent. 

There ig another sentence in the Commission Report 
we should consider on page 26. It called attention to the 
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fact that in most foreign countries the patent is granted 

to the first to apply and said: 
The Convention has created an exception to the rule 
and made an application in any State of the Union 
for the Protection of Industrial Property of the same 
effect as an application in the country where an ap- 
plication is subsequently made within the time speci- 
fied as a period of priority. [Emphasis ours.] 

This couples very nicely with the wording of the first 

recommendation for a change in U. S. laws on page 27 

where it was said: 

First. The application for a patent filed within 
seven months of the filing of an application for a 
patent for the same invention in any foreign country 
which is a party to the International Convention 
should be given the same force as regards the ques- 
tion of priority that it would have if filed on the date 
on which the foreign application was filed. (Fn. 2: 
Extended to twelve months.) [Emphasis ours.] 


The Commission, page 36, recommended proposed legisla- 
tion, which is, in substance, the amendment to R. S. 4887 
which was passed and is, with no change in substance, 
what we have today in section 119. The proposed bill in 
the Commission Report was entitled “A Bill to give effect 
to treaty stipulations relating to letters patent for in- 
ventions.” The Act passed was entitled “An Act to ef- 
fectuate the provisions of the additional act of the Inter- 
national Convention for the Protection of Industrial 
Property.” Throughout, the same phrase has always ap- 
peared, “shall have the same force and effect,” until it 
was simplified in the 1952 codification to “shall have the 
same effect.” This change was mere modernization in 
legislative drafting. The Revisers Note to the section 
says: “The first paragraph is the same as the present 
law with changes in language.” The Federico Commentary 
on the 1952 Act, 35 U.S.C.A., says (p. 29): 
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This so-called right of priority was provided for in 
the second paragraph of R.S. 4887 which is the basis 
for the first paragraph of section 119 of this title. 
* * * The here states the 4 conditions for obtaining 
the right] * * * The new statute made no changes 
in these conditions of the corresponding part of the 
old statute except to revise the language slightly 
nd 2 te] 

We need not guess what Congress has since believed 
to be the meaning of the disputed words in section 119, 
for it has spoken clearly. World wars interfere with nor- 
mal commerce in industrial property. The one-year period 
of priority being too short for people in “enemy” coun- 
tries, we had after World War I a Nolan Act (41 Stat. 
1313, Mar. 3, 1921) and after World War II a Boykin Act. 
Foreign countries had reciprocal acts. One purpose was 
to extend the period of priority. House Report No. 1498, 
January 28, 1946, by Mr. Boykin, accompanied H. R. 5223 
which became Public Law 690 of the 79th Cong., 2d Sess., 
Aug. 8, 1946, 60 Stat. 940. Section 1 of the bill, the report 
says was to extend “the so-called period of priority,” 
which then existed under R.S. 4887. On p. 3 the report 
says: 

In this connection, it may be observed that the por- 
tion of the statute which provides that the filing of a 
foreign application— 

shall have the same force and effect as the same 
application would have if filed in this country on 
the date on which the application for patent for the 
same invention, discovery, or design was first filed 
in such foreign country— 


“In the two and a half page analysis of section 119, re- 
ferred to always as giving a “right of priority,” there is no 
hint that the foreign filing date has anything to do with the 
effective date of a U.S. patent as a prior art reference. The 
Commentary was published in 1954. Thus, the present in- 
terpretation by Mr. Federico, speaking as an Examiner-in- 
Chief, represents a later development. 
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is intended to mean “shall have the same force and 
effect,” ete., insofar as applicant’s right to a patent 
is concerned. This statutory provision has no bearing 
upon the right of another party to a patent except 
in the case of an interference where the two parties 
are claiming the same patentable invention. 
We emphasize none of those words because we wish to 
emphasize them all. We cannot readily imagine a clearer, 
more definitive statement as to the legislature’s own view 
of the words “same effect,” which now appear in section 
119. This statement flatly contradicts the board’s view. 
The board does not mention it. 

In Lilly the District Court (USPQ at 461-462) attempts 
to depreciate the above quotation to the vanishing point 
by saying it is nothing but reiteration of an erroneous 
Commissioner’s decision (Viviani, supra), was not di- 
rectly concerned with the Boykin Act, probably was not 
thoughtfully considered by the whole House or even the 


full committee, and is not a report on section 119, 
which was not enacted until six years later. If this need 
be answered, the answer is that the quotation happens 
to be a precise statement of the construction consistently 
placed on the statute by the Patent Office until 1963 ;* 
that the Boykin Act was concerned, as its first order 


* To show that this was still the established construction 
in 1959 we cite McCrady, Patent Office Practice, 4th Ed. 
(1959), Sec. 142, ‘Effective Date of Domestic Patent,” 
at p. 198: 

Where the reference patent claims benefit of an 
earlier foreign filing date, it would seem that the 
validity of such claim cannot be precluded against 
an applicant except in an inter partes proceeding. 
Despite the language of 35 USC § 119, that the U.S. 
application ‘‘shall have the same effect as the same 
application would have if filed in this country on 
the [foreign filing] date,”’ the Office does not ordi- 
narily use the foreign filing date in rejections™, 
although where the patentee has won an interference 
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of business in section 1, with extending the right of 
priority: and finally (omitting comment on the reading 
habits of Congressmen), section 119 is the very same 
law as R.S. 4887, the statute about which the report 
was speaking and, in effect, amending. Presumably Mr. 
Boykin wished to make it clear to Congress and the 
public that if his bill passed, it would not be pushing 
the effective date of references back by several years 
into the fund of unknown applications reposing in foreign 
patent offices, waiting to have Boykin act counterparts 
filed in the U. S. which could have had a most serious 
effect on the validity of U. S. patents issued in the war 
and post-war period, as well as on applications then 
pending.’ R.S. 4887, the predecessor of section 119, is 
annexed to the report. 

Another reason for giving great weight to the Com- 
mittee Report’s comments on what R.S. 4887 meant is 
that the same bill contained a section 9, the predecessor 

ee 
7 (Continued) 
with applicant on the strength of his foreign filing 
date such date becomes the effective date of the patent 
as to claims similar to the interference counts.” 
“ Viviani v. Taylor (Comr: 1935) 72 PQ 448, 
MPEP 715.01 
**Ex parte Kinsella (BA: 1938) 39 PQ 199. 
Ex parte Blumlein (BA: 1952 & 1953) 103 
PQ 223 
To the same effect was the Patent Office’s own MPEP, 
section 715.01 as it was over a long period until changed 
on May 27, 1964, quoted infra. 


‘We know section 1 of the Boykin Act has a savin 
clause about ‘‘conflicting’’? rights of applicants an 
patentees but under the law then existing believe it refers 
to interference situations, possibly, and note that it refers 
specifically to infringement situations. In 1946 US. 
patents were not used as ‘‘references”’ as of their foreign 
priority dates and ‘‘conflicting”’ would not have connoted 
such situations. 


C.C.P.A. Opinion In Hilmer Case 195 


of present 35 USC 104, discussed later, dealing expressly 
with acts of invention in foreign countries and overruling 
the effect of the Supreme Court decision in Electric 
Storage Battery Co. v. Shimadzu, 307 U.S. 5 (1939), 
all of which has a bearing on the problem before us. 
That section prohibits proof of acts abroad to establish 
a date of invention, except as section 119 may have been 
complied with as to an application filed abroad. 

For the foregoing reasons, we are clearly of the opinion 
that section 119 is not to be read as anything more than 
it was originally intended to be by its drafters, the 
Commission appointed under the 1898 Act of Congress, 
namely, a revision of our statutes to provide for a right 
of priority in conformity with the International Con- 
vention, for the benefit of United States citizens, by 
creating the necessary reciprocity with foreign members 
of the then Paris Union. 

The board has mentioned that it was not limited in its 
terms to that treaty, which is true, so that it also fune- 
tions relative to other treaties and reciprocal laws. We 
are unable to deduce from this any intent to affect the 
date as of which U. S. reference patents are effective. 
Nor can we do so by reason of another “<deviation’’ 
from the Convention the board finds in section 4887 
(now 119) as to the protection of third parties. 


Section 102(e) 


We have quoted this section above and pointed out that 
it is a patent-defeating section, by contrast with section 
119 which gives affirmative “priority” rights to appli- 
cants notwithstanding it is drafted in terms of “An 
application.” The priority right is to save the applicant 
(or his application if one prefers to say it that way) 
from patent-defeating provisions such as 102(e); and 
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of course it has the same effect in guarding the validity 
of the patent when issued. 

Section 102(e), on the other hand, is one of the pro- 
visions which defeats applicants and invalidates patents 
and is closely related in fact and in history to the 
requirement of section 102(a) which prohibits a patent if 

(a) the invention was known or used by others 
in this country, or patented or described in a printed 
publication in this or a foreign country, before the 
invention thereof by the applicant for patent, ° ° ° 
{Emphasis ours. ] 

In fact, section 102(e) springs straight from 102(a)’s 
predecessor, R.S. 4886, by decision of the United States 
Supreme Court in 1926. It was pure case law until 1952 
when, having become firmly established, that law was 
codified by incorporating it in the statute. 

We will not undertake to trace the ancestry of 102(e) 
back of its immediate parentage but clearly it had ances- 
tors or it would never have come to the Supreme Court. 
We will regard its actual birth as the case of Alexander 
Milburn Co. v. Davis-Bournonville Co., 270 U.S. 390 
(March 8, 1926), which we shall call Milburn. It is often 
called the Davis-Bournonville case. It was an infringe- 
ment suit on a patent to Whitford and the defense, 
under B.S. 4920, was that he was not the first inventor. 
R.S. 4920, ‘‘Fourth’’ defense, was: ‘‘That he was not 
the original and first inventor or discoverer of any 
material and substantial part of the thing patented.’’ 
This was based on that part of R.S. 4886 corresponding 
to present 102(a), which read, ‘‘not known or used by 
others in this country, before his invention or discovery 
thereof.’’ (Emphasis ours.) Defendant produced a patent 
to Clifford which contained a full description of Whit- 
ford’s invention, but did not claim it. The law at that 
time was in confusion as to whether claiming was rele- 
vant to the defense and that was the issue the Supreme 
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Court resolved. The Circuit Courts were in conflict, 
especially the Second and Sixth. No foreign applications 
were involved. The U. S. filing date of the application 
for Clifford’s patent was earlier than any date relied 
on by Whitford. In a short three and a half page opinion 
Mr. Justice Holmes held that the description of Whit- 
ford’s invention in Clifford’s patent, Clifford’s applica- 
tion having been filed in the United States Patent Office 
with the same description before Whitford’s invention, 
showed that Whitford was not the first inventor, as the 
law required, and that his patent was therefore invalid. 

We need not go into the reasoning of the Milburn 
case, which has its weaknesses, because all that matters 
is the rule of law it established: That a complete descrip- 
tion of an invention in a U. S. patent application, filed 
before the date of invention of another, if it matures 
into a patent, may be used to show that that other was 
not the first inventor. This was a patent-defeating, judge- 
made rule and now is section 102(e). The rule has been 
expanded somewhat subsequent to 1926 so that the refer- 
ence patent may be used as of its U. S. filing date as a 
general prior art reference, as shown by In re Harry, 
51 CCPA 1541, 333 F. 2d 920, 142 USPQ 164 (1964), 
and the December 8, 1965 Supreme Court decision in 
Hazeltine Research, Inc. v. Brenner, 382 U.S. 252, 147 
USPQ 429. 

What has always been pointed out in attacks on the 
Milburn rule, or in attempts to limit it, is that it uses, 
as prior knowledge, information which was secret at the 
time as of which it is used—the contents of U. S. patent 
applications which are preserved in secrecy, generally 
speaking, 35 USC 122. This is true, and we think there 
is some validity to the argument that that which is 
secret should be in a different category from knowledge 
which is public. Nevertheless we have the rule. However, 
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we are not disposed to extend that rule, which applies 
to the date of filing applications in the United States, 
the actual filing date when the disclosure is on deposit 
in the U.S. Patent Office and on its way, in due course, 
to publication in an issued patent. 

The board's new view, as expressed in this case and 
in the Zemla and Rapala decisions, the latter sustained 
in Lilly, has the practical potential effect of pushing back 
the date of the unpublished, secret disclosures, which 
ultimately have effect as prior art references in the form 
of U. S. patents, by the full one-year priority period 
of section 119. We think the Milburn rule, as codified 
in section 102(e), goes far enough in that direction. 
We see no valid reason to go further, certainly no com- 
pelling reason. 

We have seen that section 119 originated in 1903 and 
that its purpose was to grant protective priority rights 
so that the United States might be a participating member 
in the International Convention by giving reciprocal 
priority rights to foreign applicants with respect to the 
obtaining of patents. We have also seen that section 
102(e) was the codification of a court-developed patent- 
defeating rule based on a statutory requirement that an 
applicant’s invention must not have been previously 
known by others in this country. We see no such relation 
between these two rules of law as requires them to be 
read together and it is our view that section 119 should 
not be so read with 102(e) as to modify the express 
limitation of the latter to applications ‘‘filed in the 
United States.’’ 


Section 104 


This brings us to another related section of the statute. 
We noted above that section 102(a) refers to knowledge 
of an invention in this country as a patent-defeating 
provision. This had been interpreted, long before the 
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1952 codification, to mean public knowledge. Federico’s 

Commentary, 35 U.S.C.A. p. 18 says: 
In the language of paragraph (a), an invention 
is not new if it “was known or used by others in 
this country, or patented or described in a printed 
publication in this or a foreign country, before the 
invention thereof by the applicant for patent.’’ The 
Committee Report both in the general part and in 
the Revision Notes recognizes that the interpretation 
of this condition is somewhat more restricted than 
the actual language, stating ‘‘the interpretation by 
the courts excludes various kinds of private knowl- 
edge not known to the public,’’ and the narrowing 
interpretations are not changed. The first clause of 
paragraph (a) indicates that prior knowledge or use 
in a foreign country will not defeat the right to a 
patent; a separate section, R. S. 4923 [section 72 
of former Title 35], in the old statute duplicated 
this provision and this old section has been omitted 
as its provisions are covered here and. elsewhere. 
(Emphasis ours.] 


The ‘‘elsewhere’’ is section 104 which has also super- 
seded section 9 of the 1946 Boykin act, above discussed. 
Before quoting it, we will mention another patent- 
defeating provision, 102(g¢) which says a patent may not 
be obtained on an invention if ‘‘before the applicant’s 
invention thereof the invention was made in this country 
by another who had not abandoned, suppressed, or con- 
cealed it.’? (Emphasis ours.) The first sentence of section 
104 reads: 

§104. Inventions made abroad 

In proceedings in the Patent Office and in the 

courts, an applicant for a patent, or a patentee, may 

not establish a date of invention by reference to 

knowledge or use thereof, or other activity with 

respect thereto, in a foreign country, except as pro- 

vided in section 119 of this title. 


The second sentence is an exception not relevant here. 
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It seems clear to us that the prohibitions of 104, the 
‘limitations in sections 102(a) and 102(g) to “in this 
‘country."’ and the specifying in 102(e) of an application 
' Sled “tin the United States*’ clearly demonstrate a policy 
in our patent statutes to the effect that knowledge and 
acts in a foreign country are not to defeat the rights 
‘of applicants for patents, except as applicants may be- 
come involved in priority disputes. We think it follows 
that section 119 must be interpreted as giving only a 
positive right or benefit to an applicant who has first 
‘fled abroad’ to protect him against possible intervening 
patent-defeating events in obtaining a patent. Heretofore 
it has always been so interpreted with the minor excep- 
tions, of little value as precedents, hereinafter discussed. 
' So construed, it has no effect on the effective date of a 
U. S. patent as a reference under section 102(e). 
As further indication that the Milburn rule never 
applied to foreign filing dates, and that its statutory 
version, section 102(e), does not either, is the fact that 
the Supreme Court dealt with the matter. The lower 
| court had attempted to draw an analogy involving B.S. 
' 4887 on the issue whether the anticipatory subject matter 
had to be claimed. Mr. Justice Holmes said, ‘‘The policy 
of the statute as to foreign inventions obviously stands 
/ on its own footing and cannot be applied to domestic 

affairs.’’ (270 U.S. at 402.) This shows he was at least 
conscious of the fact that he was dealing only with 
“‘domestic affairs.’’ In discussing this point, the Lilly 
opinion (147 USPQ at 453) emphasizes that it is dealing 
with a 102(¢) rejection, involving disclosure which is 


*It is first filing in a foreign convention country that 
creates the priority right, not the nationality of the 
applicant. It often happens that American inventors 
domiciled in the United States file abroad before filing 
here and claim priority rights in their own country 
as a result. 
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in a U.S. patent, a rejection ‘‘not based on 102(a).’’ 
This rather overlooks the fact that Milburn rested on 
the proposition that Whitford was not the first inventor, 
that there was no 102(e) in those days, and that the 
court found the basis for its decision in the R.S. 4886 
provision that the invention must not have been ‘‘known 
° °° by others in this country, before his invention 
°°. Today this provision is 102(a). 

The simple observable fact, therefore, is that the effect 
of section 102(e) is to make a U.S. patent available 
as a reference, as of its U.S. filing date, and that there- 
after the rejection of an application, or the holding of 
invalidity in the case of a patent, is predicated on some 
other section of the statute containing a patent-defeating 
provision to which the reference applies. Much confused 
thinking could be avoided by realizing that rejections 
are based on statutory provisions, not on references, 
and that the references merely supply the evidence of 
lack of novelty, obviousness, loss of right or whatever 
may be the ground of rejection. In some cases we have 
examined on this issue, Walker-Blumlein for example, 
the statutory ground of rejection was that the applicant 
was not the first inventor, the evidence of that fact being 
that he lost a count to the same invention, or one patenta- 
bly indistinguishable from it, in an interference. Yet 
the ‘‘reference relied on’’ in Walker-Blumlein was the 
patent granted to Whiteley after the interference, which 
patent had no relevance as such. There were similar 
aspects to the present case prior to the board's decision. 


Section 120 


At oral argument the Patent Office Solicitor argued 
by ‘‘analogy’’ from 35 USC 120 (a section which he said 
gives one US. application the benefit of an carlier US. 
application under specified circumstances for all purposes) 
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that section 119 should similarly give to a patent, used 
as a reference under section 102(e). effect as of an earlier 
foreign filing date. 

We could ignore the issue because it was not before the 
board here and was not briefed but will consider it be- 
cause it is extensively discussed in Lilly (147 USPQ at 
449, 455. 462) wherein the Patent Office pursued the same 
argument. One aspect of it is that sections 119 and 120 
contain the “same phrase,” namely “shall have the same 
effect.”’ 

We find no substance in this argument because: (1) as 
above pointed out, our statute law makes a clear dis- 
tinction between acts abroad and acts here except for 
patents and printed publications. Section 120, following 
policy in sections 102(a), (e) and (g) and 104, contains 
the limitation to applications “filed in the United States,” 
excluding foreign applications from its scope. (2) Use of 
the same expression is mere happenstance and no reason 
to transfer the meaning and effect of section 120 as to 
U. S. filing dates to section 119 with respect to foreign 
filing dates. Section 120 was not drafted until 49 years 
after the predecessor of section 119 was in the statute. 


The Cases 


With minor exceptions, we deem the few decided cases, 
which the writers on this issue all discuss, to be of slight 
significance. What determines the result in this case is 
statutory history, not judicial precedents. We will there- 
fore treat them as briefly as possible in chronological 
order. Milburn (1926), of course, is part of the statutory 
history and does not deal with the issue here at all. 

Next came Federal Yeast Corp. v. Fleischmann Co., 13 
F. 2d 570 (4th Cir. 1926), affirming 8 F. 2d 186 (D. Md. 
1925). This was an infringement suit on two patents the 
validity of which was attacked. The court determined 
that they were for the same invention and they were both 
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owned by Fleischmann. They could not both be valid. 
One of them had a 1915 German filing date, effective under 
the World War I Nolan Act, and a U.S. filing date in 
1920. The other had a filing date in 1919. The patent on 
the former application was sustained and the patent on the 
latter application held invalid. There is much dispute as 
to what the case stands for. If the inventions were the 
same, as they appear to have been, a priority-type situa- 
tion existed in which the date of priority and foreign filing 
would be involved. There was no interference, but in 
holding valid the patent with the German filing date the 
court gave the patent the benefit of the “priority” date. 
It also relied on Milburn, then just decided, subsequent 
to the District Court decision. The lower court found the 
patent with the German filing date to be the “prior appli- 
cation” by virtue of the Nolan Act, without discussion, 
said the respective filing dates fixed the dates of inven- 
tion, found the second invention was the equivalent of the 
first, and under the authorities found there was “no 
patentable invention” in the second, wherefore it was in- 
valid. The appellate court affirmed, saying validity was “to 
be governed by the ordinary rules”’ and finding, as to the 
second patent, “in view of the disclosures of Hayduck 
[the first], their claims in suit cover nothing patentable.” 
It also found the two inventions were the same and re- 
marked that “the plaintiff can get all the relief against 
the defendant [from the claims of the one patent] it could 
obtain, if both patents were held valid and infringed.” 
While we are not sure what the case stands for, other 
than the proposition that there cannot be two valid patents 
on the same invention, we are sure there was no discussion 
of the problem before us now. We are willing to say on 
its facts it is some support for the board but it seems to 
us more like a priority case or a double patenting issue 
than a decision on the effective date of a U. S. patent as 
a reference. In fact, the appellate court talked about 
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“priority.” On the issue here it is a very unclear prec- 
' edent, as most commentators seem to agree. 

Nine years pass without a decision and we then come 
to Viviani v. Taylor v. Herzog, 72 USPQ HS (1935), a 
' Patent Office decision which deals squarely with the 

issue here, is admitted by the board in Rapala (Lilly) to 
' be “of course contrary to the holding herein” whereas in 
this case the board attempts to distinguish it on the 
ground there is a difference between matter claimed in a 
reference and matter not claimed. We quote what the 
Commissioner said to show the basis of the Patent Office 
practice for some 30 years. 

Section 4887 B.S. [119] does not concern itself with 
bars against the issuance of patents in this country, 
such bars being found in section 4886 R.S. [102] 
(U.S.C., title 35, see. 31 [old 35]). 

Section 4887 R.S. relates solely to the rights of an 
applicant in the United States who has filed an ante- 
cedent and corresponding application in a foreign 
country. 

ecce 

In view of the origin of that [second] paragraph of 
the section [4887], it is believed to have the same 
meaning as if it had read, “shall have the same force 
and effect, in so far as applicant’s right to a patent 
is concerned.” This statutory provision has no bear- 
ing upon the right of another party to a patent ex- 
cept in the case of an interference where the two par- 
ties are claiming the same invention. 


Section 4887 R. S. cannot be construed as giving 
greater effect [to a foreign application, which at 
most is evidence of knowledge of the invention 
abroad] than is accorded by section 4923 R.S. to knowl- 
edge or use in foreign countries which is actually 
proven. [The last pair of brackets, inexplicably, ap- 
pears in the original.] 


The Commissioner considered the Fleischmann case, ex- 
plaining at length why he found the basis of the decision 
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unclear, noting that R. S. 4923 had not been mentioned. 
That old section, somewhat like 35 USC 104, ruled out 
knowledge or use in a foreign country as a ground for in- 
validating a patent. See Electric Storage Battery Co. v. 
Shimadzu, 307 U. S. 5 (1939). 

Under Viviani the Patent Office promulgated section 
715.01 of its Manual of Patent Examining Procedure under 
which it and the bar operated until recently. It read: 

In overcoming, under Rule 131, a domestic patent 
where the patentee has an earlier foreign filing date 
to which he would be entitled in establishing priority 
to the invention claimed in the patent, it is not nec- 
essary for the applicant to carry his date back of the 
patentee’s foreign filing date. (Viviani v. Taylor v. 
Herzog, 72 U. S. P. Q. 448). [Emphasis ours.] 

In 1941 the Court of Appeals for the Second Circuit 
decided Celanese Corp. of America v. Ribbon Narrow Fab- 
rics Co., 117 F. 2d 481, 48 USPQ 447, affirming 33 F. 
Supp. 137, 45 USPQ 492 (S.D. N. Y. 1940). Suit was on 
a Dreyfus patent and a reference was a U.S. patent to 
Sponholz with a U.S. filing date after, and an alleged 
German filing date before, Dreyfus’ date of invention. The 
wording of both opinions is inept and all writers are con- 
fused by it but whatever the statements made and reasons 
given, it is clear that defendant asserted the German fil- 
ing date for the reference and the District Court refused 
it, the Court of Appeals saying “Sponholz had previously 
applied for a German patent on May 11, 1926 but that is 
immaterial***.” It may be a precedent of little value but 
it is certainly on the side of disallowing the foreign filing 
date as the effective date of a reference patent. 

In 1951 Young et al. v. General Electric Co., 96 F. 
Supp. 109, 88 USPQ 174, was decided by an Tlinois 
District Court. It involved validity of a patent in suit and 
the only pertinent remark is concerned with a Bethenod 
reference having a U.S. filing date after and a French 
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filing date earlier than the date of invention of the patent 
in suit. Many other prior art patents were relied on. In 
footnote 6. USPQ at 195, in a 25 page opinion Judge 
Barnes said. speaking of Bethenod, 
eeexhether it is prior art as to Young No. 2,179,569 
depends on the date to which the Bethenod patent is 
entitled®**. The court is of the opinion that it is en- 
titled to the earlier date °** but there is a difference 
of opinion on this question among the authorities. 
[Fleischmann and Celanese, supra, cited.] Whether 
Bethenod be regarded as prior art in this case makes 
little or no difference. There is a wealth of prior art 
without it. 


This is some support for the board’s view, but not much. 


Most writers do not bother with the 1952 opinions 
of the Second Cireuit Court of Appeals in Van der Horst 
Corp. v. Chromium Corp., 197 F. 2d 791, 93 USPQ 350; 
198 F. 2d 748, 94 USPQ 288. The court made the mistake 
of using, “Under the doctrine of Alexander Milburn,” the 
British filing date of a British patent cited as prior art. 
On rehearing, the court, in effect, withdrew that ruling 
saying, “It is not necessary to decide the point and we 
leave it open***.” The stated reason for withdrawal was: 

We failed to take into consideration §72 of Title 35, 
U.S.C. A. which provided that it should not “void” a 
patent that “the invention or discovery” had been 
previously “known or used in a foreign country, °°*if 
it had not been patented or described in a printed 
publication.” It is reasonable to assume that Holmes, 
J., had $72 in mind in Alexander Milburn Co. v. 
Davis- Bournonville Co., supra, 270 U.S. at page 402, 
***ehen he said that “The policy of the statute as to 
foreign inventions obviously stands on its own footing 
and cannot be applied to domestic affairs.” 


The statute referred to as §72 is R.S. 4923. Cf. 35 USC 
104. 
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Ellis-Foster Co. v. Reichhold Chemicals, Inc., 198 F. 
2d 42, 94 USPQ 16 (3rd Cir. 1952), is cited in the Fishman 
article as significant because, in his opinion, it criticizes 
Viviani, which we do not find to be the case. The board 
herein in a footnote says that the patentee in Ellis-Foster 
failed to antedate the actual U.S. filing date of the refer- 
ence patent, wherefore the issue here was not present. 
We agree. 

The last case was in 1960 and at argument the solicitor 
indicated that it may have been what triggered the reconsid- 
eration of the law by the Patent Office and its subsequent 
change of position. It is Sperry-Rand Corp. v. Knapp- 
Monarch Co., 193 F. Supp. 756, 127 USPQ 193 (E.D. Pa. 
1961). The examiner here relied on it. The board seems 
to give it great weight here and in Rapala (Lilly), find- 
ing in it the key phrase which is now its guiding principle 
—that section 119 gives “status to an application.” The 
District Judge * had a problem with a Wimberger patent 
cited as prior art, whether it was effective as of its Aus- 
trian filing date or only as of its U.S. filing date. He 
called for authority on the point and counsel for both 
sides supplied it in letters, with arguments, copies of 
which we have. Counsel for Sperry-Rand presented the 
“status” argument, which is its origin, so far as we have 
seen, based on the “same effect” words in section 119. 
The only cases he cited as authority for his view were 
Young, Ellis-Foster, and Van der Horst, all discussed 
above. The court decided, in a footnote, that section 119 
gives “status to an application, as distinguished from 
mere benefit to an applicant, based on the foreign filing. 
This status is not limited in its effects to the particular 
applicant involved. Consequently, the Wimberger patent 


2 Senior Judge William H. Kirkpatrick, United States 
District Court for the Eastern District of Pennsylvania, 
who often sits with this court and is so sitting now, but 
who did not sit in this case. 
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must be considered.” His footnote mentions none of his 
reasons for so deciding, other than the words of section 
119. cites no cases, and does not discuss the matter fur- 
ther. Viviani was called to his attention as well as MPEP 
715.01. 

With regret and for the reasons we have fully ex- 
plained, we must simply express disagreement with the 
decision of the single judge in Sperry-Rand. Like the 
view of the board. we view his construction of the words 
of the statute as too literal and in disregard of the his- 
tory of the law which was not called to his attention. As 
to its lack of compelling force as a precedent, we quote 
from the board herein: 


There was a rehearing in which the Court held that 
it was incumbent on the patentee to produce strong 
and convincing evidence of any prior date asserted, 
regardless of the Patent Office acceptance of an 
afidavit antedating references, 129 USPQ 305, 193 
F. Supp. 756 (1961). There was no evidence in court, 
and hence the patentee had not overcome the filing 
dates of the other references involved, not even the 
U.S. filing date of the Wimberger patent. The issue 
involred here hence became moot and the statements 
of the Court regarding it are dicta, although this 
does not mean that they are incorrect. [Emphasis 
ours. ] 


Summary as to the Law and Its Legislative 
Ratification 


We have now set forth extracts and digests of the ma- 
terials produced by legal research to indicate what we 
believe the “law” to be. This, of course, is no substitute 
for the much more voluminous original materials, From 
it the following clear picture emerges. 

Section 102(e) was a codification of the Milburn doc- 
trine. The Milburn case accorded a U.S. patent effect as 
a reference as of its U.S. filing date and stated that the 
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policy of the statute on domestic inventions “cannot be 
applied to foreign affairs.” No foreign date was involved 
in the case. The codifying statute specifies that the date 
as of which the patent has effect is the date of filing “in 
the United States.” 

R.S. 4887, predecessor of section 119, was in effect from 
1903 to 1952 when it was incorporated unchanged in the 
present statutes. An examination of the legislative history 
of that statute fails to reveal a scintilla of evidence that 
it was ever intended to give “status” to an application 
or to serve as a patent-defeating provision except insofar 
as the application, or patent issuing thereon, becomes 
involved in a priority contest. The Milburn rule, under 
which U.S. patents are used as prior art references for 
all matter disclosed in them as of their U.S. filing dates 
has been consistently and continuously applied since its 
inception in 1926, if not earlier under lower court de- 
cisions, by the United States Patent Office, the agency 
charged with the administration of the patent system, in 
accordance with the view expressed by the Commissioner 
of Patents in 1935 in the Viviani case. That view was 
that R.S. 4887, and later section 119, does not make a 
U.S. patent effective as a reference as of a foreign prior- 
ity date to which it may be entitled. This view was fur- 
ther actively promulgated by the Patent Office in the 
first edition of its Manual of Patent Examining Procedure, 
Section 715.01, November, 1949, and so continued until 
May 27, 1964, after the expression by the board of its 
new view as exemplified in this case. 

There is no case “law” on the issue here worth con- 
sidering. Some seven cases have been cited pro and con, 
the most that can be found in a period of thirty-four 
years from 1926 to 1960. We believe they can be accurately 
summarized as follows: Van der Horst is concededly not 
in point. There are three cases cited as favoring the 
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board’s position here: Fleischmann is a doubtful prec- 
edent of uncertain meaning where one of two patents 
on a single invention was invalidated on the basis of a 
priority date to which the other was held entitled; a 
single judge in Young thought the priority date of a 
patent was its effective date as a reference, recognizing 
' conflict as between two precedents; a single judge in 
Sperry-Rand, briefed on prior cases in letters from coun- 
sel but not on the statutory history, took the same view 
as the board here. On the other side there are also three 
cases: Viviani refusing to follow Fleischmann and ex- 
pressly holding that the priority statute does not apply 
to the effective date of a reference; Celanese where a 
Court of Appeals refused to apply the priority date to 
a reference and said it is “immaterial”; and Walker- 
Blumlein where this 5-judge appellate court held that 
only the domestic filing date of a reference is effective, 
in which case the Patent Office Solicitor conceded that to 
be the law. 

If any “weight of authority” is to be found in this we 
would say the scales tip more than perceptibly in favor 
of the restriction of U.S. patents as references to their 
filing dates in the United States, as stated in section 102 
(e) and in accordance with “in this country” limitations 
of 102(a), (g), and the prohibitions of section 104. 

But over and above this a basis of decision we feel 
there is a paramount principle which controls. The ad- 
ministrative agency known as the Patent Office pursued 
a uniform policy and interpretation contrary to the new 
view of the board for the 26 years from 1926 to 1952, at 
least. The interpretation was well publicized and well 
known and must be assumed to have been known to Con- 
gress in 1952 when it revised and codified the patent 
statutes into present Title 35, United States Code. In 
that codification section 119 reenacted R.S. 4887 with no 
change in substance, as above shown. 
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This legislative ratification of the interpretation of the 
statutes by the Patent Office determines the meaning and 
effect of section 119 for the future. Helvering v. Winmill, 
305 U.S. 79 (1938), United States v. Dakota-Montana Oil 
Co., 288 U.S. 459 (1933). Under that interpretation, sec- 
tion 119 does not affect the express provision of 102(e) 
as to filing “in the United States” and the decision of 
the board that the Swiss filing date of Habicht is the 
effective date of his U.S. patent as a reference must be 
reversed, 

Reason for Remand 


As our analysis of the board’s statements of the issue 
shows, the board concerned itself with a single question 
of law, the effective date of the Habicht patent as a ref- 
erence under 35 USC 102(e) and 103. The only other 
question it dealt with was the merits of the rejection, 
having found Habicht to have an early enough date to 


be available as a reference. On the merits, it found the 
invention of all three appealed claims to be obvious with- 
in the meaning of 35 USC 103. We have not considered 
that finding because of our decision that Habicht is not 
available as a prior art reference, which makes it un- 
necessary to pass on the merits of the rejection based on 
Habicht in view of Wagner et al. 

Claim 17 was rejected only on the disclosure of Habicht 
in view of Wagner et al. and since we have held Habicht 
to be unavailable, the rejection of that claim stands re- 
versed. 

As to claims 10 and 16, however, the examiner made 
an additional rejection (in his Answer it was the only 
rejection of these two claims) as “unpatentable over the 
count of Interference No. 90,218 now claim 1 of the 
Habicht patent in view of the Wagner et al. refer- 
ence.” (The language is quoted from the examiner’s 
Answer.) So far as we can see, the board failed to deal 
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with this rejection. The only possibility that the board 
dealt with the rejection on the interference issue is in 
the paragraph we quoted early in this opinion and de- 
seribed as the board’s “third statement” of the issue. 
We are unable to say whether the board agreed or dis- 
agreed with the examiner's rejection on the interference 
issue in saying “no questions of estoppel or res judicata 
can be raised concerning” the claimed compounds of 
appellants. 

Since the board predicated its affirmance of the ex- 
aminer’s rejection entirely on its finding that Habicht 
was available as a reference to show what the statutory 
prior art was, since we are reversing on that issue, and 
since we are unable to ascertain the board’s decision, if 
any, on the other outstanding rejection, we remand this 
ease for clarification of the board’s position on the re- 
jection of claims 10 and 16 as “anpatentable over” the 
interference count in view of Wagner et al. 

The decision of the board is reversed and the case is 
remanded for further proceedings consistent herewith. 


REVERSED AND REMANDED 


Martin, J. took no part in the decision of this case. 


Usitep States Covrr or Customs aNxD Patext APPEALS 
April 28, 1966 


Worley, Chief Judge, dissenting. 

It seems to me the majority below has the better of the 
argument with the majority here. Typical of my mis- 
givings regarding the reasoning and conclusion of the 
present majority is the effort to fashion In re Walker in- 
to a controlling precedent for its position. It would be 
highly presumptuous of me to assume that merely be- 
cause of my participation in that decision I became an 
authority on what the court held. It would be equally 
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presumptuous to assume that I at once became an ¢eX- 
pert on Congressional intent merely as one of 435 mem- 
bers of the House of Representatives which passed the 
Boykin Act, or perchance as one of many who suggested 
or opposed language in that or other measures. The real 
test of judicial or legislative intent lies in the language 
employed. What the court held in Walker is found in its 
decision, and what Congress intended is found in the 
statute. In Walker this Court expressly said: 

The rejection by the tribunals of the Patent Office 
in the case at bar is based not upon the filing date 
of Whiteley’s foreign application but upon the ad- 
verse award of priority of invention against appellant 
and in favor of Whiteley, the patentee. (Emphasis 
supplied). 

Thus all else is obviously dicta. 


There is no real judicial precedent in the cases cited 
below or here, save the recent District Court opinion * in 
Eli Lilly v. Brenner where the issue was squarely raised 
and properly disposed of? In view of the unsettled and 
conflicting case law when the 1952 Patent Act was passed, 
it is not possible to ascertain which line of decisions 
Congress was “legislatively ratifying.” Nor am I con- 
vinced that under such circumstances Congress was ratify- 
ing the then Patent Office practice.” 


1 The author of that opinion is Judge Joseph R. Jackson 
who rendered distinguished service on this court for many 
years. He participated in Walker, and rejected it as prece- 
dent on the issue in Lilly. 

2 See also Sperry-Rand Corp. v. Knapp-Monarch Co. to 
oe same effect, although that discussion is, as in Walker, 

icta. 

2 The oft-repeated statement that administrative construc- 
tion of a statutory provision receives legislative approval 
by reenactment of the provision without material change 
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Granted the desirability of following the status quo, 
this court has never been reluctant to depart, in some 
instances sua sponte, from that principle. Thus there is 
no valid reason in law or logic why this court should 
prevent the Patent Office from correcting, on its own, 
what it obviously recognizes to be prior misinterpretation 
of Congressional intent. 

While it has been said (see Bate Refrigerating Co. v. 
Sulzberger, 157 U.S. 1; Webster v. Luther, 163 U.S. 331) 
that the practical construction given to an act of Congress, 
fairly susceptible of different constructions, by an ex- 
ecutive department of the Government is entitled to re- 


> (Continued) 

covers the situation where ambiguities in a statute are 
resolved by reference to administrative practice prior to 
reenactment. It does not mean that an interpretation of 
a provision of one act becomes frozen into another act 
merely by reenactment of that provision, so that adminis- 


trative interpretation cannot be changed prospectively 
through exercise of appropriate administrative discretion. 
See Helvering v. Wilshire Oil Co., 308 U.S. 90. Nor does 
it mean that prior construction has become so embedded in 
the law that only Congress can effect a change. Helvering 
vy. Reynolds, 313 U.S. 428. Moreover, any assumed acqui- 
escence of Congress to the Patent Office interpretation of 
RS 4887 prior to its 1952 enactment of Section 119 would 
appear of little import, absent evidence that that interpre- 
tation was expressly called to the attention of Congress at 
the time and expressly adopted. See Sutherland Statutory 
Construction, £5109 (3 ed. 1943). 

* See, e.g., Shoe Corp. of America v. Juvenile Shoe Corp. 
of America, 46 CCPA 868, 266 F.2d 793, 121 USPQ 510, 
reversing Patent Office practice and judicial precedent which 
had stood for over 30 years. See also In re Bremner, 37 
CCPA 1032, 182 F.2d 216, 86 USPQ 74; In re Nelson, 47 
CCPA 1031, 280 F.2d 172, 126 USPQ 242; In re Wilke, 50 
CCPA 964, 314 F.2d 558, 136 USPQ 435; In re Palmquist, 
51 CCPA 839, 319 F.2d 552, 138 USPQ 234; In re Manson, 
52 CCPA 739, 333 F.2d 234, 142 USPQ 35, many of which 
are discussed in Brenner v. Manson, 383 US 519 (1966). 
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spect, and in doubtful cases should be followed by the 
courts especially where interests have grown up under 
the practice adopted, it seems to me the meaning of the 
statute is clear and no prior practice inconsistent with 
that meaning can be given effect. See Andrews v. Hovey, 
124 U.S. 694, 716-718. Antecedent administrative inter- 
pretation long in force does not render it impossible for 
the Patent Office to promulgate a new interpretation 
changing for the future the earlier practice, particularly 
when the new interpretation appears to comport with the 
plain meaning of the statute. See American Chicle v. U.S., 
316 U.S. 450. Section 119 states that a United States ap- 
plication based on a foreign application “shall have the 
same effect as the same application would have if filed 
in this country on the date on which the application * * * 
was first filed in such foreign country.” There is no lan- 
guage in Section 119 to restrict that effect in any war, 
whether for purposes of obtaining a patent or subse- 


quently utilizing that patent as a prior art reference, i.e. 
evidence of priority as to the disclosed subject matter, 
to defeat another’s right to a patent. It seems to me the 
majority here legislates into the statute words of limita- 
tion which Congress has not placed there. That it cannot 
do. Bate Refrigerating Co. v. Sulzberger; Electric Storage 
Battery Co. v. Shimadzu, 307 US. 5, 14. 


I would affirm. 
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STATEMENT OF QUESTION PRESENTED 


The question presented is whether appellant's patent 
application was properly rejected under 35 U.S. Code, 
§102(e) on the basis, as “prior art”, of a U.S. patent applied 
for after appellant’s invention was made. The Patent 
Office contends, and the District Court held, that the effec- 
tive date as prior art of such U.S. patent was not its actual 
application date but. rather, the filing date of an earlier 
foreign application relied on by the patentee of the refer- 
ence as the basis of a priority claim under 35 U.S. Code, 
§119. 


More: generally stated, the issue is: May §102(e) and 
$119 of the Patent Act be so construed as to deny an 
American inventor a patent solely on the ground that his 
invention had been previously made in a foreign country, 
though neither patented nor published? 


The District Court answered that question “Yes”. This 
was error. The answer “No” is alike demanded by the 
words of the statutes involved and the Congressional 
policy their legislative history reveals. 
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ferent Purposes And Never Intended To Be 
Read Together 
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Iv. For Over Thirty Years After The Milburn De- 
cision, The Patent Office Construed It To 
Mean That A U.S. Patent Speaks As Prior Art 
Only From Its Actual Filing Date; And Con- 
gress Has Ratified That Construction 


V. The Case Law, Sparse Though It Is, Supports 
Appellant's Position And Demands Reversal .. 


‘VI. Even Had The District Court Been Right In 
Holding That $119 And §102(e) Be Read And 
Construed Together, Its Decision Was None- 
theless In Error. For The Reciprocity De- 
manded By $119 Was Lacking 


CONCLUSION 
APPENDIX PER RULE 17(b) (6) 
RS. § 
RS. § 
RS. 
35 U.S. Code, §102 (With Official Reviser’s 


35 U.S. Code, $104 .. 
35 U.S. Code, $119 
35 U.S. Code, $120 


Article 4 of International Convention For The 
Protection of Industrial Property, 1934 Re- 
vision 
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BRIEF FOR PLAINTIFF-APPELLANT 


JURISDICTIONAL STATEMENT 


The complaint (JA 2) pleaded a cause of action against 
Edward J. Brenner, Commissioner of Patents, in his offi- 
cial capacity, seeking a judgment authorizing issuance of a 
patent on appellant’s application Serial No. 127,115, which 
had been rejected by the Patent Office Board of Appeals. 
The District Court had jurisdiction and venue of the action 
by virtue of 35 U.S. Code, §145. 


The District Court heard the action on the merits and 
rendered final judgment against appellant (JA 162). This 
Court’s jurisdiction to review that judgment is conferred 
by 28 U.S. Code, §§1291 and 1294, which empower this 
Court to hear appeals from all final decisions of the United 
States District Court for the District of Columbia. 


STATEMENT OF THE CASE 


This appeal presents for decision a question of law aris- 
ing from a final judgment entered after consideration and 
disposition of cross motions for summary judgment. None 
of the facts is in dispute. 


The Parties, The Action, And The Issue 


Plaintiff-Appellant Eli Lilly and Company is the owner, 
as assignee of Richard T. Rapala. of United States patent 
application Serial No. 127,115, entitled “Novel Pregne- 
nolone Acctonides” and filed January 27, 1961. Such appli- 
cation was finally rejected on December 19, 1962, by the 
Patent Office Examiner in charge thereof (J.A 2), and such 
rejection was affirmed on September 18, 1964, by the Pat- 
ent Office Board of Appeals (JA 2, 10-28). 
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Defendant-Appellee Edward J. Brenner is United States 
Commissioner of Patents, sued in his official capacity pur- 
suant to authority granted by 35 U.S. Code, §145, to secure 
a review of the Patent Office’s rejection of appellant’s appli- 
cation. 


The sole ground of the Patent Office’s rejection was that 
the invention claimed was unpatentable over the disclosure 
of United States patent No. 3.021.345, granted on Febru- 
ary 13, 1962, on an application filed in the United States on 
September 19, 1960 (JA 10+). 


The invention claimed in appellant’s patent application 
was in fact conceived and reduced to practice prior to 
September 19, 1960, the filing date of the aforementioned 
U.S. patent No. 3,021,345; this was established by affidavit 
under Patent Office Rule 131 and is not questioned by 
defendant (JA 9, 105). 


The theory on which the Patent Office asserted patent 
No. 3,021,345 to be prior art effective against appellant’s 
application was that such patent was entitled as a matter 
of law (by virtue of United States Code, Title 35, §119) 
to be treated as if it were “filed in the United States” on 
September 24, 1959, the priority date claimed for said 
patent No. 3,021,345 by the applicants therefor (JA 12, 28, 
107). 


The sole issue in the case is whether the date on which 
such patent No. 3,021,345 was legally “filed in the United 
States” within the meaning of 35 U.S. Code, §102(e), was 
its actual filing date of September 19, 1960, or September 
24, 1959, the priority date claimed for such patent under 
the terms of United States Code, Title 35, §119. (Such pri- 
ority date of September 24, 1959, was the date on which 
the patentees of U.S. patent No. 3,021,345 filed in Great 
Britain a counterpart patent application, containing sub- 
stantially the same disclosure as the U.S. patent.) 
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Appellee admits (JA 5) that “if patent No. 3,021,345 is 
not actual prior art by standards legally applicable, the 
invention described and claimed in plaintiff’s application 
Serial No. 127,115 is patentable, and a patent should be 
granted thereon.” Should this Court decide, therefore, 
that the effective date of patent No. 3,021,345 as a prior- 
art reference is its actual filing date in the United States, 
namely, September 19, 1960, as opposed to its priority date 
under §119, then the judgment below should be reversed. 


The Proceedings Below 


Promptly after his answer was filed, appellee moved for 
summary judgment (JA 6), averring that the case involved 
no genuine issue as to any material fact. At the outset, 
appellant resisted summary judgment on the ground that 
it desired to prove as a fact the British law governing the 
effective dates as prior art of British patents issued on 
applications for which the applicant had claimed a priority 
date arising from earlier-filed United States patent appli- 
cations (JA 32, 36). Ultimately, however, when the cause 
came on for hearing, appellee stipulated with appellant 
with respect to the British law (JA 51), and thereupon 
appellant moved orally on the record (JA 54) for summary 
judgment in its behalf, thus clearing the way for the Dis- 
trict Court to enter final judgment one way or the other, 
depending on its resolution of the disputed legal issue. 


The District Court. after hearing argument and taking 
the case under advisement, filed a written opinion (JA 
104-162), resolving the disputed legal issue in appellee's 
favor by holding that the effective date as prior art of U.S. 
patent No. 3,021,345 was September 24, 1959, the date of 
the counterpart British application, rather than Septem- 
ber 19, 1960, the actual date of filing in the United States. 
Accordingly, the District Court granted appellee’s motion 
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for summary judgment, and entered final judgment against 
appellant (JA 162). This appeal followed (JA 163). 


The Companion Litigation In The Court Of 
Customs And Patent Appeals 

‘As this case was working its way to this Court, another 
proceeding involving the same issue came before the United 
States Court of Customs and Patent Appeals and was 
‘decided by that Court on April 28, 1966 (In re Hilmer 
et al. (C.C.P.A., 1966). .......- F.2d , 149 USPQ 480). 
‘The Court of Customs and Patent Appeals, in an opinion 
by Jadge Rich, with Chief Judge Worley dissenting, de- 
cided the disputed issue contra the District Court’s decision 
in the case at bar. 


Because the Court of Customs and Patent Appeals dis- 
cussed in detail Judge Jackson’s decision in this case and 
fally stated its reasons for disagreement, we believe this 


Court will find the Hilmer decision of great interest. For 
convenient reference, the opinions in that case are repro- 
' Quced in the Joint Appendix herein, at pages 164-215. 


The Key Statutes Involved. 


The two statutes pivotal to the issue here are 35 US. 
Code, $102(e) and 35 U.S. Code §119. 


Section 102 (3a, infra) is the part of the Patent Act 
of 1952 that catalogs the conditions under which an 
otherwise meritorious patent application must be rejected ; 
in other words, it contains ‘‘patent-defeating”’ provisions. 
The portion of §102 specifically relevant here is §102(e), 
reading: 
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“<“§ 102. Conditions for patentability; novelty and 
loss of right to patent 


“(A person shall be entitled to a patent unless— 


“‘(e) the invention was described in a patent 
granted on an application for patent by another filed 
in the United States before the invention thereof 
by the applicant for patent, . . .”’ 


The official Reviser’s Notes to the Patent Act of 1952 
(35 U.S.C.A., §102, p. 446), say this of §102(e): 


“Paragraph (e) is new and enacts the rule of 
Milburn v. Davis-Bournonville, 270 U.S. 390, by rea- 
son of which a United States patent disclosing an 
invention dates from the date of filing the application 
for the purpose of anticipating a subsequent in- 
ventor.’’ 


The other key statute in this case, also a part of the 
Patent Act of 1952, is 35 U.S. Code, §119 (5a, tnfra). 
To the extent here material, it was derived from §4887 
of the old Revised Statutes, and merely codified the old 
law without changing its substance (35 U.S. Code, §119, 
Reviser’s Note). The portion of §119 involved here is as 
follows: 


“§ 119. Benefit of earlier filing date in foreign 
country; right of priority 


‘An application for patent for an invention filed 
in this country by any person who has, or whose 
legal representatives or assigns have, previously 
regularly filed an application for a patent for the 
same invention in a foreign country which affords 
similar privileges in the case of applications filed 
in the United States or to citizens of the United 
States, shall have the same effect as the same appli- 
cation would have if filed in this country on the 
date on which the application for patent for the 
same invention was first filed in such foreign country, 
if the application in this country is filed within 


=< ¢ = 


twelve months from the earliest date on which such 
foreign application was filed; but no patent shall be 
granted on any application for patent for an inven- 
tion which had been patented or described in a 
printed publication in any country more than one 
year before the date of the actual filing of the appli- 
cation in this country, or which had been in public 
use or on sale in this country more than one year 
prior to such filing.”’ 


The District Court. in the decision below, dealt with 
§§102(e) and 119 in this manner: 


1. Pointing out that the patentees of the U.S. 
patent No. 3.021.345. relied on by the Patent Office 
as ‘‘prior art’’ against appellant’s application, had 
claimed a priority date under $119 on the basis of a 
counterpart application filed in Great Britain on 
September 24, 1959, the District Court held that this 
gave their later-filed U.S. application the ‘‘status’’, 
for all purposes, of having been filed in this country 
on the date of the British application; 


2 Therefore, held the District Court, U.S. patent 
No. 3.021.345 was ‘‘filed in the United States’’, 
within the meaning of §102(e), on September 24, 
1959, when the British application was filed, rather 
than on September 19, 1960, when the U.S. applica- 
tion was actually filed. 


Anent that line of reasoning, the Court of Customs 
and Patent Appeals, in deciding In re H ilmer, commented 
(JA 185, 149 USPQ, at 490): 


“This is so plausible that one’s impulse is to say 
‘Q.E.D.’. We find the reasoning at fault, however, 
and the interpretation untenable.”’ 


Why the Court of Customs and Patent Appeals thus 
rejected the District Court’s statutory construction was 
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fully explained in the Hilmer opinion (JA 164-211, 149 
USPQ 480-501). That court’s views, and the reasons 
underlying them, are summarized at pages 10-17, infra. 


The District Court’s Opinion In This Case. 


After stating the case, the District Court launched 
its opinion by dealing at length (JA 111-115, 248 F. 
Supp., at 410-412) with Alexander Milburn Co. v. Davis- 
Bournonville Co. (1926), 270 U.S. 390, the case estab- 
lishing the judge-made rule later codified by enactment 
of 35 U.S. Code, §102(e). In Milburn, the Supreme Court 
held that the disclosure of a United States patent should 
be considered prior art against others as of the date it 
was applied for, pointing out that disclosure of an inven- 
tion in a U.S. patent application, whether claimed or not, 
was conclusive evidence of knowledge tm this country 
on the filing date thereof and thus proved a later appli- 
cant to be not the ‘‘first inventor’? in the statutory 
sense. The District Court held (wrongly, we say) that 
the same line of reasoning applies in the present case 
to strip appellant's inventor Rapala of the status of 
statutory first inventor.° 


Next (JA 122-136, 248 F. Supp., at 415-423). the 
District Court considered the specific language of §§102 
(e) and 119, giving attention also to various provisions 
of Article 4 of the International Convention For The 


*The District Court's error on this point, appellant 
submits, arose from failure to bear in mind that ‘‘first 
inventor’’ in the statutory sense is a term of art, subject 
to numerous qualifications. Specifically, prior invention 
by another in a foreign country does not prevent a bona 
fide American inventor from securing a patent on his 
invention unless such foreign invention was patented 
or published before the American applicant made _ his 
invention or more than twelve months before his applica- 
tion was filed. See pages 27-29, infra. 
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Protection Of Industrial Property, to implement which 
the predecessor of §119 was enacted.® 


The District Court, upon consideration of the statutory 
‘language and that of the 1958 version of the Convention 
(JA 137. 248 F. Supp. at 422-423), concluded that 635 
U.S.C. §119 provides a status to a United States applica- 
tion of a foreign inventor under certain circumstances’’ 
and that ‘‘Once this status attaches to the application, 
it is there permanently, both offensively for the invention 
claimed by the foreign inventor and defensively for what- 
ever he discloses but does not claim.”’ 


The District Court then dealt with the point—unsuccess- 
fully urged below by appellant—that even if §119 could 
properly be construed as modifying or amending §102(e), 
it could not do so in the present case because §119 applies 
only where the foreign country ‘‘affords similar priv- 
ileges in the case of applications filed in the United 
States or to citizens of the United States’’. (It was 
stipulated (JA 51) that under British law the effective 
date of a British patent as prior art is its publication 
date, never its priority date.) The District Court rejected 
appellant’s argument in this regard (JA 136-139, 248 
F. Supp. 422-423), holding that ‘‘similar privileges’’ does 
not mean ‘‘same’”’ or ‘‘identical’’ privileges, and that 
absence of reciprocity in respect to the point under 
consideration made no difference. 


* The quotations in the District Court opinion from 
Article 4 of the Convention were from the text of the 
1958 revision, which was not effective until years after 
| §119 was enacted. The version of the Convention actually 
implemented by 4119 was the 1934 London text, con- 
siderably different from the 1958 text. See JA 130, 248 
F. Supp., at 419. The 1934 text of Article 4 is reproduced 
' infra, in the appendix to this brief, pp. 6a-9a. 
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The District Court thereupon addressed itself to the 
legislative history of R.S. $4887, predecessor to the 
present §119 (JA 139-141, 248 F. Supp., at 423-425), 
noting that a 1946 Report of the House Committee on 
Patents contained this explicit statement (JA 140, 248 
F. Supp., at 424): 


‘““In this connection, it may be observed that the 
portion of the statute which provides that the filing 
of a foreign application— 


‘shall have the same force and effect as the same 
application would have if filed in this country on 
the date on which the application for patent for the 
same invention, discovery, or design was first filed 
in such foreign country—’ 


‘is intended to mean ‘shall have the same force and 
effect,’ etc., insofar as applicant’s right to a patent 
is concerned. This statutory provision has no bearing 
upon the right of another party to a patent except 
in the case of an interference where the two parties 
are claiming the same patentable invention.’ ’’ 


That quoted statement was held by the District Court 
to be without significant import. for the stated reasons 
that (a) the report was directly concerned with the 
Boykin Act (60 Stat. 940), rather than specifically with 
the present §119, and (b) because the last portion of the 
quoted passage was taken from the opinion of Com- 
missioner Coe in Viriani v. Taylor v. Herzog, 72 TSPQ 
448, 449. Said the District Court on this point (JA 140- 
141, 248 F. Supp., at p. 424): 


“There is nothing to indicate that even the House 
Committee on Patents, let alone Congress itself, or 
even the whole House of Representatives, devoted any 
independent thought to this interpretation of the 
statute by the Commissioner of Patents in 1935. 
If the decision of the Commissioner was incorrect, 
and more will be said about this later, no reason 
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is seen why an excerpt from an erroneous decision 
should be given any more weight simply because 
it is included without question in a House Committee 
Report.” 


The District Court next referred (JA 142-143, 248 
F. Supp. 425-426) to the fact that the ‘‘same effect’’ 
language of §119 is also in the text of 35 U.S. Code, 
§120. a statute providing that as to common subject 
matter a later-filed U.S. patent application shall have 
“*the same effect’’ as though filed on the date of a prior, 
co-pending U.S. application by the same inventor. Point- 
ing out that the effective date of a continuation-in-part 
application under §120 is the filing date of the parent 
application, so far as §102(e) is concerned, the District 
Court inferred from that fact that a similar meaning 
must have been intended with respect to §119 vis-a-vis 
§102(e). 


Finally (JA 145-160, 248 F. Supp. 426-434), the Dis- 
trict Court reviewed the sparse case law dealing with 
the issue at hand, holding that the only case squarely 
in point as a decision (as opposed to dictum) was Com- 
missioner Coe’s opinion in Viviani v. Taylor v. Herzog, 
72 TSPQ 448. That case the District Court expressly 
disapproved (JA 148, 248 F. Supp. 428), and commended 
the present Commissioner Brenner for overruling it. 


Having concluded that appellee’s view of the law was 
correct, the Court granted defendant’s motion for sum- 
mary judgment and ordered the complaint dismissed 
(JA 162, 248 F. Supp., at 434). 


The C.C.P.A. Opinion In The Hilmer Case. 
The opinion of the Court of Customs and Patent 
Appeals in the case of In re Hilmer et al. (C.C.P.A., 
April 28, 1966), .... F. 2d ..... 149 USPQ 480, was written 
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by Judge Rich and concurred in by Judges Smith and 
Almond. Judge Martin took no part in the decision 
(JA 212), and Chief Judge Worley dissented, with a 
short opinion (JA 212-215). 


After stating the facts of the Hilmer record and 
reviewing the recent literature on the legal issue involved 
(JA 164-176, 149 USPQ, at 480-487), the C.C.P.A. alluded 
to the fact that it was in disagreement with the District 
Court’s decision in this case, saying (JA 177-178, 149 
USPQ, at 487): 


“We regret that we find ourselves in conflict with 
the District Court, especially with an erstwhile 
colleague, on a question of patent law, and cor- 
respondingly in disagreement with several members 
of the board, but we find ourselves in agreement 
with the Meyers article, with the Patterson, Currie, 
and Samuels commentaria, and with the dissenting 
views of Examiner-in-Chief Behrens who found the 
history of sections 102 and 119 to give ‘scant comfort 
to the majority’s interpretation.’ We find it indeed 
strange that it has suddenly become imperative to 
reinterpret a statute which was enacted in 1903, later 
construed in the light of the Supreme Court decision 
of 1926, and to invert a practice under which a 
generation of lawyers since the latter date has ob- 
tained for clients close to two million United States 
patents, counting for their validity on a construction 
of the statutory law not only followed but promul- 
gated by the Patent Office. Furthermore, in 1952 
this law, already a quarter of a century old in toto, 
was carried forward by Congressional action without 
change, insofar as it was already statutory, and in- 
sofar as it was case law it was codified without change, 
the particulars of which will be dealt with later. 
This change in long and continuous administrative 
practice has also been made without any advance 
notice, hearing, or stated basis in policy, economics, 
or international relations. While it may be that the 
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world is shrinking and the very concept of ‘foreign’ 
should be abolished for the good of mankind, this 
is not a constitution we are expounding but specific 
statutes enacted to accomplish specific purposes, the 
meaning of which should stay put, absent intervening 
Congressional modifications, for well-understood rea- 


_ Another introductory comment in the C.C.P.A. opinion 
is of special interest because it chisels in bold relief 
an important point to which the District Court, so far 
as its opinion reveals, gave little or no consideration. 
Referring to the Board of Appeals decision under review, 
the C.C.P.A. wrote (JA 168-169. 149 USPQ, at 483-484): 


“The second restriction in the board’s fourth 
statement of the issue is that ‘the reference patent 
is found to be entitled to the date of a prior foreign 
application under 35 USC 119 * * *.’ To some degree 
this loads the question. There is in it an implicit 
assumption that if the patent is ‘entitled to the date 
of a prior foreign application.’ it is entitled to it, and 
that is that. But one must examine closely into what 
is meant by the word ‘entitled.’ In essence, that is 
the problem in this appeal and we wish to point 
to it at the outset to dispel any mistaken assumptions. 
A patent may be ‘entitled’ to a foreign filing date 
for some purposes and not for others, just as a patent 
may be ‘used’ in two ways. A patent owner uses 
his patent as a legal right to exclude others, granted 
to him under 35 USC 154. Others, wholly unrelated 
to the patentee, use a patent, not as a legal right, 
but simply as evidence of prior invention or prior 
art, i.e., aS a ‘reference.’ This is not an exercise 
of the patent right. This is how the Patent Office 
is ‘using’ the Habicht patent. These are totally 
different things, governed by different laws, founded 
on different theories, and developed through different 
histories.’’ (Emphasis in original) 


ne oe 


In its opinion proper, commencing at JA 179, 149 
USPQ, at 487, the C.C.P.A. first reviewed at length 
the case of In re Walker (C.C.P.A., 1954), 213 F.2d 332. 
The District Court in this case rejected appellant’s argu- 
ment that Walker directly supported appellant’s view 
of the law, and held (JA 152; 248 F. Supp., at 430) that 
“the case does not really support plaintiff’s position’’. 
The C.C.P.A. disagreed, explicitly stating that its decision 
in In re Walker did hold that the effective date of a U.S. 
patent as a reference is its actual filing date rather than 
its foreign priority date (JA 181-182; 149 USPQ, at 488- 
489). 


The C.C.P.A. then dealt with the statutes involved 
(JA 184-202; 149 USPQ, at 489-497), including the present 
§119, the present §102(e), old R.S. §4887 (the predecessor 
to §119), and the Boykin Act.* In that part of the opinion, 
these points were made: 


(a) Present §102, like its predecessor R.S. $4886, 
contains only ‘‘patent-defeating’’ provisions, defining 
particular sects of circumstances under which patent 
applications must be rejected (JA 169-170, 186-187, 
195-197 ; 149 USPQ, at 484, 490-491, 494-495). 


(b) Present §119 and its predecessor R.S. $4887, 
on the other hand, established a ‘‘right of priority’’, 
enabling a foreign applicant to secure a patent under 
conditions where events intervening between his first 
foreign patent application and his U.S. patent appli- 
cation might otherwise operate to defeat him (JA 
185-189; 149 USPQ, at 490-492). 


* The Boykin Act (60 Stat. 940) was a special remedial 
act arising from the conditions attending World War IT. 
It temporarily extended beyond one year the time period 
within which foreign inventors could claim priority rights 
on inventions made abroad. 
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(ec) In view of the legislative history of RS. 
$4887. particularly a Commission Report dated No- 
vember 27, 1900, there is no Congressional intention 
discernible to have a claim of priority create a status 
“for all purposes”, under which a U.S. patent could 
be used as a prior-art reference as of its priority date 
(JA 188-195; 149 USPQ, at 491-494). 


(d) The conclusion stated under heading (c) is 
reinforced by the Reviser’s Note to the present 
§119, as well as by the Federico Commentary on the 
Patent Act of 1952, both of which state that the 
present §119 was not intended to change the substance 
of old RS. §4887 (JA 191-192; 149 USPQ, at 493). 


(e) Eliminating all guesswork as to what Con- 
gress has considered ‘‘to be the meaning of the 
disputed words in section 119”, the 1946 House 
Report accompanying the bill which became the 
Borkin Act explicitly stated (JA 192-193; 149 US- 
PQ. at 493) that the right of priority ‘has no 
bearing upon the right of another party to a patent 
except in the case of an interference where the two 
parties are claiming the same patentable invention.’’® 


(f) The view that §102(e) might be read in con- 
junction with $119 to enable a U. S. patent application 
to be rejected on the basis of unpublished foreign 


* Anent that passage from the text of the House Re- 
port. the C.C.P.A. wrote (JA 193; 149 USPQ, at 493): 
“We emphasize none of those words because we 
wish to emphasize them all. We cannot readily 
imagine a clearer, more definitive statement as to 
the legislature’s own view of the words ‘same effect,’ 
which now appear in section 119.”’ 
Cf. the District Court’s treatment of the same House 
Report in this case (JA 140-141; 248 F.Supp., at 424). 
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invention, as evidenced by a foreign patent applica- 
tion, is rebutted by the opinion in Alexander Milburn 
Co. v. Davis-Bournonville Co. (1926), 270 T.S. 390, 
the case that created the judge-made rule codified 
by enactment of §102(e). In that case, the Supreme 
Court held that a U.S. patent should speak as prior 
art from its filing date, because the filing of an 
application in the Patent Office was conclusive evi- 
dence that the invention was known by others in this 
country as of the date thereof; in so holding, the 
Supreme Court expressly negated any intention to 
change the statutory rule (B.S. §4923) that prior 
invention in a foreign country, if unpatented and 
unpublished, would nof bar a bona fide U.S. inventor 
from securing a patent (JA 196-198; 149 USPQ, at 
494-495). 


(g) The law as to unpublished invention abroad, 
formerly embodied in R.S. §4923, is still in force, 
the substance of old §4923 having been preserved 
in the present §102(a) and §104. That this is so is 
stated in the official Reviser’s Notes to the Patent 
Act of 1952 and in Federico’s Commentary (JA 
198-201; 149 USPQ, at 495-496). 


(h) §120 has no interlinking relationship with 
§119, and the use in the two sections of the language 
‘<ghall have the same effect’ was mere happenstance 
(JA 201-202; 149 USPQ, at 496-497). 


The C.C.P.A. summed up thus its conclusions derived 
from analysis of the statutes and legislative history 
(JA 198; 149 USPQ, at 495): 


<CWe have seen that section 119 originated in 1903 
and that its purpose was to grant protective priority 
rights so that the United States might be a partici- 
pating member in the International Convention by 
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giving reciprocal priority rights to foreign applicants 
with respect to the obtaining of patents. We have 
also seen that section 102(e) was the codification 
of a court-developed patent-defeating rule based on a 
statutory requirement that an applicant’s invention 
must not have been previously known by others i 
this country. We see no such relation between these 
two rules of law as requires them to be read together 
and it is our view that section 119 should not be so 
read with 102(e) as to modify the express limitation 
of the latter to applications ‘filed in the United 
States.” *’ (Emphasis in original.) 


In the final pages of its Hilmer opinion, the C.C.P.A. 
reviewed the case authorities cited to its attention in the 
briefs of counsel, recognized that the authorities were 
in conflict, and held that the correct view of the law was 
as stated in the summary paragraph quoted above (JA 
202-208; 149 TSPQ, at 497-499). 


In conclusion, the C.C.P.A. pointed out that the sound- 
ness of the result it reached was confirmed by legislative 
ratification, stating (JA 210-211; 149 USPQ, at 500): 


“But over and above this as a basis of decision 
we feel there is a paramount principle which controls. 
The administrative agency known as the Patent 
Office pursued a uniform policy and interpretation 
contrary to the new view of the board for the 26 
years from 1926 to 1952, at least. The interpretation 
was well publicized and well known and must be 
assumed to have been known to Congress in 1952 
when it revised and codified the patent statutes 
into present Title 35, United States Code. In that 
codification section 119 re-enacted R.S. 4887 with no 
change in substance, as above shown. 


“This legislative ratification of the interpretation 
of the statutes by the Patent Office determines the 
meaning and effect of section 119 for the future. 
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Helvering v. Winmill, 305 U.S. 79 (1938), United 
States v. Dakota-Montana Oil Co., 288 U.S. 459 
(1933).”’ 


The Board of Appeals order rejecting the Hilmer 
application was reversed, and the case was remanded 
for further proceedings consistent with the C.C.P_A. 
opinion. 


As previously noted, Chief Judge Worley filed a short 
dissenting opinion (JA 212-215; 149 USPQ, at 501-502), 
expressing specific disagreement with (a) the majority 
opinion’s treatment of In re Walker and (b) its remarks 
respecting legislative ratification of the thirty-year-old 
Patent Office administrative practice. under which U.S. 
patents were prior art only as of their actual U.S. filing 
dates. 


STATUTES, TREATIES, REGULATIONS, AND 
RULES INVOLVED 


The relevant portions of statutes. treaties, and rules 
are in this case quite lengthy, and they have been accord- 
ingly reproduced in an appendix at the end of this brief, 
as authorized by Rule 17(b)(6). The pages of the ap- 
pendix to the brief are numbered la, 2a, ete. 
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STATEMENT OF POINTS 
The points to be made herein are these: 


1. For at least ninety-six years it has been the 
law that prior unpublished invention in a foreign 
country does not bar a bona fide U.S. applicant from 
securing a patent. In disregard of that legal rule, the 
District Court rejected a meritorious patent applica- 
tion solely on evidence of unpublished prior invention 
abroad by a person or persons unknown. This was 
error. 


2. The District Court misconstrued the holding in 
Alezander Milburn Co. v. Davis-Bournonville Co., 270 
U.S. 390. That case did not deal at all with the rule 
that unpublished invention abroad will not bar a bona 
fide U.S. applicant. The point made in Milburn was 
that disclosure of an invention in a U.S. patent is 
conclusive proof that it was known in this country 
on the date the application was filed in the United 
States Patent Office. It was on that ground that the 
patent sued on in Milburn was held anticipated and 
hence invalid. 


3. In construing $102(e) and §119 as it did, the 
District Court erred in disregarding the legislative 
histories of the two sections. The history of §102(e) 
marks it as a strict codification of the Milburn rule— 
nothing more. The history of §119, on the other hand, 
shows it to be an implementation of a treaty, enacted 
to confer a personal priority on foreign applicants 
under certain circumstances but not affecting the 
rights of other inventors except in interferences di- 
rectly involving an applicant entitled to priority. 


4. For forty years past, until now, the Patent 
Office has accepted—indeed, has promulgated—the 
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rule that a U.S. patent speaks as prior art only from 
its actual filing date in the United States. This Patent 
Office policy has never been criticized or revised by 
Congress, despite Congress’ having carefully reviewed 
the whole structure of patent law in 1952. Such legis- 
lative ratification confirms that the old Patent Office 
rule is the correct one. 


5. The District Court erred in refusing to follow 
the decisions holding that a U.S. patent dates as prior 
art only from its actual filing date in this country. To 
those authorities may now be added the Hilmer case, 
in which the Court of Customs and Patent Appeals 
held likewise. 


6. The District Court treated as immaterial the 
stipulated fact that under British law a British pat- 
ent speaks as prior art only from its date of publica- 
tion, even though a priority date based on a United 


States application may have been claimed for it. This 
was error, in view of the reciprocity clause of §119, 
which makes the section applicable only when the 
foreign country extends “similar privileges” to appli- 
cations filed in the United States, or to U.S. citizens. 


SUMMARY OF ARGUMENT 
Appellant's case, to be argued presently, sums up thus: 


For generations it has been the law that the making 
of an invention in a foreign country, if neither published, 
patented, nor publicly used in the United States, does 
not bar a later bona fide inventor of the same invention 
from securing a valid U.S. patent on it. This rule became 
statutory law at least as early as 1870 (R.S. $4923, de- 
rived from Act July § 1870. ¢. 230, §62, 16 Stat. 208). It 
is a sound rule, consistent with the basic policy of patent 
law that disclosure to the public is the consideration for 
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which a patent is granted. Since the public in this country 
has no ready access to an unpublished invention made 
abroad. Congress determined that such a “prior invention” 
should not bar a later bona fide inventor seeking & patent 
in this country. (In other situations too, & valid patent 
may be secured though the invention, in the strict sense, 
had been previously made by someone else. For example, 
the prior making of an invention, even in this country, 
does not bar the grant of a patent to a subsequent inven- 
tor if the prior invention was concealed or suppressed or 
abandoned by him who made it.) 


In this case, the District Court’s construction of §102(e) 
and $119 of the Patent Act resulted in rejection of 
appellant’s application solely because its invention was 
disclosed in an application filed in the British Patent 
Office (but not made public) before appellant’s inventor 
did his work. The District Court, in other words, held 
that prior secret invention in a foreign country will bar 


an otherwise meritorious U.S. patent application, thus up- 
setting by judicial fiat an age-old rule of law. 


The District Court’s opinion leaves no doubt that its 
erroneous judgment stemmed largely from a mistaken 
reading of Milburn, 270 U.S. 390. In that case, it was held 
that a U.S. patent dates as prior art from the time it was 
applied for, rather than from its date of grant. The ra- 
tionale of the decision was that an inventor may not 
secure a valid patent if his invention was “known or used 
by others in this country” before he himself made it. Dis- 
closure of an invention in a U.S. patent was, the Su- 
preme Court held, proof positive (a) that such invention 
was knincn by others in this country on the date the U.S. 
patent was applied for, and (b) that it was not being con- 
cealed or kept secret but, rather, was on its way to being 
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made public. Under those circumstances, said the Supreme 
Court, a party who re-invents the invention thus dis- 
closed is not “the first inventor” within the meaning of 
the patent law. (The Supreme Court recognized that “first 
inventor”, in the legal sense, is not necessarily the first 
person in all the world who made a particular invention; 
the opinion specifically noted that an applicant may be 
legally the “first inventor” despite earlier secret invention 
in this country or earlier unpublished invention in a for- 
eign country.) 


In short, the essential point of Milburn was that the 
act of filing a disclosure in the U.S. Patent Office estab- 
lishes knowledge in this country of the invention disclosed. 
That would not be true, obviously, of an act of filing in a 
foreign patent office. The District Court did not sense the 
significance of that distinction and consequently held, in 
error, that the Mzburn reasoning could be applied as well 


to a fictitious priority date as to an actual filing date. 


When the legislative histories of §102(e) and §119 are 
studied, it is clear that the District Court erred in inter- 
mingling the provisions of those statutes. Section 102(e) 
was first enacted in 1952, and the official Reviser’s Note 
says in so many words that its purpose was to codify into 
statutory law the rule of the Milburn case. As demon- 
strated in the preceding paragraph, the reasoning that 
gave birth to that rule requires that the “filing date” be 
the real one, not a fictitious one. To apply the Milburn 
rule to a fictitious filing date, as the District Court has 
done in this case, runs squarely counter to the statutory 
law on unpublished foreign inventions, referred to with 
deference in the Milburn opinion itself. 


The legislative history of §119 demonstrates that that 
law was first enacted in 1903, solely to implement the 
International Convention for the Protection of Industrial 
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Property. Its purpose was to confer, under certain cir- 
cumstances, @ personal right of priority on an applicant 
for a U.S. patent who has previously filed an application 
‘abroad on the same invention. Nothing in $119 itself or 
in its legislative history suggests that it was intended to 
affect the rights of third parties in securing patents (ex- 
cept in interferences where the personal right of priority 
could be invoked). On the contrary, there is much that 
demonstrates Congressional intent to restrict the effect 
of {119 and its predecessor R.S. $4887 to the creation of 
just such a personal right of priority. The District Court, 
in evolving its theory that §119 gives an application a 
“status”. just did not heed those plain indicia of Con- 
gressional intent. 


Further demonstrating error in the judgment below are 
these striking facts: 


(a) Throughout the period between 1926 (when 
Milburn was decided) and 1952, and thereafter until 
1964, the Patent Office consistently held that US. 
patents speak as prior art only from their actual filing 
dates, and issued patents by the thousands on that 
premise. 


(b) The Congress in 1952 wholly refurbished the 
laws relating to patents, being aided therein by the 
Department of Justice, the patent bar, and officials 
of the Patent Office. Yet it enacted the Patent Act of 
1952 without a hint that the Patent Office had erred in 
construing the Milburn rule, then twenty-six years old. 
Instead, Congress enacted 4102(¢), dubbing it a codz- 
fication of the Milburn rule. 


| That was legislative ratification of the statutory construc- 
tion the Patent Office followed until its recent reversal of 
position. 


Judicial authorities bearing on the point at hand are 
sparse. To the extent that there were early cases deciding 
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the question, however, they unanimously supported the 
view urged by appellant—namely, that a U.S. patent dates 
as prior art only from its actual filing date. The scattered 
decisions contra are all dicta. 


The earlier decisions are now powerfully reinforced by 
the case of In re Hilmer et al., recently decided by the 
U.S. Court of Customs and Patent Appeals. In Hilmer, 
the court, through Judge Rich, specifically analyzed the 
decision below in this case, spelled out its grounds of dis- 
agreement therewith, and demonstrated, we submit, that 
the District Court erred. 


Another error requiring reversal is the District Court’s 
failure to heed the reciprocity provision of §119. By its 
terms that section applies only in situations where the 
foreign country “affords similar privileges in the case of 
applications filed in the United States or to citizens of the 
United States”. In the case of Great Britain, the country 
here involved, the reciprocity required for application of 
§119 does not exist, even if the District Court’s statutory 
construction be otherwise accepted for purposes of argu- 
ment. Under British law, the effective date of a British 
patent as prior art against other British applications is 
not affected an iota by its having a priority date based on 
a U.S. application. 


The judgment below must surely be reversed; should 
it not be, the resulting mischief would be boundless. The 
precedent thus set would invalidate countless patents 
issued in reliance on a rule of law accepted by the Patent 
Office and the bar for forty years, and would deny patents 
to future applicants who, by clearly stated statutory policy, 
are entitled to receive them. 


ARGUMENT 


I. Unpublished Prior Invention In A Foreign Country Is 
NOT A Bar To The Grant Of A Patent On A US. 
Application. 

The District Court in effect held that §102(e) of the 
Patent Act was amended by $119, to make the words 
“filed in the United States” really mean “actually filed in 
the United States or constructively filed therein by claim 
of priority”. 

Whether that construction accords with Congressional 
intent depends on much more than the statutory texts 
themselves. The legislative histories of the two sections, 
the purposes for which they were enacted, judicial prece- 
dent. and administrative practice all play their part in 
the determination; and all those points will be dealt with. 
First. however. we shall point out that the District Court’s 
construction, if adopted as law, would erode away by 
indirection a basic tenet of our patent system. We refer 
to the principle stated in the heading, namely, that un- 
published prior invention in a foreign country will not 
bar the grant of a patent on a U.S. application filed in 
good faith, as the one here admittedly was. 


This has been the law for not less than ninety-six years; 
3 of the old Revised 
», 230, §62, 16 


“Whenever it appears that a patentee, at the time 
of making his application for the patent, believed 
himself to be the original and first inventor or dis- 
coverer of the thing patented, the same shall not be 
held to be void on account of the invention or dis- 
covery, or any part thereof, having been known or 
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used in a foreign country, before his invention or 
discovery thereof, if it had not been patented or 
described in a printed publication.” 


While R.S. §4923 was superseded, along with the rest 
of the old patent laws, by the Patent Act of 1952, its sub- 
stance was carried forward into the new law. This was 
stated (3a-4a, infra; 35 U.S.C.A. $102. p. 446) in the 
official Reviser’s Note to the present $102, in these words: 


“Paragraph (a) together with section 104 contains 
the substance of Title 35 U.S.C., 1946 ed.. $72 (R.S. 
4923 [derived from Act July 8, 1870, ¢. 230, $62. 16 
Stat. 208]).” 


Paragraph (a) of the present §102 (3a, infra) reads 
follows: 


“A person shall be entitled to a patent unless— 
“(a) the invention was known or used by others 
in this country, or patented or described in a 
printed publication in this or a foreign country. 
before the invention thereof by the applicant 
for patent, .. .”* 


It should be noted well that under $102(a) an application 
for patent may be barred by mere prior knowledge or use 
only if it occurred in this country before the invention 
was made by the U.S. applicant. 


The present $104, also referred to in the quoted passage 
from the official Reviser’s Note, deals specifieally with 
interferences (ic, With situations where the right of 
priority created by $119 may properly be invoked by a 
person entitled thereto). Section 104 (4a, mfra) reads 
thus: 


“In proceedings in the Patent Office and in the 
courts, an applicant for a patent, or a patentee, may 


* Emphasis in quotations has been added throughout 
this brief, unless otherwise indicated. 
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not establish a date of invention by reference to 
knowledge or use thereof. or other activity with re- 
spect thereto. in a foreign country, except as pro- 
vided in section 119 of this title. Where an invention 
was made by a person, civil or military, while domi- 
ciled in the United States and serving in a foreign 
country in connection with operations by or on behalf 
of the United States. he shall be entitled to the same 
rights of priority with respect to such invention as if 
the same had been made in the United States.” 


Thus Congress did carry forward into the present law 
the rule of R.S. $4923, by which prior invention in a 
foreign country can bar the grant of a patent to a bona 
fide U.S. applicant only if patented or published before 
the U.S. applicant made his invention. That this is so is 
hniversally recognized. Indeed, it was acknowledged by 
appellee's counsel in the District Court, in this colloquy 
(JA 60): 

“The Court: I was wondering, despite opinions one 
way or the other, how can a man say he is the 
originator of something that has been originated 
elsewhere? It doesn’t sound in common sense to me. 

“Mr. Schimmel: Well, let me just supplement what 
you say in this way. We cannot use, under our law, 
knowledge abroad unless that knowledge is published 
knowledge.” 


Ancient and firmly established though it is, the rule in 
question is statutory, and Congress of course could change 
it if it chose to. We submit, however, that Congress 


would not alter such a basic rule of law without saying so. 
Especially not in company with a flat statement in the 
official Reviser’s Note (p. 25, supra) that the substance 
of B.S. 44923 had been retained, in sections 102(a) and 104 
of the new Act. 
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The statutory construction adopted by the District 
Court is in conflict with the law of B.S. £4923. This is too 
plain to be denied. We have here an admittedly bona fide 
applicant for a U.S. patent (appellant’s inventor Rapala) 
who made his invention prior to any date on which such 
invention was either “known or used by others in this 
country” or “patented or described in a printed publica- 
tion in this or a foreign country”. At the time Rapala 
made his invention, its subject matter had never been 
patented or published anywhere, and it had been “known 
or used” only in Great Britain. Yet, by making §102(e) 
applicable to a fictitious filing date for Feather patent 
No. 3,021,345, as opposed to its actual filing date. the 
District Court denied a patent to an applicant entitled to 
receive one under the rule of RS. §4923. 


The District Court rested its conclusion on the rationale 
of the Milburn case (JA 111-121; 248 F. Supp.. at 410- 


415). In doing so, it not only ran counter to the mandate 
of B.S. $4923; it misconceived what the Supreme Court 
held in Milburn. This we shall now demonstrate. 


I. The Supreme Court’s Reasoning In the Milburn Case 
Applies Only To The ACTUAL Filing Date Of A 
US. Patent; The Opinion Itself Negates The District 
Court’s Interpretation Of It. 

The Milburn case involved these facts: A patent was 
granted to one Whitford on a welding and cutting appara- 
tus, and the ease before the Supreme Court was an action 
for infringement of that patent. At the trial it was proved 
that the invention patented by Whitford had been fully 
disclosed (but not claimed) in a U.S. patent isued to one 
Clifford, applied for in the U.S. Patent Office prior to 
any invention date asserted in Whitford’s behalf. The 
question was whether, under the circumstances, the Clif- 
ford patent was prior art effective to render the Whitford 
patent invalid. 


2 OSix-. 

In holding the Whitford patent invalid over Clifford, 
the Supreme Court rested its decision on two facts: (a) 
The disclosure of Whitford’s invention in the Clifford 
patent application had established prior knowledge of the 
invention tn this country, and (b) Clifford, by disclosing 
the invention in a patent application prosecuted through 
to issuance. had undertaken to make the invention public 
rather than to keep it secret. Under those circumstances, 
held the Supreme Court, Whitford was not the “first in- 
ventor” in the legal sense, whether Clifford had himself 
invented what Whitford later patented or had learned of 
it from someone else. As the Supreme Court put it (270 
T.S., at 401): 


“It is not necessary to show who did invent the thing 
in order to show that Whitford did not.” 


The ruling was expressly grounded (270 U.S., at 399) 
on the statutory provision that a person could obtain a 


patent only if his invention were “not known or used by 
others in this country, before his invention”. 


The Sapreme Court explicitly recognized that the term 
“first Inventor”, in the legal sense, had a meaning differ- 
ent than the literal sense of the words, pointing out that 
prior invention in this country by one who kept the inven- 
tion secret, or unpublished prior invention in a foreign 
country. would not, under our patent law, have deprived 
Whitford of the legal status of “first inventor”. The Court 
said (270 U.S., at 400): 


“Taking these words in their natural sense as they 
would be read by the common man, obviously one is 
not the first inventor if, as was the case here, some- 
body else has made a complete and adequate de- 
seription of the thing claimed before the earliest 
moment to which the alleged inventor can carry his 
invention back. But the words cannot be taken quite 
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so simply. In view of the gain to the public that the 
patent laws mean to secure we assume for purposes 
of decision that it would have been no bar to Whit- 
ford’s patent if Clifford had written out his prior 
description and kept it in his portfolio uncommuni- 
cated to anyone. More than that, since the decision 
in the case of The Cornplanter Patent, 23 Wall. 181, 
it is said, at all events for many years, the Patent 
Office has made no search among abandoned patent 
applications, and by the words of the statute a pre- 
vious foreign invention does not invalidate a patent 
granted here if it has not been patented or described 
in a printed publication. Rev. Sts. §4923.” 


Those words of Justice Holmes refute completely the 
District Court’s construction of the Milburn rule. The 
District Court’s paraphrase of Milburn (JA 111-112; 248 
F. Supp., at 410), in which he cast the present inventor 
Rapala in the role of Whitford and the British inventors 
Feather et al. in the role of Clifford, is unsound. It is 
irreconcilable with the Supreme Court's recognition that 
prior knowledge in this country, unless kept secret, is a 
bar to a patent, whereas unpublished prior knowledge in 
a foreign country is not a bar. 


The District Court’s error in reading Milburn sums up 
to this: It overlooked the fact that the term “first in- 
ventor”, as used by Justice Holmes, meant first inventor 
in the sense of the patent law, under which prior secret 
invention in this country and prior unpublished invention 
abroad are alike disregarded. Not only did the Milburn 
decision fail to limit the rule of law embodied in R.S. 
§4923; it expressly acknowledged the overriding force and 
effect of that rule. 
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Ill. The Legislative Histories Of $102(e) And $119 Mark 
Those Statutes As Wholly Distinct, Initially En- 
acted At Different Times For Different Purposes 
And Never Intended To Be Read Together. 


In reaching the conclusions that led to the judgment 
below. the District Court, inexplicably, was not influenced 
by the legislative histories of §102(e) and §119. This, 
plainly. was error. In the construction of any statute, the 
legislative history is a vital factor in revealing the intent 
of the lawmakers, and particularly is that true in a case 
like this one. where the issue is whether one statute has 
been amended sub silentio by the provisions of another. 


In probing into the history of §102(e), one need go no 
farther than the official Reviser’s Note released at the time 
of its enactment (35 U.S.C.A. § 102. p. 446): 


“Paragraph (e) is new and enacts the rule of Mil- 
burn v. Daris-Bournonville, 270 U.S. 390, by reason of 
which a United States patent disclosing an invention 
dates from the date of filing the application for the 
purpose of anticipating a subsequent inventor.” 


The Congress. in short, was simply codifying the Milburn 
rule when it enacted § 102(e). As we have seen, the Milburn 
rule did not affect the general law that unpublished prior 
invention abroad does not bar a bona fide U.S. applicant, 
and no more so did the enactment of the statute that codified 
the Milburn rule. 


Turning to 4 119, we find that it, in substantially the very 
words of the present statute, has been on the books since 
1903. The predecessor of 4119 was the second paragraph 
of R.S. % 4887, originally enacted by Act March 3, 1903, c. 
1019, 1, 32 Stat. 1225-1226. (See 35 U.S.C.A., § 119, p. 286, 
Reviser’s Note.) In the Reviser’s Note just cited, it is said 
of the relevant portion of 4119 that it “is the same as the 
present law with changes in language.” The Federico Com- 
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mentary on the Patent Act of 1952 (35 U.S.C.A., preceding 
the text of the Act) says (p. 29) of $119: 


“Under certain conditions, an application for patent in 
the United States may be entitled to the benefit of the 
filing date of a prior application filed in a foreign 
country, for the purpose of antedating intervening 
publications or acts which might affect the right to a 
patent in the United States. This so-called right of 
priority was provided for in the second paragraph of 
R.S. 4887 which is the basis for the first paragraph of 
section 119 of this title. ... The new statute made no 
changes in these conditions of the corresponding part 
of the old statute except to revise the language slightly 
ne 


In short, § 119, so far as here relevant, was simply a re- 
enactment of old R.S. § 4887. 


From the legislative history of the second paragraph 
of R.S. §4887 (analyzed by the Court of Customs and 
Patent Appeals in the Hilmer opinion. JA 187-195; 149 
USPQ, at 491-494). it is plain that the statute was 
enacted to implement the International Convention for 
the Protection of Industrial Property. Its sole purpose 
was to enable applicants from Convention countries to 
secure patents in this country without being barred by 
publications or public uses intervening between their 
respective home filing dates and those in this country. 


*It is worthy of note in connection with this quotation 
that Examiner-In-Chief Federico in 1952 well understood, 
and recognized, that the purpose of §119 was to confer a 
privilege of priority “for the purpose of antedating inter- 
vening publications or acts which might affect the right to 
a patent in the United States.” His present view that § 119 
had also the broader purpose of defeating the rights of 
other applicants was evidently born long after the section 
was enacted. (Mr. Federico was the author of the Board of 
Appeals opinion (JA 10-28) which led to the present action 
and hence to this appeal). 
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That {119 and its predecessor R.S. $4887 were meant 
to confer a personal privilege on applicants, rather than 


‘give a ‘tstatus’’ to applications, is especially plain from 


‘the language of the International Convention itself. The 
‘relevant part is Article 4 (6a-9a, infra); its opening 
sentence reads: 
**Any person who has duly applied for a patent... 
in one of the countries of the Union . . . shall enjoy 
for the purposes of registration in other countries 
a right of priority during the periods hereinafter 
stated."” 
Again. Section D(1) of the same Article + provides: 


“Any person desiring to take advantage of the 
priority of a previous application must make a 
declaration giving particulars as to the date of such 
application and the country in which it was made.’ 


That R.S. $4887 (and hence its successor, present 
$119) was not intended to affect in any manner the rights 
of other applicants. except in interferences with persons 
entitled under its terms to a right of priority, was settled 
for once and all by the House Report issued in 1946 in 
connection with hearings on H.R. 5223, a bill to extend, 
for certain foreign inventors affected by World War II, 
the period of priority already existing under R.S. $4887. 
On page 3 of House Report No. 1498, January 28, 1946, 
accompanying H.R. 5223, this was said: 

“In this connection, it may be observed that the 
portion of the statute [R.S. $4887] which provides 
that the filing of a foreign application— 

‘shall have the same force and effect as the 
same application would have if filed in this 
country on the date on which the application 
for patent for the same invention, discovery, or 
design was first filed in such foreign country— 
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“is intended to mean ‘shall have the same force 
and effect,’ etc., insofar as applicant’s right to 
a patent is concerned. This statutory provision 
has no bearing upon the right of another party 
to a patent except in the case of an interference 
where the two parties are claiming the same 
patentable invention.”’’ 


That is the Congressional statement re the meaning 
of R.S. §4887 of which the Court of Customs and Patent 
Appeals said (JA 193; 149 USPQ, at 493): 


‘‘We emphasize none of those words because we 
wish to emphasize them all. We cannot readily 
imagine a clearer, more definitive statement as to the 
legislature’s own view of the words ‘same effect,’ 
which now appear in section 119.” 


In commenting on the same House Report. the District 
Court noted (JA 140-141; 248 F. Supp.. at 424) that the 
final sentence of the quoted passage was the language 
of Commissioner Coe in the case of Viviani v. Taylor 
v. Herzog (1935), 72 USPQ 448, 449, and said: 


‘*| . . no reason is seen why an excerpt from an 


erroneous decision should be given any more weight 
simply because it is included without question in a 
House Committee Report.”’ 


With all respect, we say that viewpoint was wrong as it 
could be! Rather than give the House Report no weight 
merely because some of its language was adopted from the 
Viviani opinion, the District Court should have regarded 
the use of that language in the House Report as explicit 
Congressional approval of Commissioner Coe’s construc- 
tion of R.S. $4887. 
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| IV. Por Over Thirty Years After The Milburn Decision, 
i The Patent Office Constrned It To Mean That A 
U.S. Patent Speaks As Prior Art Only From Its 
Actual Filing Date; And Congress Has Ratified 
That Construction. 

Shortly after Mildurn established the rule that a U.S. 
' patent is prior art against other inventors as of its filing 
date, the very question now involved came before Com- 
missioner of Patents Coe—namely, whether a U.S. patent’s 
filing date for purposes of the Milburn rule is its actual 
filing date or the priority date claimed by its inventor 
under R.S. $4887 (now $119). In Viviani v. Taylor v. 
| Herzog (1935), 72 USPQ 448, Commissioner Coe ruled 

i that the relevant filing date is the actual one. 


The Commissioner wrote (72 USPQ, at 449): 


“Section 4887 R.S. does not concern itself with 
bars against the issuance of patents in this country, 


such bars being found in section 4886 R.S. (U.S.C., 
title 35, see. 31). 


‘Section 4887 R.S. relates solely to the rights 
of an applicant in the United States who has filed 
an antecedent and corresponding application in a 
foreign country. The second paragraph of that section 
was added by the Act of March 3, 1903, to put into 
effect what is known as the priority provision of the 
International Convention for the Protection of In- 
dustrial Property. The Convention provides that any 
person who has regularly filed an application for 
patent in one of the countries adherent to the Con- 
vention shall have a period of priority within which 
he may file applications in the other member coun- 
tries without loss of any right by reason of anything 
that happened between the two filing dates. ... In 
view of the origin of that paragraph of the section, 
it is believed, to have the same meaning as if it had 
read, ‘shall have the same force and effect, in so far 
as applicant’s right to a patent is concerned.’ This 
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statutory provision has no bearing upon the right 
of another party to a patent except in the case of an 
interference where the two parties are claiming the 
same invention.” 


In view of the statutory construction just stated (an 
unquestionably correct one, we submit), Commissioner 
Coe concluded (72 USPQ, at 449): 


“It must be held, therefore, that in determining 
whether claims in an application should be rejected 
in view of the unclaimed disclosure of a United 
States patent to another on an earlier filed applica- 
tion, the question whether this latter application 
in turn, was preceded by a corresponding foreign 
application is irrelevant.’’ 


(Obviously, Commissioner Coe’s Viviant decision is 
irreconcilable with the judgment below in this case; the 
District Court (JA 148; 248 F. Supp., at 428) expressly 
acknowledged this.) 


Viviani was followed and applied by the Patent Office 
from 1935, when it was decided, until some time in 1964— 
nearly thirty years. When the Patent Office issued its 
Manual of Patent Examining Procedure in November. 
1949, the Viviani rule was actively promulgated therein: 
Section 715.01 of the Manual read thus: 


“In overcoming, under Rule 131, a domestic patent 
where the patentee has an earlier foreign filing date 
to which he would be entitled in establishing priority 
to the invention claimed in the patent, it is not 
necessary for the applicant to carry his date back 
of the patentee’s foreign filing date. (Virtani v. 
Taylor v. Herzog, 72 U.S.P.Q. 448). 


On May 27, 1964, a Commissioner's Order was issued 
(803 0.G. 305), stating that ‘Section 715.01 of the 
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Manual of Patent Examining Procedure is no longer 
controlling in view of recent decisions of the Board of 
Appeals’, and directing that henceforth the foreign pri- 
ority date would be “considered the effective date” 
of U.S. patents cited as references against pending 
applications. 


(When a 30-year-old administrative practice is over- 
turned, there is usually a reason such as an unforeseen 
court decision or new legislative enactment. Not so here. 
In this case, the Patent Office acted wholly on its own, 
without any nod from higher authority.) 


It was error thus arbitrarily to reverse the long- 
accepted statutory interpretation established in Viviani, 
for Congress had ratified the Viviani rule. 


In 1952, when Viviani was already eighteen years old 
and the Milburn rule twenty-six years old, the patent 
law was completely reviewed, analyzed, and recast; yet 
the new Patent Act resulting from that work contained 
no hint of intent to change the Viviani rule. This cannot 
be deemed oversight. The enactment of The Patent Act 
of 1952 was preceded, as this Court knows, by months 
of hearings. The Congressional committees were counseled 
and assisted by the Patent Office professional staff, 
distinguished members of the patent bar, and the Depart- 
ment of Justice. Had there been the slightest thought 
on the part of anyone that the statutory construction 
announced in Virianit was wrong, the point would have 
been debated at the very least. But this did not happen. 
It was never even raised. 


In Hilmer, the Court of Customs and Patent Appeals 
had this to say of the point under consideration (JA 
211; 149 USPQ, at 500): 
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“This legislative ratification of the interpretation 
of the statutes by the Patent Office determines the 
meaning and effect of section 119 for the future. 
Helvering v. Winmill, 305 U.S. 79 (1938). United 
States v. Dakota-Montana Oil Co., 288 U.S. 459 
(1933). Under that interpretation. section 119 does 
not affect the express provision of 102(e) as to filing 
‘im the United States’ and the decision of the board 
that the Swiss filing date of Habicht is the effective 
date of his U.S. patent as a reference must be 
reversed.’’? (Emphasis in original.) 


Most earnestly, we submit that the Court of Customs 
and Patent Appeals was right. 


V. The Case Law, Sparse Though It Is, Supports Appel- 
lant’s Position And Demands Reversal. 

We shall not extend this argument by discussing cases 
at length, for the issue—strictly one of statutory con- 
struction—should be resolved primarily on the basis of 
the statutes themselves, their legislative histories. and 
the prior administrative practices under them. A brief 
treatment of the cases is fitting. however, because it will 
show that the clear weight of authority favors appellant. 


The first case, chronologically, was Viviani; it has 
already been dealt with at length and needs no further 
embellishment. 


The next case in point of time was Celanese Corp. V- 
Ribbon Narrow Fabrics Co. (2 Cir., 1941), 117 F.2d 481, 
decided by a distinguished court comprising Judges 
Learned Hand, Augustus Hand, and Chase. In that case 
it was held that a U.S. patent cited as prior art is entitled 
only to its U.S. filing date, notwithstanding the existence 
of an earlier-filed foreign counterpart. In so holding, 
the court wrote (117 F.2d, at 482): 
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“We find in the record no use before Dreyfus 
of the application of heat to the cut edges of material 
made wholly or partially of fusible threads to prevent 
fraying and by disclaimer filed since the trial all his 
claims have been so limited. Sponholz did show that 
in his patent No. 1.709.887 granted April 23, 1929, 
on his application filed November 23, 1926, but the 
plaintiff proved and the court found that Dreyfus 
‘completed his invention some time in September 
1926", and there was no proof that Sponholz was 
entitled to a date of invention earlier than his filing 
date. Sponholz had previously applied for a German 
patent on May 11. 1926, but that is immaterial as 
there is no proof of any German patent or published 
printed description of the same subject matter prior 
to Drevfus.”’ 


In accord with the Celanese decision is In re Walker 
(C.C.P.A., 1954), 213 F.2d 332. That was an appeal 
to the Court of Customs and Patent Appeals by the 
widow of the renowned British television inventor Alan 
Blumlein, seeking allowance of an application directed 
to an integrating circuit. The claimed subject matter 
had been disclosed (but not claimed) in a Whiteley U.S. 
patent having a British counterpart filed prior to the 
earliest invention date Blumlein could establish. In addi- 
tion. the Blumlein application had been involved in an 
interference with the Whiteley application, involving, 
however, different claims than those which were before 
the court in In re Walker. 


The Court of Customs and Patent Appeals, affirming 
the Patent Office, ruled against Mrs. Walker, but the 
decision did not rest on the Whiteley’s patent’s being 
held entitled to the filing date of its British counterpart. 
The decision, on the contrary, rested on the ground that 
the interference between Blumlein and Whiteley had 
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settled the issue of priority as between them. The court 
said (213 F.2d., at 336): 


“The rejection by the tribunals of the Patent 
Office in the case at bar is based not upon the filing 
date of Whiteley’s foreign application but upon the 
adverse award of priority of invention against appel- 
lant and in favor of Whiteley, the patentee.”’ 


The District Court held (JA 152-154; 248 F.Supp., 
at 430-431) that In re Walker ‘‘does not really support 
plaintiff’s position’. The Court of Customs and Patent 
Appeals itself, however, in the recent Hilmer decision, 
held that the Walker case is a direct precedent for appel- 
lant’s present position (JA 183; 149 USPQ, at 489). 
And the Hilmer decision itself, of course, is a significant 
authority in its own right. 


The three cases relied on by appellee below were 
Fleischmann Co. v. Federal Yeast Corp. (D.C. Md., 1925), 
8 F.2d 186, affirmed (4 Cir., 1926), 13 F.2d 570; Young 
v. General Electric Co. (N.D. Ill., 1951), 96 F. Supp. 109; 
and Sperry Rand Corp. v. Knapp-Monarch Co. (E.D. Pa., 
1960), 193 F. Supp. 756. The Fleischmann case is not 
really relevant, for it did not discuss the present issue 
at all; the other two cases represent no more than dictum, 
since neither of them was decided on the present issue.° 


To sum up, there is not much case law in point, but 
such as there is supports the view that the District 
Court erred. 


* All the judicial precedents, both pro and con, were 
analyzed with admirable clarity by the Court of Customs 
and Patent Appeals in the Hilmer opinion (JA 202-208; 
149 USPQ, at 497-499). 
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VI. Even Had The District Court Been Right In Holding 
That $119 And $102(e) May Be Read And Construed 
Together, Its Decision Was Nonetheless In Error, 
Por The Reciprocity Demanded By $119 Was Lack- 
ing. 

The point now to be made is that the District Court 
should not have applied §119 to carry back the effective 
date of the Feather et al. patent No. 3,021,345 to its 
British priority date. even if the District Court’s statutory 
construction be accepted as correct for purposes of argu- 
ment. The reason this is so is that §119, by its terms 
(5a. infra). applies only when the application relied on 
for priority was filed ‘‘in a foreign country which affords 
similar privileges in the case of applications filed in the 
United States or to citizens of the United States.”’ 


In this record it is stipulated (JA 51) that under 
British law the effective date as prior art of unclaimed 
disclosure in a British patent is the publication date of 
the patent. even when such British patent carries a claim 
of priority based on a United States application. Thus 
the foreign country here involved does not grant ‘‘similar 
privileges in the case of applications filed in the United 
States’’, and the reciprocity required by §119 is absent. 
Therefore. the Patent Office and the District Court erred 
in rejecting appellant’s patent application on the Feather 
et al. U.S. patent, even on the District Court’s statutory 
construction. 
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This proposition is so plainly correct as hardly to 
require argument. The District Court, in its opinion, 
did not meet it; it simply said (JA 138) that ‘‘similar”’ 
does not mean ‘‘same”’ or ‘‘identical’’. It said nothing 
about the point that really matters—namely, that the 
treaty and the implementing statute were grounded on 
the concept of quid pro quo—the premise that everyone 
should be treated alike. 


Even if ‘‘similar’’ does not mean ‘‘same”’ or ‘‘identical’’, 
it surely does not mean ‘‘diametrically opposite.*’ The 
British law, so far as the present point is concerned, not 
only fails to confer ‘‘similar’’ privileges; it does not 
confer any defensive priority privileges. Just not there 
is the quid pro quo that $119 requires. 


The District Court’s ruling on this point, in a word, 
was error. 
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CONCLUSION. 


— 


The judgment below must surely be reversed. It is 
plainly grounded on error; that alone is reason enough. 
Moreover. unless it is reversed, the judgment below will 
set a precedent invalidating countless patents issued, 
during the forty years since Milburn, in reliance on a 
rule of law promulgated by the Patent Office until its 
puzzling. unexplained reversal of form in 1964. Equally, 
the precedent set by the judgment below, if it be not 
reversed, would deny patents to countless future applicants 
despite the rule of law that unpublished invention abroad 
is not a bar. 


Respectfully submitted, 


James H. Litrvepace 
2121 Bancroft Place, N.W. 
Washington, D.C. 20008 


DecaLtp S. McDovcaLL 
35 South LaSalle Street 
Chicago, Illinois 60603 


Artuur M. Vax ARENDONK 
Evezet F’. Smitu 
740 South Alabama Street 
Indianapolis, Indiana 46206 
Attorneys for Plaintiff-Appellant. 
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APPENDIX PER RULE 17(b) (6) 


Excerpts From The Old Revised Statutes In Force Prior 
To The Adoption Of The Patent Act Of 1952: 


B.S. §4887. No person otherwise entitled thereto shall 
be debarred from receiving a patent for his invention or 
discovery, nor shall any patent be declared invalid by 
reason of its having been first patented or caused to be 
patented by the inventor or his legal representatives or 
assigns in a foreign country, unless the application for 
said foreign patent was filed more than twelve months, 
in cases within the provisions of section forty-eight hun- 
dred and eighty-six of the Revised Statutes, and six 
months in cases of designs, prior to the filing of the 
application in this country, in which case no patent shall 
be granted in this country. 


An application for patent for an invention or discovery 
or for a design filed in this country by any person who 
has previously regularly filed an application for a patent 
for the same invention, discovery, or design in a foreign 
country which, by treaty, convention. or law, affords 
similar privilege to citizens of the United States shall 
have the same force and effect as the same applications 
would have if filed in this country on the date on which 
the application for patent for the same invention, dis- 
covery, or design was first filed in such foreign country. 
provided the application in this country is filed within 
twelve months in cases within the provisions of section 
forty-cight hundred and eighty-six of the Revised Stat- 
utes, and within six months in cases of designs. from the 
earliest date on which any such foreign application was 
filed. But no patent shall be granted on an application 
for patent for an invention or discovery or a design which 
had been patented or described in a printed publication 
in this or any foreign country more than two years be- 
fore the date of the actual filing of the application in 
this country, or which had been in public use or on sale 
in this country for more than two years prior to such 
filing. 
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R.S. §4920. In any action for infringement the defend- 
ant may plead the general issue, and having given notice 
in writing to the plaintiff or his attorney thirty days 
before. may prove on trial any one or more of the follow- 
ing special matters: 


First. That for the purpose of deceiving the public 
the description and specification filed by the patentee in 
‘the Patent Office was made to contain less than the whole 
truth relative to his invention or discovery, or more than 
is necessary to produce the desired effect; or, 


Second. That he had surreptitiously or unjustly ob- 
tained the patent for that which was in fact invented by 
‘another, who was using reasonable diligence in adapting 
and perfecting the same; or 


Third. That it has been patented or described in some 
‘printed publication prior to his supposed invention or 
discovery thereof, or more than two years prior to his 
application for a patent therefor; or, 


Fourth. That he was not the original and first in- 
ventor or discoverer of any material and substantial part 
of the thing patented; or, 


Fifth. That it had been in public use or on sale in 
this country for more than two years before his applica- 
‘tion for a patent, or had been abandoned to the public. 


And in notices as to proof of previous invention, knowl- 
cdge, or use of the thing patented, the defendant shall 
state the names of the patentees and the dates of their 
patents, and when granted, and the names and residences 
of the persons alleged to have invented or to have had 
the prior knowledge of the thing patented, and where 
and by whom it had been used; and if any one or more of 
‘the special matters alleged shall be found for the defend- 
ant, judgment shall be rendered for him with costs. And 
the like defenses may be pleaded in any suit in equity 
for relief against an alleged infringement; and proofs of 
the same may be given upon like notice in the answer of 
the defendant, and with the like effect. 
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R.S. §4923. Whenever it appears that a patentee, at 
the time of making his application for the patent, believed 
himself to be the original and first inventor or discoverer 
of the thing patented, the same shall not be held to be 
void on account of the invention or discovery, or any 
part thereof, having been known or used in a foreign 
country, before his invention or discovery thereof, if it 
had not been patented or described in a printed publica- 
tion. 


Excerpts From The Patent Act Of 1952 (United States 
Code, Title 35): 


2. Conditions for patentability; novelty an 
§ 102. Conditions for patentabili Ity and 
loss of right to patent 
A person shall be entitled to a patent unless— 


(a) the invention was known or used by others in this 
country, or patented or described in a printed publication 
in this or a foreign country, before the invention thereof 
by the applicant for patent, or 


(b) the invention was patented or described in a printed 
publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to 
the date of the application for patent in the United States, 
or 


(c) he has abandoned the invention, or 


(d) the invention was first patented or caused to be 
patented by the applicant or his legal representatives or 
assigns in a foreign country prior to the date of the 
application for patent in this country on an application 
filed more than twelve months before the filing of the 
application in the United States, or 


(ec) the invention was described in a patent granted on 
an application for patent by another filed in the United 
States before the invention thereof by the applicant for 
patent, or 


(f) he did not himself invent the subject matter sought 
to be patented, or 
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(¢) before the applicant's invention thereof the inven- 
tion was made in this country by another who had not 
abandoned. suppressed. or concealed it. In determining 
priority of invention there shall be considered not only 
the respective dates of conception and reduction to prac- 
tice of the invention. but also the reasonable diligence of 
one who was first to conceive and last to reduce to prac- 
tice. from a time prior to conception by the other. July 
19, 1952. ¢. 950. § 1, 66 Stat. 797. 


Reriser’s Note. Paragraphs (a). (b), and (¢) are based 
on 35 U.S.C.. 1946 ed.. § 31 (R.S. 4886 [derived from Act 
July S, 1870. ¢. 230, § 24, 16 Stat. 201], amended (1) Mar. 
3. 1897. c. 391. § 1. 29 Stat. 692, (2) May 23, 1930, c. 312, 
4 1. 46 Stat. 376, (3) Aug. 5, 1939. ¢«. 450, § 1, 53 Stat. 
1212). 


No change is made in these paragraphs other than that 
due to division into lettered paragraphs. The interpreta- 
tion by the courts of paragraph (a) as being more re- 
stricted than the actual language would suggest (for 
example. “known” has been held to mean “publicly 
known”) is recognized but no change in the language is 
made at this time. Paragraph (a) together with section 
104 contains the substance of title 35 U.S.C., 146 ed., 
£72 (RS. 4923 [derived from Act July 8, 1870, ¢. 230, 
£ 62, 16 Stat. 208]). 
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£104. Invention made abroad 


In proceedings in the Patent Office and in the courts, 
an applicant for a patent, or a patentee, may not estab- 
lish a date of invention by reference to knowledge or use 
thereof, or other activity with respect thereto, in a 
foreign country, except as provided in section 119 of this 
title. Where an invention was made by a person, civil or 
military, while domiciled in the United States and serving 
in a foreign country in connection with operations by or 
on behalf of the United States, he shall be entitled to the 
same rights of priority with respect to such invention as 
if the same had been made in the United States. 
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§ 119. Benefit of earlier filing date in foreign country; 
right of priority 


An application for patent for an invention filed in this 
country by any person who has, or whose legal repre- 
sentatives or assigns have, previously regularly filed an 
application for a patent for the same invention in a for- 
eign country which affords similar privileges in the case 
of applications filed in the United States or to citizens 
of the United States, shall have the same effect as the 
same application would have if filed in this country on 
the date on which the application for patent for the same 
invention was first filed in such foreign country, if the 
application in this country is filed within twelve months 
from the earliest date on which such foreign application 
was filed; but no patent shall be granted on any applica- 
tion for patent for an invention which had been patented 
or described in a printed publication in any country more 
than one year before the date of the actual filing of the 
application in this country, or which had been in public 
use or on sale in this country more than one year prior 


to such filing. 


No application for patent shall be entitled to this right 
of priority unless a claim therefor and a certified copy of 
the original foreign application, specification and draw- 
ings upon which it is based are filed in the Patent Office 
before the patent is granted, or at such time during the 
pendency of the application as required by the Commis- 
sioner not earlier than six months after the filing of the 
application in this country. Such certification shall be 
made by the patent office of the foreign country in which 
filed and show the date of the application and of the 
filing of the specification and other papers. The Commis- 
sioner may require a translation of the papers filed if not 
in the English language and such other information as he 
deems necessary. 


In like manner and subject to the same conditions and 
requirements, the right provided in this section may be 
based upon a subscquent regularly filed application in the 
same foreign country instead of the first filed foreign 
application, provided that any foreign application filed 
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abandoned. or otherwise disposed of, without having been 
laid open to public inspection and without leaving any 
rights outstanding. and has not served, nor thereafter 
shall serve. as a basis for claiming a right of priority. 
(Amended October 3, 1961, Public Law 87-333, see. 1, 75 
Stat. 748.) 


prior to such subsequent application has been withdrawn, 
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§ 120. Benefit of earlier filing date in the United States 


An application for patent for an invention disclosed 
in the manner provided by the first paragraph of section 
112 of this title in an application previously filed in the 
United States by the same inventor shall have the same 
effect, as to such invention, as though filed on the date of 
the prior application, if filed before the patenting or 
abandonment of or termination of proceedings on the 
first application or on an application similarly entitled 
to the benefit of the filing date of the first application and 
if it contains or is amended to contain a specific reference 
to the earlier filed application. 


Excerpt From The International Convention For The Pro- 
tection Of Industrial Property, 1934 Revision (In Effect 
At The Time Of Passage Of The Present Sections 102 
And 119 Of Title 35, United States Code) 


(53 Stat. 1748, 613 0.G. 23) 
ARTICLE 4 


A. (1) Any person who has duly applied for a patent, 
the registration of a utility model, industrial design or 
model, or trade mark in one of the countries of the Union, 
or his legal representative or assignee, shall enjoy for 
the purposes of registration in other countries a right of 
priority during the periods hereinafter stated. 


(2) Any filing having the value of a formal national 
filing by virtue of the internal law of each country of the 
Union or of international treaties concluded among several 
countries of the Union shall be recognized as giving rise 
to a right of priority. 
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B. Consequently, subsequent filing in one of the other 
countries of the Union before the expiration of these 
periods shall not be invalidated through any acts accom- 
plished in the interval, as, for instance, by another filing. 
by publication of the invention or the working thereof, by 
the sale of copies of the design or model, or by use of 
the trade mark, and these facts cannot give rise to any 
right of third parties or any personal possession. The 
rights acquired by third parties before the day of the 
first application on which priority is based shall be re- 
served by the internal legislation of each country of the 
Union. 


C. (1) The above-mentioned periods of priority shall 
be 12 months for patents and utility models and 6 months 
for industrial designs and models and for trade marks. 


(2) These periods shall start from the date of filing 
of the first application; the day of filing is not counted 
in this period. 


(3) If the last day of the period is a legal holiday. or 
a day on which the Patent Office is not open to receive 
applications in the country where protection is claimed. 
the period shall be extended until the next working day. 


D. (1) Any person desiring to take advantage of the 
priority of a previous application must make a declara- 
tion giving particulars as to the date of such application 
and the country in which it was made. Each country will 
determine the latest date at which such declaration must 
be made. 


(2) The particulars referred to shall be stated in the 
publications issued by the competent authority, and in 
particular in the patents issued and the specifications 
relating thereto. 


(3) The countries of the Union may require any per- 
son making a declaration of priority to produce a copy of 
the application (with the specification, drawings, ete.) 
previously made. The copy, certified as correct by the 
authority receiving this application, shall not require 
legal authentication, and in all cases it can be filed, with- 
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out fee, at any time within the period of 3 months from 
the filing of the application. They may also require that 
the declaration later be accompanied by a certificate by 
‘the proper authority showing the date of application, and 
also by a translation. 


(4) No other formalities may be required for the 
declaration of priority at the time application is filed. 
Each of the countries of the Union shall decide upon the 
consequences of the omission of the formalities prescribed 
by this article, but such consequences shall in no case 
exceed the loss of the right of priority. 


(5) Farther proof in support of the application may 
be required later. 


E. (1) Where an application is filed in a country for 

the registration of an industrial design or model by virtue 

‘ of a right of priority based on the registration of a utility 

‘model. the period of priority shall be the same as that 
fixed for industrial designs and models. 


(2) Furthermore, it is allowable to deposit in a coun- 
try a utility model by virtue of rights of priority based on 
a patent application, and vice versa. 


F. No country of the Union can refuse an application 
for patent on the ground that it claims multiple priorities 
provided there is unity of invention in the sense of the 
law of the country. 


G. If the examination shows that an application for 
patent is complex, the applicant can divide the application 
into a certain number of divisional applications preserving 
as the date of each the date of the initial application, and 
' the benefit of the right of priority, if any. 


H. Priority cannot be refused on the ground that cer- 
‘tain elements of the invention for which priority is 
' claimed do not appear among the claims made in the 
application in the country of origin, provided that the 
' application, as a whole, discloses precisely the aforesaid 
elements. 
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ARTICLE 4 bis 


(1) Patents applied for in the various countries of 
the Union by persons entitled to the benefits of the Union 
shall be independent of the patents obtained for the same 
invention in other countries, whether or not such countries 
be parties to the Union. 


(2) This stipulation must receive a strict interpreta- 
tion; in particular, it shall be understood to mean that 
patents applied for during the period of priority are 
independent, both as regards the grounds for refusal and 
revocation and as regards their normal duration. 


(3) This stipulation shall apply to all patents already 
existing at the time when it shall come into effect. 


(4) The same stipulation shall apply, in the case of 
the accession of new countries, to patents in existence, 
either on one side or the other, at the time of accession. 


(5) Patents obtained with the benefit of priority shall 
enjoy, in the different countries of the Union, a duration 
equal to that which they would have enjoyed if they had 
been applied for or granted without the benefit of priority. 


ARTICLE 4 ter 


The inventor shall have the right to be mentioned as 
such in the patent. 
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APPEAL NO. 20,083 
Statement of questions presented 


In the opinion of appellee, the questions presented 
are: 

Appellee agrees with appellant that the ques- 
tion presented by this appeal is that set forth 
in the first paragraph of its statement of the 
question. 

Appellee disagrees with the statement in the 
second paragraph of appellant’s statement and 
asserts instead that the question more generally 
is whether section 119 of the Patent Act of 
1952 (35 USC) is combinable with section 
102(e) of that Act in determining the effec- 
tive filing date of ‘‘a patent granted on an 
application for patent by another filed in the 
United States before the invention thereof by 
the applicant for patent.’ 
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Evi Linty anp CoMPANY, APPELLANT 
v. 


Epwarp J. BRENNER, COMMISSIONER OF PaTENTs, 
APPELLEE 


APPEAL FROM THE JUDGMENT OF THE UNITED STATES DI&- 
TRICT COURT FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR THE COMMISSIONER OF PATENTS 


INTRODUCTION 


This is an appeal (JA-163) from the order of the 
United States District Court for the District of 
Columbia, entered December 6, 1965 (J A-162), grant- 
ing appellee-defendant’s motion for summary judg- 
ment, denying appellant-plaintiff’s motion for sum- 
mary judgment, and dismissing the complaint (JA-2) 
against appellee-defendant, Commissioner of Patents, 
brought under the provisions of Title 35 United States 
Code, Section 145, in which the Court was asked to 
enter a judgment determining that appellant-plaintiff 
was entitled to receive letters patent of the United 
States for the invention described and claimed m a 
patent application filed by Richard T. Rapala on 

q) 
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July 27, 1961, Serial No. 127,115, entitled “Novel 
Pregnenolone Acetonides.”’ 

Appellant-plaintiff is the assignee of the patent 
application involved in this appeal. (JA-2). As 
pointed out in the decision of the Board of Appeals of 
the Patent Office (J A-11, 12), as indicated in the opin- 
ion of the District Court (JA-104), and as appellant 
states in the brief (Br-1, 2) the claims sought as the 
basis for the patent grant, were rejected by the Patent 
Office tribunals as unpatentable over the disclosure of 
U.S. Patent No. 3,021,345, granted to Feather et al. 
on February 13, 1962, on an application filed in the 
United States on September 19, 1960 (JA-29). This 
patent claims priority (under the provisions of 35 
USC 119) of an application for the same invention, 
filed in Great Britain on September 24, 1959, as ap- 
pears from the heading of the U.S. Patent (JA-29). 
No question was raised in the proceedings below, and 
none has been raised here, as to the fact that the same 
invention is disclosed or described in the British ap- 
plication, a certified copy of the patent being present 
and available in the file of the U.S. patent (JA-12). 
Also as pointed out by the trial court (JA-104), the 
filing date of each of the Feather applications (both 
in the United States and in Great Britain) was prior 
to the filing date of the application of Rapala. These 
facts establish prima facie that Feather and his co- 
workers made the invention prior to the date on which 
Rapala filed the application in this appeal. This fact 
has never been contested or challenged by appellant. 

Perhaps, it might be desirable, at this point, to 
state briefly that the invention at issue relates to mod- 
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ified steroids (pregnenolones), a class of organic 
compounds having utility and value in the medicinal 
field; and in this particular application, the steroids 
being claimed are said to have both anti-inflamatory 
and diuretic activity (JA-11). 

As shown by the decision of the Board of Appeals 
(JA-12), the statutory basis for the rejection of the 
Rapala claims was that the subject matter defined was 
obvious in view of the prior disclosure and teaching 
of the Feather patent, and as appears from that deci- 
sion, the appellant does not question this finding of 
obviousness. Where obviousness is conceded, this 
Court has held that Section 103 of Title 35 USC is an 
absolute bar to the grant of a patent. Hays v. Bren- 
ner—App. D.C.—, 357 F. 2d 287; 148 USPO 375. 

Further, as noted in the decision of the District 
Court (JA-105) in fact situations, such as indicated 
above, Rule 131 of the Rules of Practice of the Patent 
Office in Patent Cases permits the later applicant to 
present evidence, in affidavit form, to prove that he 
made the invention defined by his claims prior to the 
date of invention claimed by the patentee. Such evi- 
dence was filed in the Rapala application. However 
this evidence carried Rapala’s date of invention back 
of September 19, 1960 only, the actual filing date of 
the Feather application in the United States, but did 
not prove that he made the invention prior to the 
priority date claimed by Feather, namely September 
24, 1959, the filing date of the corresponding Feather 
application in Great Britain. As set forth in defend- 
ant’s motion for summary judgment (JA-9), the 
appellee conceded that the evidence submitted was 
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sufficient to prove that Rapala invented the claimed 
subject matter prior to September 19, 1960; but, as 
pointed out in the decision of the District Court (JA- 
' 105), since Rapala made no attempt in the Patent 
Office, or in that Court, to prove a date of invention 
| prior to September 24, 1959, it must be presumed that 
he is unable to do so. 


The issue 


Appellee admitted in the answer to the complaint 
(JA-5) that if Feather Patent No. 3,051,345 is not 
: prior art by standards legally applicable, the inven- 
i tion deseribed and claimed in the Rapala application 
is patentable to Rapala, and therefore, to plaintiff’s 
assignee. Copending patents are part of the prior art 
under 35 USC 103 (cf. note 3—JA-107). Hence, ap- 
pellee agrees with appellant’s statement (Br-2) that 
the sole issue in this appeal is whether the date on 
which Feather patent No. 3,021,345 was filed in the 
United States, within the meaning of that term in 35 
USC 102(e), was its actual filing date in the United 
| States, ie., September 19, 1960, or the priority date 
claimed for said patent, under the provisions of 35 
' USC 119, namely, September 24, 1959. Appellee con- 
| tends that the latter date is the effective date of the 
Feather patent as prior art, because 35 USC 102(e) 
/ must be read with 35 USC 119. Appellant contends 
otherwise. 


Statement of the case 


Appellant’s statement of the proceedings below 
(Br-3) is correct, except for the fact there is no men- 
tion made there that at the hearing on the motions for 
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summary judgment, a second stipulation respecting 
British patent law was offered the District Court. 
Unfortunately, this second stipulation is not contained 
in the joint appendix. Since the transcript of pro- 
ceedings before the District Court (JA-55) clearly 
shows the offer of “a further stipulation to give to the 
Court the complete picture as to what the British law 
is on this question”’, and since the Court accepted this 
stipulation (JA-56), and the opinion of the Court 
makes specific reference thereto (JA-137), it would 
appear that this second stipulation should be part of 
the record before this Court. Believing that this 
stipulation was omitted inadvertently from the joint 
appendix, and believing that this Court should be 
provided with the same full and complete information 
on the question treated in the stipulation, appellee has 
taken the liberty of adding the second stipulation as 
an appendix to this brief. Further reason for doing 
so is found in the fact that appellant has made specific 
reference to the first stipulation in the brief (Br-40), 
just as it had before the District Court (JA-90, 94) 

Appellant’s brief (Br-4) makes reference also to 
the fact that at the time the proceeding was before 
the District Court, another proceeding involving the 
same issue was on appeal to the Court of Customs 
and Patent Appeals. That appeal was decided by 
that court on April 28, 1966, while the decision of 
the District Court involved in this proceeding was 
filed December 6, 1965. As indicated by appellant a 
majority of the Court of Customs and Patent Ap- 
peals decided the issue involved here contra to the 


District Court’s decision on appeal here. That deci- 
227-042—66——2 
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‘sion is In re Hilmer et al. — CCPA — 359 F. 2d 
$59, 149 USPQ 480, reproduced in the joint appendix 
(J A-164-215). 

It should be noted for the record, that the Hilmer 
ease and this case are not the only cases in which 
the Patent Office tribunals have taken the position 
‘that the filing date of a U.S. patent claiming priority 
of a foreign filing under 35 USC 119 is, under 39 
USC 102(e), the foreign filing date. The decision 
of the Board of Appeals in the involved Rapala appli- 
ieation refers to the fact that “several recent deci- 
sions’ have dealt with this question (JA-12). Fur- 
ther, the record shows that the District Court was 
made aware of the fact that the same issue was pend- 
ing before the Court of Customs and Patent Appeals 
by providing the trial judge with the complete record 
and briefs of the parties involved in the Hilmer case 
'(JA-99). In other words, each court was fully 
aware of the facts, the contentions and the arguments 
‘of all parties respecting the legal issue. 


SUMMARY OF ARGUMENT 


1. The basic and primary issue in this appeal in- 
volves the question of whether two sections of the 
Patent Act of 1952 (Title 35 U.S.C.), namely sections 
102(e) and Section 119 should be read together or 
separately. The former, a codification of the rule of 

| the 1926 decision of the Supreme Court in Milburn v. 
' Davis-Bournonville case (270 U.S. 390), states that 
‘a patent may not be granted if “the invention was 
described in a patent granted on an application 
for patent by another filed in the United States 
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before the invention thereof by the applicant for 
patent.”’ The first paragraph of the latter pro- 
vides that “an application for patent filed in this 
country by any person who has * * * previously 
regularly filed an application for patent for the 
same invention in a foreign country, which affords 
similar privileges * * * shall have the same effect 
as the same application would have if filed in this 
country on the date on which the application * * * 
was first filed in such foreign country * * *”’. 

2. The claims of the involved Rapala application 
were rejected on a U.S. patent to Feather et al, who 
had previously filed (within the 12-month period of 
See. 119) an application for patent in Great Britain 
describing the same invention. The Patent Office 
tribunals and the District Court held that to give 
meaning to the language of Section 119, the filing date 
of the Feather patent in the United States for pur- 
poses of section 102(e) must be held to be the date 
on which the British application was filed; and, since 
appellant’s proof of prior inventorship carried his 
date of invention back of the actual filing of the 
patent in the United States only, but not back of the 
filing date in Great Britain, the patent had no been 
antedated. 

3. Appellant’s contention that the different histories 
and purposes of the sections precludes reading them 
together is fully answered in the decision of the Dis- 
trict Court. Enactment of these sections into positive 
law in 1952 required them to be construed together, 
if possible, to achieve a harmonious whole, rather than 
as independent and isolated clements. So read, the sec- 
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tions are clear and definite and hence, need no con- 
struction or resort to history. 

4 Appellant’s contention that section 119 grants 
only a personal privilege requires replacing the word 
“application” in the opening sentence of the section 
with “applicant”. Though the International Con- 
vention does refer to the person, instead of applica- 
tion, that Convention was not self-executing, so that 
when Congress implemented it by old R.S. 4887 (now 
section 119) the change from the person (applicant) 
to application is significant. A status was thereby 
created rather than a personal privilege. 

5. Appellant’s contention that the District Court 
erred, even if the two sections be read together, be- 
cause Great Britain does not grant “similar privi- 
leges’’, as required by section 119, is predicated upon 
reading similar as identical. No evidence exists, as 
pointed out by the District Court, that a British appli- 
cation filed by a U.S. citizen is not accorded the bene- 
fit of the filing date of a prior U.S. application. 
Whether British law does or does not permit the use 
of that date against a third party is immaterial. The 
privileges in question here is the filing date. 

6. The prior case law on the basic legal issue of this 
appeal is sparse. It is believed that the District 
Court’s conclusion as to the controlling case law was 
proper. 

7. The decision of the Court of Customs and Patent 
Appeals in the case of In re Hilmer, et al., 149 USPQ 
480 is directly contra to that of the District Court on 
appeal here. The reasons advanced therein and the 
result of the decision fly in the face of the Supreme 
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Court’s recent ruling in Hazeltine Research v. Bren- 
ner, 382 U.S. 252, that Congress has plainly directed 
that patents should not be awarded for unpatentable 
subject matter. Further, the court in the Hilmer case 
has chosen to read into section 119 limitations that 
Congress did not place there, a practice condemned by 
the Supreme Court in Graham v. Deere, 383 US. 1. 

Further, an important basis for the decision in the 
Hilmer case is the concern for ‘‘a generation of law- 
yers’’ who have obtained patents based upon a prior 
administrative ruling, which held that only a per- 
sonal privilege was granted under the predecessor 
statute of section 119. The public interest in patent 
grants was completely overlooked. Giving full con- 
sideration to such public interest requires disagree- 
ment with the result of the Hilmer case, and approval 
of the District Court's decision. 


THE ARGUMENT 


Inasmuch as both the decision of the Patent Office 
Board of Appeals (JA-10-29), and that of the Dis- 
trict Court (JA-104-162) are so complete, so accu- 
rate and so exacting in answering all the questions 
raised, it would appear unnecessary, unreasonable, 
and undesirable to burden this Court with a rehash 
of all the points adequately and sufficiently covered 
in those decisions. Therefore, it is the intent of appel- 
lee’s counsel to limit the argument presented here by 
referring to either or both of those decisions, if pos- 
sible, in connection with the points raised by appel- 
lant in its argument as numbered (Br-24-41), con- 
sidering each in the same order as they appear in the 
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brief. In addition, since appellant attaches consider- 
able importance to the decision of the Court of Cus- 
toms and Patent Appeals, devoting seven (7) pages 
of the orief to it (Br-10-17), and interspersing 
numerots references thereto in other portions of the 
brief, more extensive comments will be made with 
respect 10 that decision, including those which were 
advanced by appellee’s counsel in a petition for re- 
hearing filed in the Hilmer case on June 14, 1966, 
which, we are informed, was denied by the Court 
majority on July 28, 1966. 

Appeilant’s argument I (Br-24-27) refers to a prin- 
ciple, 2hout which there is no dispute. Appellee has 
never contended that an unpublished prior invention 
in a foreign country is a bar to the grant of a patent 
on a United States application. Appellee might point 
out here that an unpublished prior invention in the 
United States (the invention not having been in public 
use in the United States) like an unpublished prior 
invention in a foreign country is also not a bar to the 
grant of a U.S. patent to a later inventor. The Mil- 
burn case (cited below) clearly so states. (Cf. quota- 
tion therefrom in appellant’s brief-Br-29). Further, 
appellee has no quarrel with appellant’s statement 
(Br-26) that the substance of old R.S. 4923 has been 
retzined in the present statute (35 USC). However, 
appellant’s contention (Br-27) that the statutory con- 
struction adopted by the District Court is in conflict 


with that law. misses the whole rationale of the Court’s 


decision. The rejection in this case was based upon 
35 USC 102(e), which codified the decision of the 
Supreme Court in Milburn v. Davis-Bournonville, 270 
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U.S. 390. The language of section 102(e) referring 
to “a patent granted on an application for patent by 
another filed in the United States before the inven- 
tion thereof by the applicant for patent’, must be in- 
terpreted in the light of the fact that the U.S. patent 
relied upon, describing the invention now being 
claimed, was granted to a citizen of a foreign country, 
and that the patent asserts a claim of priority under 
35 USC 119. Clearly, the refusal to allow a patent 
here is based upon 35 USC 102(e) interpreted in the 
light of the language of 35 USC 119, as the District 
Court recognized and emphasized (JA-111, 120). 
Further, the Court also noted expressly and emphat- 
ically that 35 USC 102(a) is not involved in this case 
(JA 114). Appellant’s argument I based upon old 
R.S. 4923, now 35 USC 102(a) is manifestly irrele- 
vant. (See District Court Opinion—JA-146). 

Appellant’s argument II (Br-27-29) based upon 
the proposition that the Supreme Court's reasoning 
in the Milburn ease applies only to the actual filing 
date of a U.S. Patent, and that that decision acknowl- 
edges the overriding force and effect of the rule of law 
embodied in old R.S. 4923, is fully answered in the 
opinion of the District Court (JA-146), wherein the 
Court states that ‘if the Milburn rationale is limited 
to this”, why should Congress have found it necessary 
and desirable to include subsection 102(¢) in the 
Patent Act of 1952. in view of sth-section 102(a)? 
it is submitted that the trial Court's opinion ade- 
quately disposes of this contention, 

Appellant’s argument IIT (Br-30-33) contending 
that sections 102(¢) and 119 were never intended to 
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be read together, because of their different histories 
and en: *tment times for different purposes, is fully 
answered likewise in the opinion of the District Court. 
As poinced out therein, the language of Section 119, 
“shall have the same effect’’, is so clear and unambig- 
uous that there is no logical, reasonable or legal basis 
for interpretation or construction (J A-140). There- 
fore, appellant’s probing of the history of section 
102(e) and section 119 (Br-30, 31) to construe the 
statute ix an unnecessary chore. Moreover, even as- 
suming that construction is necessary or required, the 
opinio:: of the District Court (JA-121-126) clearly 
delineates why the fact that the histories of these sec- 
tions of the Patent Act of 1952 are irrelevant, and why 
every section of present Title 35 should be interpreted 
in the licht of each and every other section of the title. 
Appelice submits that the Court’s refusal (JA-121) 
to read those sections of the law (re-enacted simul- 
taneously into positive law, as parts of a comprehen- 
sive whole) as appellant suggests, namely as com- 
pletely independent and isolated elements, was 
eminently proper and merits this Court’s approval. 
Furthermore, appellant’s reliance upon the Inter- 
national Convention itself to support the argument 
that section 119 and its predecessor R.S. 4887 con- 
ferred only a personal privilege (Br-32, 33) was 
answered fully by the District Court (JA-127) in 
its complete analysis of Article 4 of the Convention 
(JA-127-135). In summary, the Court pointed out 
that the 1902 report of the Commissioners appointed 
to revise the patent laws, the second paragraph of 
old R.S. 4887 enacted as a result of that report, and 


18 


the first paragraph of 35 USC 119, all use the term 
“application”, not applicant or person, as appellant 
wants the statute to read. Suffice it to say that Con- 
gress surely must be presumed to know the difference 
between an application and an applicant. Even if it 
be assumed, arguendo, that the difference might have 
escaped notice in 1903 when R.S. 4887 was enacted, 
that assumption evaporates in the light of the fact 
the Patent Act of 1952 contains a whole chapter, Chap- 
ter 11, entitled ‘Application for Patent”, which chap- 
ter includes section 119. The opinion of the District 
Court makes reference to that fact. (JA-123). 
Appellant’s argument IV (Br-34) is based upon 
the proposition that it must be conclusively presumed. 
that Congress in enacting the Patent Act of 1952 
ratified the administrative interpretation of old RS. 
4887 which found expression in a Commissioner's 
decision in 1935—namely Viviani v. Taylor v. Herzog, 
72 USPQ 448. This decision was mentioned briefly 
in the decision of the Board of Appeals (JA-27), but 
it received extensive and detailed analysis in the trial 
Court’s opinion (JA-145-148). Further, that court 
pointed out that there is nothing to indicate that the 
House Committee on Patents or Congress itself gave 
any thought or consideration to the Commissioner's 
interpretation of the law in the Viviani case, when 
section 119 was enacted (JA-140). Hence, appel- 
lant’s reliance upon a quote (Br-37) from the Court 
of Customs and Patent Appeals decision in the Hil- 
mer case is misplaced. A comparison of the brief, 
unsupported conclusion therein as to legislative rati- 
fication, with the detailed analysis and discussion of 
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the Viviani decision in the opinion of the District 
Court, particularly that portion appearing on page 
147 of the joint appendix, shows that there is no basis 
at ali for appellant’s contention (Br-36) that, because 
no ene questioned the construction of the Viviani case, 
at the time the Patent Act of 1952 was being consid- 
ered by the Congressional! committees, the patent bar, 
the Patent Office professional staff, and the Depart- 
ment of Justice, that conclusion could not be wrong. 
It is submitted that the detailed analysis of the trial 
court, coupled with the analysis set forth in the dis- 
senting opinion of Chief Judge Worley in the Hilmer 
case (J A-212-215) are sufficient to show that the con- 
clusion reached by the majority in the Hilmer case 
as to legislative ratification is wholly without a shred 
of evidence to support it. 

Appellant’s argument V (Br-37-39), though pur- 
ported to be based upon the case law, conciudes with 
a concession that there is not much case law in point 
(Br-39). All the case law was analyzed by the Board 
of Appeals (JA-21-27), and further exhaustively 
considered by the trial court (JA-148-155). No need 
is seen to exist for repeating here what has already 
been adequately covered below. However, appellant 
now relies (Br-39) upon the Hilmer ease itself, and 
the Court of Customs and Patent Appeals’ interpre- 
tation therein of its earlier Walker case as significant 
judicial authority in its favor. With respect to the 
decision in the Hilmer case itself, this brief will treat 
that decision subsequently. But with respect to the 
holding by the majority of the court in that case that 
the Walker decision is a direct precedent for appel- 
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lant’s present position, it is significant that two of the 
members of the court that decided that case—Chief 
Judge Worley, who dissented in the Hilmer case, and 
Judge Jackson, who was the trial judge in the case 
on appeal—emphatically agree that the issue of this 
appeal was not involved in the Walker case. See 
JA-152, 153 and 213, Nevertheless, the members of 
the Court deciding the Hilmer case, no one of whom 
was on the court at the time the Walker case was 
decided, state at this late date (JA-183), that Walker 
decided the issue present in this appeal. Surely, 
under these circumstances, the effect of the Hilmer 
case as authority in this field of law is not only ques- 
tionable, but would appear to have reached the 
evaporation point. 

Appellant’s argument VI (Br-40, 41) is based on 
the allegation that the decision of the District Court 
cannot be correct, for the reciprocity guaranteed by 
the Convention and Section 119 are absent, as shown 
by the stipulations placed in evidence. In view of the 
extensive discussion of the Convention in the opinion 
of the District Court (JA-126-139), and the consid- 
eration given appellant’s arguments there, it is be- 
lieved that no further comments are necessary, except 
to point out and emphasize that the basic principle of 
the International convention is the guarantee by each 
country adhering thereto, that it will grant to for- 
cigners the same protection in regard to industrial 
property that it provides for its own nationals. Since 
there ave substantial differences and variations in the 
laws of each country with respect to what can be 
patented, and such matters as for example, fees, 
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patent life, kind and scope of protection, taxes, revoca- 
tion of patents for failure to pay fees and taxes or to 
work, and licensing, the Convention recognizes that an 
owner of industrial property may not obtain the same 
patent protection abroad that he can obtain in his own 
country. The opinion of the District Court (J A-128, 
129) for example, points to differences in the require- 
ment for completeness of disclosure or description be- 
tween this country and other countries. It is clear 
that complete reeiprocity does not exist and cannot 
exist, for it would be a practical impossibility to ad- 
minister such a system, since it would require the 
Patent Office of each country to apply the laws of 
each and every member country. 

However, the similar privilege referred to in Sec- 
tion 119 is that of having the filing date in any mem- 
ber country be the same as the filing date of the 
corresponding application in the home country. In 
other words, the effective filing date and only the 
effective filing date is the privilege involved in this 
case. Further, as pointed out the decision of the 
Board of Appeals (JA-19), practices vary in dif- 
ferent countries as to what the filing date of a refer- 
ence domestic patent is used for, and whether some 
countries treat the filing date in the same manner as 
in the United States is irrelevant (J A-20). 

THE HILMER DECISION 

The decision of the Court of Customs and Patent 
Appeals in the Hilmer case is relied upon heavily by 
appellant, being quoted extensively in the brief (Br- 
10-17). Appellant “most earnestly” submits that that 
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decision is correct (Br-37). Reference is made to 
that decision which is reproduced in the jomt appen- 
dix (JA-164-215), ‘or the facts involved there (J A- 
165), from which it is evident that the claimed inven- 
tion was deemed obvious. That the sole legal issue 
in that case was the same as that involved in the in- 
stant appeal is clear from the statement appearing on 
page 171 of the joint appendix. The reasons ad- 
vanced by the Court for reversing the decision of the 
Board of Appeals in that case, and expressing dis- 
agreement with the decision of Judge Jackson in the 
case on appeal here (JA-177), will be considered and 
commented upon in the following portions of this 
brief. 

On Page 178 of the joint appendix Judge Rich, for 
the majority of the Court, finds it “strange’’ that a 
position has been taken by the Board of Appeals, 
which inverts a practice “under which a generation 
of lawyers have obtained for clients close to two mil- 
lion United States patents, counting for their validity 
on a construction of the statutory law not only fol- 
lowed but promulgated by the Patent Office.” This 
is reminiscent of the ery of the patent lawyers who 
decry bringing cases for review by the Supreme Court, 
fearing that should that Court hold a patent invalid, 
thousands of patents would be affected by such adverse 
decisions. The recent decision of the Supreme Court 
in Graham v. Deere, 383 U.S. 1 is illustrative of that 
type of situation, and the admonition therein by the 
Court that there is ‘a compelling reason for the Com- 
missioner to strietly adhere to the 1952 Act as inter- 
preted here”, is indicative of the fact that insofar as 
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the Court in Hilmer allowed its decision to be con- 
trolled and eolored by the concern for “a generation 
of lawyers”, it Wa: not adhering strictly to the 1952 
Patent Act. 

On pages 179-183 of the joint appendix the opinion 
of the Court finds a precedent in a prior decision of 
the same court in the Walker ease. As pointed out 
hereinabove, two judges of that court, Chief Judge 
Worley and Judge Jackson, state expressly that the 
court in the Walker ease did not decide the issue, 
which the present Court in the decision in the Hilmer 
case, says they did decide. This disagreement be- 
tween those who were present at the time Walker was 
decided, and those who were not present, presents an 
interesting problem. 

On page 187 of the joint appendix the opinion of 
the Court states that “the great logical flaw in the 
board’s reasoning is in its premise * * * that these 
two provisions must be read together.’’ The provi- 
sions referred to are section 102(e) and section 119 
of 35 USC. Then the Court states “we see no reason 
for reading these two provisions together and the 
board has stated none.’’ Nothing is said here of the 
reasons given by the District Court in the case on 
appeal here (JA-121), or the normal elementary and 
customary rule of statutory construction that sections 
of a statute should be considered together to achieve 
a harmonious result, as was held in Monaco ef al. v. 
Hoffman et al., 189 F.S. 474, affirmed by this Court 
in 110 U.S. App. D.C. 406, 293 F. 2d 883. 

On pages 187-195 of the joint appendix the court 
discusses the history and purpose of Section 119, and 
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its predecessor statute 4887 R.S., including the report 
of the Commission (1902) relating to the Interna- 
tional Convention. While criticizing statements made 
by the District Court relating to the Boykin Act, the 
court, in Hilmer, is completely silent regarding the 
District Court’s comments and analysis of the veri- 
ous sections of the Convention and its statement that 
“Congress certainly must be conclusively presumed to 
know the difference between an application and an 
applicant”? (JA-127). Since the trial court’s analysis 
remains unchallenged by appellant, and the Hilmer 
decision did not choose to point out wherein that 
analysis is factually or legally incorrect, it is sub- 
mitted that the District Court’s conclusion is clearly 
correct, and that it clearly demonstrates lack of merit 
in appellant’s contention that Congress meant only to 
accord the applicant a personal benefit. 

On pages 195-201 of the joint appendix the court 
discusses section 102(e), and particularly the deci- 
sion of the Supreme Court in the Milburn case. This 
discussion indicates clearly that the Court of Cus- 
toms and Patent Appeals believed that the reason- 
ing in Milburn was faulty and had its weaknesses 
(JA-197). Therefore the court expressed its relue- 
tance “to extend that rule”, stating also that Milburn 
as codified in section 102(e) ‘*goes far enough in that 
direction”, and that **we see no valid reason to go 
further, certainly no compelling reason’? (JA-198). 
This philosophy ignores completely the fact that Con- 
gress enacted a patent act in 1952, codifying the rule 
of the Milburn ease, and that the duty and respon- 
sibility of the court was to construe the statute to 
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give meaning to each section thereof and to harmonize 
the whole, as was done by the District Court (JA- 
123). In specifying these reasons for refusing to 
extend the Milburn rule, beyond that already believed 
to have been extended by the Court of Customs and 
Patent Appeals in In re Harry, 51 CCPA 1541, 333 
F. 2d 920 (JA-197) and now required by the Supreme 
Court’s decision in Hazeltine Research v. Brenner, 
382 U.S. 252, it should be noted that the Supreme 
Court in the Hazeltine case expressly stated that there 
was no reason to read into section 103, with respect 
to the term prior art, a restriction which Congress 
itself did not place there. By the same token there 
is no legal or rational basis for the Court of Customs 
‘and Patent Appeals to read into the language of 
section 119 a restriction not there, either expressly 
or by implication, particularly since that court’s de- 
ieision in the Hilmer ease, contains no holding that 
the language of Section 119—shall have the same 
effect—is so vague, indefinite or ambiguous as to jus- 
tify or warrant searching out a legislative intent to 
interpret it. By limiting the statutory language 
only to those situations where the foreign applicant 
obtains a personal benefit, the Court of Customs and 
‘Patent Appeals has not only placed a restriction 
thereon, which is not required, but is also effecting 
the issuance of two patents, where the Congress, as 
pointed out in the Hazeltine case, plainly directed that 
‘there should be only one. Recalling that the subject 
‘matter claimed in Hilmer was obvious in view of the 
prior art, the effect of the decision in that case is to 
‘create an area where patents are awarded for un- 
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patentable advances in the art’. Hazeltine v. Bren- 
ner, supra. This Court in Hays v. Brenner, supra, 
also refused to carve out such an area. Accordingly, 
it is submitted that this result flowing from the deci- 
sion of the court in the Hilmer case is enough to show 
that the decision is wrong and unacceptable as au- 
thority on the legal issue of this appeal. 

On page 202 of the joint appendix the court dis- 
misses as “mere happenstance’’ the fact that sections 
119 and 120 use identical language in describing the 
benefit to be derived from the filing date of a prior 
application. Since the opinion of the District Court 
discusses this question adequately (JA-141, 142), it 
is believed to be unnecessary to add to that discussion 
anything other than to point out that, since the lan- 
guage of section 119 has been in the law for a half 
century the use of identical language in section 120 
suggests that that language was chosen deliberately, 
instead of by accident or happenstance. If statutory 
history is to be a determining factor, as suggested in 
the majority opinion in Hilmer, it is submitted that 
characterizing the use of identical language of these 
two sections, one old and one new, as “‘mere happen- 
stance’’ does little credit to the history or the drafters 
of the Patent Act of 1952. 

On page 202-209 of the joint appendix, the court 
discusses the case law, reaches the conclusion that the 
few decided cases are ‘“‘of slight significance’? (JA- 
202) and states that “there is no case ‘law’ on the 
issue here worth considering’? (JA-209). Since the 
game case law was analyzed by the Board of Appeals 
(JA-21-27) 2nd by the District Court (J A-145-154), 
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the latter agreeing that the Federal Yeast case, the 
General Electric case, and the Sperry Rand case sup- 
port appellee's position, no further exploration into the 
case law will be attempted here. 

On page 210 of the joint appendix, the court states 
that **over and above this as a basis of decision we feel 
there is a paramount principle which controls. The 
administrative agency known as the Patent Office pur- 
sued a uniform policy and interpretation contrary to 
the new view of the board for the 26 years from 1926 
to 1952, at least. That interpretation was well pub- 
licized and well known and must be assumed to have 
been known to Congress in 1952 when it revised and 
codified the patent statutes into present Title 35, 
United States Code. In that codification section 119 
reenacted R.S. 4887 with no change in substance, as 
above shown.” 

The opinion of the District Court on appeal here 
indicates that there is no paramount principle in- 
volved in seeing to it that a decision of a predecessor 
is not changed, even though good reason exists for 
interpreting the law differently (JA-148). As indi- 
cated in the dissenting opinion of Chief Judge Worley 
(JA-214) no such paramount principle appears to 
have been recognized by the Hilmer court in other 
areas of the law. Since it is clear from the statement 
quoted above from the Hilmer decision, and other 
statements scattered throughout the court’s opinion, 
that a dominant and controlling factor motivating the 
decision in the Hilmer case, was this pre-occupation 
with and controlling importance attached to an ad- 
ministrative practice “under which a generation of 
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lawyers * * * has obtained for clients close to two 
million United States patents, counting for their 
validity on a construction of the statutory law not 
only followed but promulgated by the Patent Office’’, 
it becomes necessary to bring to this Court’s attention 
some aspects of the prior practice which were over- 
looked by the court in the Hilmer case. But before 
doing that, it would appear appropriate to say that 
the court’s concern for “a generation of lawyers’’, 
has blinded it to the fact that every patent is affected 
with a public interest, which transcends the interests 
of private parties—Precision Instrument Co. v. Auto- 
motive, 324 U.S. 806—and that it is the public which 
has the paramount interest in the patent grant and in 
the proper interpretation of the patent laws. 

Prior to January 1, 1953, the effective date of the 
Patent Act of 1953, the file of a patent claiming a 
foreign priority date did not contain a copy of the 
foreign application upon which that claim was based, 
unless the application had been involved in an inter- 
ference proceeding (35 USC 135), or the applicant 
had to file such copy to overcome a reference having 
an effective date intermediate the applicant's foreign 
filing date and his actual United States filing date. 
Also, prior to 1926, the date of the decision in the 
Milburn case, there was uncertainty as to the effective 
date of a U.S. patent, that is, whether it was a prior 
art reference from its filing date or only from its 
patented date. That uncertainty disappeared as the 
result of the decision in the Milburn ease. Hence, 
from 1926 to 1953, the law not requiring the filing 
of a certified copy of the foreign application, the 
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number of patents granted during that period which 
might contain copies of the corresponding foreign 
application would have been relatively small. At that 
time practical considerations and the public interest 
eombined to establish the practice of not treating the 
¢laimed priority date as the effective date of a US. 
patent. The Patent Office was fully aware of the fact 
that had a rejection been made based upon the foreign 
filing date, the rejected applicant might have been 
foreclosed from disproving the patentee’s right to that 
date, because files of patent cases were not necessarily 
open to the public in all foreign countries, as in the 
Tnited States. Because of this problem and difficulty, 
the Patent Office, recognizing the inequity and unfair- 
ness involved to an applicant who filed between the 
patentee’s actual U.S. Filing date and the asserted 
foreign filing date, decided that the foreign filing date 
should not be used in ex parte practice. (See, Patent 
Soliciting and Examining—Emerson Stringham— 
p- 159). 

i However, when the Patent Act of 1952 was enacted 
inserting in section 119 a new paragraph, requiring 
‘in all eases, the filing of a certified copy of the foreign 
application on which the claim of priority was based, 
the factual situation which motivated the prior prac- 
tice, was no longer applicable. Under the present 
law, a claim of priority and a certified copy of the 
application as filed in the foreign country must be 
filed, at least before the U.S. patent issues, otherwise 
the right is lost. It is also of interest to note that 
Stringham, referred to above, stated in 1930, long 
prior to the 1952 Patent Act that “if a patented filer 
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chanced to contain such a certified copy there is no 
reason why the foreign filing date, if within the reci- 
procity statute, should not be used in rejection.” 

In this connection it is of interest to note appellant’s 
reasons why he considers section 120 to confer on 
applications the right to rely on and claim the benefit 
of the filing date of a prior copending application, 
which right presumably inures to the patent granted 
on such application. At the hearing before the Dis- 
trict Court appellant stated that the presence of ‘‘doc- 
uments which are of public record in the files of the 
United States Patent Office” made the difference, and 
that “no such thing exists with respect to section 119”’ 
(JA-101). However, appellant was in error in this 
statement respecting section 119. As pointed out 
clearly by the District Court (JA-133), unless the copy 
of the foreign application is filed in the Patent Office, 
no right of priority exists. Hence, where any patent 
contains a claim of priority in its heading, there is 
assurance that the documents supporting the claim 
are of record in the patent file, available to any mem- 
ber of the public, to make an independent evaluation 
as to whether such application discloses the same in- 
vention as that of the U.S. patent. Manifestly, the 
presence of these documents filed under 35 USC 119 
should be treated and be considered to be of the same 
legal effect as the documents in the public record re- 
ferred to by appellant (JA-101). Since appellant 
agrees that section 120 provides a status for the 
application because of the presence of documents in 
the public file which permit checking of the claim 
of benefit of the section, no rational basis exists for 
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holding that section 119 does not provide similar 
status, where similar documents exist in the public 
file to permit independent checking of the claim of 
priority. Reason and common sense dictate that no 
difference in legal effect should exist, particularly 
where the law does not require a difference. 


CONCLUSION 


It is respectfully submitted that the District Court’s 
findings and conclusions set forth in its exhaustive 
opinion are reasonable, rational, and in full accord 
with the statutory requirements; that section 102(e) 
and section 119 of Title 35 USC should be read to- 
gether, otherwise the statutory language becomes 
meaningless, and that the de¢ision appealed from 
should be affirmed. Further, since reading of the 
section in the manner urged by appellant would read 
restriction thereinto, resulting in the issuance of a 
patent for obvious, and, therefore, unpatentable sub- 
ject matter, it is submitted that the decision in Hazel- 
tine v. Brenner, 382 U.S. 252 would tend to dictate 
a holding that the decision of the District Court was 
correct. 

Respectfully submitted, 

JOSEPH SCHIMMEL, 
Solicitor, 
United States Patent Office, 
Attorney for Appellee. 
Aveust, 1966. 


APPENDIX 


It is stipulated, by and between the parties hereto, 
for purposes of the present proceeding only: 


1. To the extent of the claimed disclosure 
of a British patent, its effective date as a prior 
art reference against another British applica- 
tion or patent, is the filing date in Great Brit- 
ain or the priority date of the first mentioned 
British patent, if any, under the Convention. 
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REPLY BRIEF FOR PLAINTIFF-APPELLANT 


Appellant’s case for reversal has not been answered. 
The Commissioner of Patents, on the contrary, has con- 


ceded the soundness of appellant's major premises and 
failed to parry the thrust of its argument. 


In demonstrating this, we shall briefly review the main 
points in appellant's argument: 


I. Unpublished Prior Invention In A Foreign Country 
Is NOT A Ground For Rejecting An Application For 
Patent In This Country. The District Court’s Basic 
Error Lay In Failing To Heed That Rule. 

It has been the law for ninety-six years at least that a 
US. patent, applied for in good-faith belief that the appli- 
cant was first inventor or discoverer of the thing patented, 
shall not be held void on account of the invention’s having 
been previously known or used in a foreign country, unless 
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it had been patented or described in a printed publication. 
(See Appellant’s Brief. pages 24-27.) At the hearing 
below (J.A 60), the Commissioner's counsel acknowledged 
that rule to be good law. and the same admission is 
reiterated in Appellee’s Brief. page 10. Yet the Commis- 
sioner urges this Court to affirm a judgment which sets 
at naught that very rule. 


In this case. be it remembered, the composition invented 
by appellant's applicant Rapala had never, at the time he 
made his invention, been patented or published anywhere. 
True. Rapala’s invention had been known in Great Britain 
before Rapala invented it in the United States, for it had 
been disclosed (but not claimed) in the Feather et al. 
British application. That mere prior knowledge, however, 
by the very rule the Commissioner concedes is good law, 
does not bar Rapala’s patent application in this country. 


: The record here, the Commissioner’s argument notwith- 


standing (Appellee’s Brief, p. 2) does not “establish prima 
facie that Feather and his co-workers made the invention 
prior to the date on which Rapala filed the application in 
this appeal.” Far from it. 


If anything is established prima facie by the facts in 
this record, it is that Rapala’s invention was not made by 
Feather and his co-workers, but rather had been derived 
by them from someone else, identity unknown, who made 
no effort to patent or publish it. Had the invention really 
been made by Feather and his co-workers, it must be 
inferred that they would have claimed it. Certainly, there 
can be no presumption that they invented something they 
failed to claim. 


Let it be conceded that Feather and his co-workers, in 
Great Britain, knew of Rapala’s invention before he made 
it in this country; but mere knowledge in a foreign 


3 


country, unpublished and unpatented, cannot bar Rapala. 
It follows that appellant, as Rapala’s assignee, is entitled 
to a U.S. patent. 


The Commissioncr’s argument based on Hazeltine Re- 
search v. Brenner (1966), 382 U.S. 252, and Hays v. Bren- 
ner (C.A. D.C., 1966), 357 F.2d 287, is off the mark. We 
are not dealing here with the question whether an inven- 
tion may be patented even though obvious in view of the 
prior art. The issue here is what, as a matter of law, 
constitutes prior art. Under our law, as the Commissioner 
admits, mere prior knowledge abroad, if neither published 
nor patented, is not prior art. 


When the nature of the issue is thus kept in mind, it 
is plain as day that neither Hays nor Hazeltine has any- 
thing to do with this case. The Commissioner's concession 
that unpublished knoweldge abroad is not prior art ex- 
poses the error in the District Court's statutory construc- 
tion and demands reversal of the judgment. 


I. The Supreme Court’s Reasoning In The Milburn Case 
Applies Only To The ACTUAL Filing Date Of A 
U.S. Patent; The Opinion Itself Negates The Inter- 
pretation Urged By The Commissioner And Adopt- 
ed By The District Court. 

In Appellant's Brief, pages 27-29, the Milburn opinion 
was analyzed carefully and shown to apply only to the 
actual filing date in the United States of a U.S. patent. 
The rationale of the decision was that disclosure in a 
U.S. patent application is conclusive evidence that its 
subject matter was known in this country as of the U.S. 
filing date, by a person who was not concealing it but 
rather was taking the steps prescribed by law to make it 
public. 
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As applied to the actual filing date of a U.S. patent 
application that reasoning makes sense, but it cannot be 
extended to a fictitious filing date, as of a time when no 
one in this country had knowledge of the subject matter 
in question. Such extrapolation of the Supreme Court’s 
reasoning would clash with Justice Holmes’ explicit pro- 
nouncement (270 U.S., at 400) that “a previous foreign 
invention does not invalidate a patent granted here if i 
has not been patented or described in a printed publica- 
tion.”* 


The Commissioner (Appellee’s Brief. p. 11) in effect 
confesses the soundness of that argument by making no 
rejoinder to it. All the Commissioner could say was: 


“It is submitted that the trial Court’s opinion ade- 

quately disposes of this contention.” 
That. with all respect, is just not so. As we demonstrated 
in Appellant’s Brief, page 29, the District Court’s at- 
tempted application of the Milburn decision to the facts 
of this case is logically unsound, because it fails to take 
laccount of the critical difference, in legal effect, between 
prior knowledge in this country and prior knowledge in 
a foreign country. 


Ill. The Legislative Histories Of §102(e) And §119 Mark 
Those Statutes As Wholly Distinct, Initially En- 
acted At Different Times For Different Purposes, 
And Never Intended To Be Read Together. 


In Appellant’s Brief at pages 30-33, we analyzed the 
‘legislative histories of {102(¢) and $119 of the Patent Act, 
which make it vividly clear that they were passed at 
different times for different purposes and were never in- 
tended to be read together. In that section of our brief, 


* Emphasis in quotations has been added throughout 
this brief. 
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we pointed out that Congress expressly approved the 
ruling of Commissioner Coe, in the Viviani case, stating 
that R.S. §4887 (now re-enacted as 35 U.S. Code, $119) 
“has no bearing on the right of another party to a patent 
except in the case of an interference where the two parties 
are claiming the same patentable invention.” 


The Commissioner’s purported rejoinder to that part 
of our argument is to assert (Appellee’s Brief, p. 12) that 
the language of §119, “shall have the same effect”, is “so 
clear and unambiguous” that there can be no reason for 
recourse to legislative history as an aid to construction. 


The conclusive answer to that is that the Commis- 
sioner’s predecessors, from 1952 until mid-1964, read the 
sections in question very differently than the present Com- 
missioner reads them. It was only after twelve years of 
construction in accord with appellant's present contention, 
not to mention decades of like construction by still earlier 
Commissioners of the corresponding sections in the old 
Patent Act, that someone first cooked up the statutory 
construction the present Commissioner now urges. On 
such a record, the present Commissioner should not be 
heard to say that the statutory language is “so clear and 
unambiguous that there is no logical. reasonable or legal 
basis for interpretation or construction” (Appellee’s Brief, 
p. 12). 

In truth, the situation is one in which legislative history 
should be consulted to determine what the intent of Con- 
gress was. Doing so compels the conclusion that the 
present Commissioner is mistaken, and his predecessors 
were correct, as to the meaning of §102(e) and §119. 
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IV. The Congress Has Ratified The Interpretation Of 
$119 Established By Decades Of Uniform Admin- 
istrative Practice In The Patent Office. 

In Section IV of our original argument (Appellant's 
Brief. pp. 34-37). we pointed out that the question here 
involved was dealt with and explicitly decided by Com- 
missioner Coe in 1935, in the case of Viviant v. Taylor v. 
Herzog, 72 TSPQ +8. We further noted that the rule 
of Viviant was incorporated into the Patent Office’s 
Manual of Patent Examining Procedure and was uniform- 
ly followed, without exception, until mid-1964. We further 
stressed the fact that in 1952, when the Viviani rule was 
already eighteen years old, the Congress reviewed, ana- 
lyzed. and recast the patent laws, with the assistance of 
the Patent Office professional staff, the patent bar, and 
the Department of Justice. Had there been any thought 
on the part of anyone that the Vivzani rule was wrong, we 
said, the point would surely, at the very least, have been 


debated at that time. The fact that this did not happen, 
and that the existing law was codified without change, is 
conclusive evidence of Congressional ratification of the 
Viviani rule. 


Here, again, the Commissioner’s brief lacks any answer 
to our argument. All the Commissioner has to say on the 
point (Appellee’s Brief, pp. 18-19) is to reiterate the 
District Court’s assertion that there is nothing to indicate 
that the House Committee on Patents or Congress itself 
gave any thought or consideration to the Viviani rule 
when 4119 was enacted. 


This, we submit with all respect, connotes the direct 
opposite of what the Commissioner takes it to mean. The 
silence on this point of the Congressional committees and 
‘their advisers—the absence of any challenge to the Viviani 
‘rale—is eloquent demonstration that Congress approved 
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the prevailing administrative construction. In Helvering 
y. Winmill (1938), 305 U.S. 79, 83, the Supreme Court 
wrote: 


“Treasury regulations and interpretations long con- 
tinued without substantial change, applymg to un- 
amended or substantially re-enacted statutes, are 
deemed to have received congressional approval and 
have the effect of law.” 
The same, of course, is true of Patent Office regulations 
and interpretations. 


V. The Case Law, Sparse Though It Is, Supports Appel- 
lant’s Position And Demands Reversal Of The 
Judgment Below. 


The Commissioner's brief (pages 14-15, 16-22) pays 
little heed to the case law that bears on the issue at bar; 
the Commissioner gives specific attention only to In re 
Walker (C.C.P.A., 1954), 213 F.2d 332, and In re Hilmer 
(C.C.P.A., 1966), 359 F.2d 859, 149 USPQ 480. 


This Court need not rely on stare decisis as a basis 
for its decision here, since ample foundation for reversal 
is provided by elementary principles of law and the 
legislative history of the statutes involved. Still, it is 
worthy of note that a reversal in this case will accord 
with the weight of authority. Of especial interest in this 
regard is Celanese Corp. v. Ribbon Narrow Fabrics Co. 
(2 Cir. 1941), 117 F.2d 481, a case not cited in the 
Commissioner's brief. (See Appellant's Main Brief, pp. 
37-38.) 


Little need be said in reply to the Commissioner’s 
argument anent In re Walker (Appellee’s Brief, pp. 
14-15). The Commissioner has tendered no answer to our 
analysis of that case (Appellant's Brief, pp. 38-39) 
which shows that the Court necessarily held the effective 
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date as prior art of the Whiteley patent to be its actual 
U.S. filing date rather than its priority date. The Walker 
ease is a precedent directly supporting appellant’s posi- 
tion here. appellee’s assertion notwithstanding. 


The Commissioner‘s brief similarly fails to distinguish 
or undermine the authority of In re Hilmer, the 1966 
C.C.P.A. decision which understandably received promi- 
nent attention in our main brief. Much, indeed, of the 
Commissioner's argument on Hilmer is of ad hominem 
character. 


For example. the Commissioner’s brief (pages 17, 22- 
23) deeries the Hilmer opinion as allegedly showing 
undue concern for the established thought patterns of 
‘ta generation of lawyers”’, implying that the C.C.P.A. 
departed from sound legal reasoning in a zealous effort 
to reseue the patent bar and their clients. The true 
state of things is that Judge Rich’s remark about ‘‘a 
generation of lawyers” was a figure of speech alluding to 


the thirty or forty years in which the Patent Office, without 
exception, treated the right of priority under §119 and the 
Milturn role, codified in §102(¢), as separate and un- 
related matters. 


In holding that Congress had ratified the statutory 
construction thus honored by decades of administrative 
adherence, the Court of Customs and Patent Appeals 
was not shedding tears for the patent bar; it was simply 
applying the rule of law set forth in Helvering v. 
Winmill (1933), 205 U.S. 79, 83, quoted from on the preced- 
ing page. 

Further attempting to discount Hilmer, the Commis- 
isioner’s brief (page 18) invokes the rule that sections 
of a statute should he considered together to achieve 
‘a harmonious result. That rule, of course, is sound law; 
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but it has no bearing here. The statutory construction 
adopted by the C.C.P.A. in Hilmer, and urged in this 
Court by the present appellant, does achieve a harmoni- 
ous result in which all sections of the statute are given 
a rational interpretation, respectively achieving their 
intended goals and at the same time preserving inviolate 
the rule that unpublished knowledge abroad is not a bar 
to a U.S. patent. It is the construction adopted by the 
District Court and urged upon this Court by the appellee 
that creates disharmony in the law. 


Still further attempting to discount Hilmer, the Com- 
missioner’s brief alludes to Hazeltine Research v. 
Brenner (1966), 382 U.S. 252, and Hays v. Brenner 
(C.A. D.C., 1966), 357 F2d 287. As already pointed 
out, however, they are irrelevant to the present issue. 
In both those cases, prior U.S. patent applications, 
actually lodged in our Patent Office, established prior 
knowledge in this country of the subject matter sought 


to be patented by the later applicant. Here that is not so. 
In the present case, the Commissioner—supported by 
the District Court—has rejected a bona fide U.S. applica- 
tion solely on the basis of unpublished knowledge in a 
foreign country, not known to anyone in the United 
States at the time appellant's assignor Rapala made 
his invention. 


VI. Even If The District Court’s Statutory Construction 
Of §119 and §102(e) Were Correct, Its Decision 
Was Nonetheless In Error, For The Reciprocity 
Demanded By §119 Was Lacking. 

This sixth point of our argument is alluded to (but, 
we say, not answered) on pages 15-16 of the Com- 
missioner's brief. In our argument (Appellant's Brief, 
pp. 40-41) we pointed out that under British law the 
effect date as prior art of unclaimed disclosure in a 
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British patent is the publication date of the patent, 
even though the patent may carry a claim of priority 
based on a United States application. This, of course, 
is diametrically opposite to the rule which the Com- 
missioner and the District Court would promulgate as 
law in this country. 


The Commissioner's only rejoinder is to say that the 
‘details of the patent laws of the various countries are 
different one from another, as to fees, taxes, what may 
‘be patented, and so on. This, we submit, does not meet 
our argument at all. Appellant has never suggested that 
$119 requires identical, or even similar, patent laws in 
the various Convention countries, for that section is 
concerned only with that aspect of patent law dealing 
with the right of priority. To the extent that all Con- 
vention countries recognize the date of filing in a mem- 
ber country as the effective filing date of a domestic 
application for priority purposes, the reciprocal priv- 


ileges in the various countries are, not merely similar, 
but wdentical. 


The very fact that practices do vary in different 
Convention countries asx to other facets of patent law 
is convincing confirmation that $119 was intended to 
apply only to that specific subject uniformly treated by 
all member countries, namely the derivation from a 
foreign filing date of a priority right to a particular 
applicant for his own invention, 


This view is further confirmed by the so-called 
“second stipulation’? as to British law, printed at the 
end of the Commissioner’s brief. It established that 
under British law the priority date of a British patent 
ds its effective date as prior art with respect to claimed 
disclosure, whereas, as to unclaimed disclosure, the 
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publication date governs. In other words, British law 
confers on unclaimed disclosure no priority privileges 
whatever, whereas an invention claimed by a Convention 
applicant is granted the priority privilege to which the 
applicant, as its inventor, is entitled by the terms of 
the treaty. This, of course, is diametrically opposite to 
the rule that would prevail in the United States were 
the judgment below to be upheld. 


Summary And Conclusion 


As stated at the opening of this reply brief, the Com- 
missioner has nof answered appellant’s argument. Not 
one of the six major points in our opening brief has 
been met forthrightly. and the Commissioner's attempts 
to ‘‘confess and avoid’* have failed. 


In the closing pages of his brief (pages 23-26), the 
Commissioner argues a point not raised in the court 
below—the notion that the effective date as prior art 
of a U.S. patent should now be different than formerly 
because $119, as re-enacted in 1952, includes the require- 
ment that a certified copy of the foreign application 
be filed in the U.S. Patent Office as a condition precedent 
to a claim of priority. This point, like the Commissioner's 
other arguments, lacks merit. 


The mere presence in the record of a certified copy 
of a patentee's foreign application sheds no light on the 
origin of any disclosure therein not actually claimed 
by the priority applicant. Nothing, it is clear, is entitled 
to priority under §119 except subject matter actually 
invented by the priority applicant. Where subject matter 
is disclosed without being claimed, there can certainly 
be no presumption that it was invented by the applicant ; 
the reasonable presumption, if any, is to the contrary. 
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‘Henee the Commissioner is mistaken in asserting 
i (Appellee’s Brief. pp. 24-25) that a means exists for 
' determining. from documents on file in the Patent Office, 
whether a given part of the disclosure in a foreign 
application is or is not entitled to priority by virtue 
of §119.° 


When a certified copy of a foreign application has 
‘been filed. it does provide means to determine that any 
given subject matter disclosed in it was known im a 
foreign country as of the foreign filing date, but that 
is not enough to make such knowledge prior art against 
‘a later bona fide U.S. application. To bar the later US. 
‘ applicant. there must be proof in the public file that the 
' subject matter involved was known in this country before 
the U.S. applicant’s invention. 


The District Court judgment is erroneous. It is incon- 
sistent with the basic tenet of U.S. patent law that 
unpublished invention abroad is not prior art. It is 
inconsistent with the statutory interpretation established 
by decades of uniform administrative practice and cer- 
tifed by legislative ratification. It is contrary to the 
plain intent of the Congress as explicitly spelled out 
in the legislative history of the statutes involved. 


* The opposite, of course, is true with respect to §120, 
which confers on U.S. patent applications the effective 
filing date a copending earlier U.S. application by the 
game inventor, where such earlier application contains 
disclosures in common with the later one. In that situa- 
tion, the Milburn rule, as codified in $102(e), is plainly 
applicable, for the earlier U.S. application is proof 
positive that everything disclosed in it was indeed 
“known in the United States’’ as of its actual filing date. 


=—3= 


In short, the record and the law alike demand reversal 
of the judgment below. 
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